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ATA 
ATA Motor Carrier 

Directory 
A-Acrilan 
pO Se 483 
pS SEES 483 
yO > eee 406 
} 5 eee 69 
; "  eneneeinennaneatane 830 
TRS ES 629 
Acrotimer. .............-.0000-. 628, 647 
[| >? 
[ seer 69 
PIE oa cnvccsccacsessccsseeerevshs 143 
ee 399 
| eee 483 
pS eae 
ae 644, 653 
Aireloom Bedding .......... 483 
Alban Towers Hotel ...... 311 


Alban Towers eerie 311 


Alemite Hi. Po .. ... 860 
SEE siisnienmtmainal "932, 938 
SEY ‘svinsentionesncctniaaadetaien 933 
MIE ixtactnticnsisrcstssavesel 932, 938 
7 REP rien 932 
ARR ere 647 
Allercreme .................... 824, 857 
Allercreme Saf-Tan ....824, 857 
Allo-Ette .0000000000000...... 1011, 1014 
Allstate Investment 
Corporation 0.0.0.2... 613 
Alo-Creme  ..0................. 824, 857 
Alo-Creme After Tan .. 824, 
Alouette 2.0.0.0... 1011, 1014 
eee 
American Heritage ....825, 835, 
American Heritage 
Incorporated .................. 826 
American Heritage, 
Incorporated .............. 825, 859 
| Ree Tate 138 


Amish with 
representation of a 
man in amish clothing 
smoking a Cigar .......... 138 
} CRRA ETE S A 


Arcwell ................ 
pee 


Atcotrol ..... 
Atcotronic 
Atlanta’s Playboy Club 59 
Audio Fidelity .................. 626 
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WORD LIST 
A (Cont.) 





B 

Baby Burger .................... 476 
 - EEE 143 
Baby Mates .................. 141, 146 
Babv Sitter 0.0.0.0... 1010 
) | en TREY OnE 143 
Bac-A-Belt .................... 131, 143 
Bac-Belt .00............-.-0000- 132, 143 
Bac-Ca-Belt .................. 132, 143 
Bac-Ka-Belt .................. 132, 143 
Bac-King-Belt ............... 132, 143 
Bac-Queen-Belt ............ 132, 143 
ST *, wictaiiatiattitdiitanesi 245, 328 
Baron Rothschild ............ 626 
Baron Rothschild with a 

seal and crest .......... 625, 650 
Bavarian’s ......-.:c.cccc-sseceeseee 930 
Bavarian’s Select. ............ 930 
Beacon Hill ......0.00.00.0....- 831 
Beacon Hill Collection .... 831 
Beacon Ray .........-:0:0:-0+0++ 69 
I ee cnet ee can 857 
ET, 857 
Beauliew .....................0.-00. 857 
Beaulieu BV .................... 857 
Beaulieu Vineyard .......... 857 
Beaumont  .0000...........ccceee-- 857 
BRCOUBS nnn snccnescurasdecen 857 
Beauty-Kote ....................-. 854 
Beauty Salon ................... 637 
Beauty-Tone ...................- 854 
RET 857 
ss | ee 647 
So: 649 
BES eres 
ae 626, 647 
IIE i ciscinesanitccassccl 626, 647 
Bernoulli Desk ................ 631 
Bet-R-Wall .00..........c.c.0000000 630 


Betsy’s Best pictured 
above a fanciful 
representation of a 
young lady carrying a 
roast chicken or turkey 
on a platter ...................- 245 
Betsy’s Best printed on 
a circular blue 
background with 
stars and a red 


ae) ae 245 
CE 328 
en a 246 
Biotamin ..............ccccccsceeees 328 
ES 857 
Blue Box Line ............ 481, 483 
Blue Coral .................... 627, 647 


33 





B (Cont.) 
PAGE 
Blue Coral and design .... 627, 
647 
Blue Coral Sealer ...... 627, 647 
| Set 481, 483 
Blue Line with the letters 
HP superimposed on a 
shield design and 
appearing between 
the two words ............ 483 
Blue Ribbon ...................... 232 
Bobbie Brooks ................ 405 
Body Function Recorder 475 
BIN sa cectstscuicsssestvgpeslhicathe 243 
| RR eee art 931 
MN hice ccccacce ta iacssaieninn 629 
NRE cicosascuusatecsomeeiian 401 
I ticcocc cts eoseenigdoah 483 
RII iiciscccictsesecsossenievning 483 
British Foggers ................ 407 
BEORCOVAC ............-0-c.cc-cecsese 857 
Bronkotab ..............-..00-0-+- 857 
Bronkotabs .............--0-0:0:+ 857 
Brother Mates. ............ 141, 146 
Bubble Bath .................... 137 
Buckingham .................0++. 840 
Bo saninccrincsoserneectsaes 59, 465 
Burger Family ................ 476 
Burghercheese .................- 641 
Busch Bavarian .............. 930 
TRUCE corocinniccheesepiciceecses 618 
By Richard i eee 229 
Cc 
fe 629 
C. H. Dutcher ................ 622 
ee 4 ree 141, 146 
Caddie Clean with 
representation: of 
male golfer ................... 328 
) eee 328 
Te rem: 391, 405 
Cadillac crest and V ...... 
SS eae 
Can Company .................. 410 
Or 476 
a rae 857 
Caprieci .............0.0- .248, 405, 857 
AERC: 405 
Cartwheel .. ... 845 
Carvel .... ... 545 
Cattle King 396, 406 
OS ae eae 650 
Centri ...... ... 838 
Centri-Jet ...... 838, 857 
Centri-Merge ... 838 
Centri-Spray 838, 857 
Chambered Pipe wan 
CORI ON sien ww. 245 
Chanson Du Valle .......... 245 


Chanson Pere & Fils .... 245 
Charactron .0...........c.ccss000e 633 





C (Cont.) 


Charles Dutcher 
Chateau Beaulieu 


Chevrolet 
Chiccos 
Chiclets 


Chloraseptic 
Chloroseptic 
Choc-O-Nuts 
Chock Full O’ Nuts 


Cole of California 
Coleknit 
Coleknit By Richard 


Commute Club 
Comparator 
Con-Form-Chair 
Consulting Engineers 


Contour Chair 

Contour Chair-Lounge.... 
Conturfoam 
Coolordinates 
Coordi-Mates 


Cowboy King 
Cow Boy Special alone 
and with a design ....396, 406 
i 406 


Cresca Early American 328 
Cresco and design 
Crestline and 

representation of two 


lions holding shield .... 70 
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C (Cont.) 


Crop Chief 

Crop Chief and 
representation of head 
of an Indian 


Crown Prince 
Cup-O’-Cola 
Curb-Wate With 

Controlene 
Curlie 


Cyclone Fence 
Cyclone Fence, Ine. ........ 
Cvclospasmol 


D and N within triangles 
with a fanciful repre- 
sentation of a pine tree 
between the triangles 
and the name Diamond 
National Corporation .. 


Dan Brier 
Danda Rinse 
Danderine 
Dan Flex 
Danmaster 
Dan Master 
Dan Mates 
Dan Plaid 
Dan River 


Decks by Blue Ridge .... 
Decon 


Delta-Grip 
Delt A Liner 
Dexatal 


Dexatal #2 
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D (Cont.) 


Diamond National 
Corporation 

Diaparene 

Diaphene 

Diasweet 


Diocoumine 

Dobbs 

Dobson 

Dog House 

Dollar 

Dollar and representation 

of a dollar sign $ 

Dollar Saver 

Dom Perignon ............ 130, 144, 
821, 858 


Don Sachs Original 

Dorothy Gray . 

Dreamland 

Du Barry 

Duck and representation 
of a duck floating in 
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E (Cont.) 


Electrolux 

Electrostar and a star 
design 

élin 

Elinco on an ancillary 
background design 

Eltron 

El-Tronics 

Eltronik 

Eltronik and design 


Eskimitts 
Eskimo 


Fairfield Farms 

Family Circle 

“Family Circle” 

Family Circle Associates, 
it osudgunamenmanamnill 612, 

Family Circle Stores .... 

Fanta 

Fantini’s and ancillary 
design 

Farm Chief 

Farmer 

Farmer-Stockman, The .. 

Farmingdale 

Fastite 

Fayd 

Feather-Lite 


612 


PART II—WORD LIST 
F (Cont.) 


Federal Staple Cotton 
Co-Op Association 
Femonique 
Feraplex 
Ferro 
Ferroc 
Ferro-Gard and design .. 649 
Ferrolite Compound 
Ferro Pickle Pills 
Fertilium 
Ferti-Lome 407 
Fether-Weve with design 328 
Fiesta 649 
Fiberkraft 
Fiberwoven 
Figure Control 
Figure Fare 
Figure Limited 
Filatures 


0, 1014 

1010, 1014 

Filoplated 1010, 1014 
Fire Ball 


F irebird 


Flex 
Flexitized 
Flick-R-Flame 
Flicker Flame 
Florentine 
Flow 

Flowing Velvet 
Fog Cutter 
Foggers 
Fold-N-Roll 
Folle Nuit 
Food 


Form-Fit .... 
Formula 77 
Four Star 
French Velvet .... 
Fruit Crystals 


G (Cont.) 


Gardner Division, The .... 
Gastown 

Gelatin-Plus 847, 860 
Genuine Duncan 2 618 
Geriplex 0, 71, 242, rd 
Giovanni Bosca 

Gleam 

Gold Crown 

Golden Horseshoe 

Good Luck 

Gor-Ray 

a none ™ 
Grilon 

Guns and Hunting 


Heritage 


Heritage-Henredon 
Tere .. 407 
Heywood-Wakefield and 
ancillary design 
Hickory Valley Penn 
Dutch F; 
Hi-Po 
Hole Stirs and represen- 
tation of gun holster 409 
Holloway 468 
Holloway House 
“Holloway’s Fried 
Chicken Specialists” 


Honeycomb 
Honeydew Smoothee 


configuration 
Horseshoe Collar 


Hoursed 

House of Fine Flavor .... 
House of Flavor, The .... 
House of Flavors, The .. 
House of Windsor ........ 
Humble 

Hush Pup and design .... 
Hush Puppies .................. 
Hyacondrin 





H (Cont.) 


SS Gna 
Hyper-Visca 
Hyper-Viscra 


“ee? 
“T” in a hexagon 

“T” in an oval or O 

“T” within a hexagon .... 


“T” within an oval 


329 
141, 145, 824 
Imperial (in composite 
mark with identifying 
features ) 
Imperial pictured above 
a representation of a 
windmill 41, 145 
Imperial pictured below 
a crown design 
Infanseat 
Ingospasmol 
Interwoven 
In-Wov-In 
Irex 
Italian Cartwheels 
“It’s a Dan River 
Fabric” 
Ivorywood .... 
Ivory Wood 


Cc 
Jacquin’s London Tower 636 
Java Mate 


King . 
Kingsway Florentine .. 
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K (Cont.) 


Knox Sparkling Gelatine 847 
Knox Sparkling Gelatine 
with representation of 
calf’s head 
Kold Kure 


Kressline 
Kuppenheimer 
Sup-Pants 

Kurl’d 
Kwik-Trim 


Lanolin Plus 
La Valli 


Lawn Queen 
Lazkins 


Le Debut Noir 

Leek Pacemaker 

Les-Ivy 

Lev-L Lite 

Levelizer 

Level-Lite 

Librascope 

Lib-Re-Search 

Lin-Wov-In 

Little King with 
representation 
of king 

Little Squirt 

Lock 

Lock and Key .... 

Lok 

London Tower 636 

Long Twist and design 4 


Lucky 7 in combination 
with a globe design 
and the word Arrow 484 
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L (Cont.) 


Mademoiselle 
Mademoiselle Coiffures .. 
Mademoiselle Ricci 
Mademoiselle Salon of 


Magic Glass and a fanci- 
ful representation of 
elf polishing a glass 


Maine Adjustment 
Bureau 
Maine Adjustment 


1013, 1014 
Mainvite 1013, 1014 
Mama Burger 476 
Marie Antoinette 
Marie Elisabeth 
Mark 


Mary Ann March 
Master 

Master Chef 
Mate 


Matey’s .... 

Matey’s and ancilliary 
design 

Max Factor 

Max Factor of Beverly 
Hills 

Max Factor of 
Hollywood 

McCormick—The House 
of Flavor 

Melissa 

Melnor 

Mercedes Benz 

Metalfilm 

Metalworking 

Micr 

Micr Comparator 

Micro 

Microtrak 

Micro-Trak 

Microwave 

Miles 

Milk Train 

Miller Maid 

Mint Royals 

Minute Maid 

Miss Clairol Hair Color 
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M (Cont.) N (Cont.) P (Cont.) 


Moby Decks with 

representation of 

whale 409 Permacrylic 
Mocha Mate ye ee Li 
Modavanti Perma-Lifts 
Mohairlaine Perma Lok 
Molly Perma-Pane 

Permatex 

Monopoles Alfred 

Rothschild 
Morning Dew 
Motom 


| . Oceansta 
Mr. Rain and caricature Ocean Sens 


of a duck wearing a Off Broadwa: 
hat and smoking a pipe 328 Official rand Carrier 
861 Directory 
Oh Henry’s Little 
Mrs. Carlton’s fa = 
Mrs. Cl , Oh Nuts! we ~ 
Mrs. Taylor’s Brand Oklahoma Pixie Slip-Ons 
with oval design Oklahoma Farmer- Plantation and design .... 474, 
Multi-Cooker Stockman, Th 484 
Multi-Fill OK’s Hush’ Puppies 1 Plaquenil 
Multi-Refill Old Plantation 474 Playboy 
Multi-Trak On Broadway 32 Playboy-Bar 
Multivox Orange Delight Playboy Club, The 
é Orange Delite Playboy Liquor Caddy .... 475, 
Musical Bar and O-Rvershoe 454 
Clef design Play Money 
Musical Bar and Clef Play Scant 
design with Rag Time : Pledge 
Tema 65 i ai eso 
ylin Onuin- ierenc 
Mylin Mifflin and ovine ou 396, 409 Pli-Rench 
background design Ottawa Chief Pneuma 
Ottawa Farm Chief 99 ‘Pneuma’ 
Ottawa Farm Chief and Pneumacard 
representation of a Pneumaclear 
head of an Indian Pneumafil 
Nataplex Chief 
National Trailways Oxydol 
Bus System Oxytrol 
Nehi 
Neubrite 1 
“new Permacrylic Polaroid Land 
product” Pole-Treat ..........-....-00+-+ - 
Nina Ricci Polo-Mates 
19th Hole Stirs Papa Burger Polo Matey’s 


99 Paul Sachs Original 
Peach Poodle 
Norse Spun Yarn and Pedrick 
representation of a star Peerless Maid 
and of a portion of a Pemakast 
map of the world ....835, 862 
Pep-A-Dilla 
Pepsi-Cola 
Perfair 





P (Cont.) 


Pronto Pizza with 
representation of a 
chef and the wording 
Oven Fresh .... 

Pure 

Pure Firebird 


Radio-Page 
Rally 
Rapid-Shave 
Recti/Rite 
Recti/Riter 


Registered Owner 

Remington 

Remington Rand 

Representation of Crown 
and the words Mr K 
and Lawn King 

< ~ eaergeas of letter 


Representation of a “d” 
for Diamond or a 
chemical retort 

Representation of a dol- 
lar sign, viz.: 

Resprel 


389, 41 
389, 410 


861 
143 
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R (Cont.) 


y 

Rubber Buffer 

Rugby 

Rugby Gloves with 
design 

Rugby Rugged Wear .... 

Rugby Sportswear For 
All Good Sports with 
design 

Rugby Super Miratwill 

Rugbyton 


S.P and certain merely 
ancillary design matter 862 

SP 8 86 

SPC within a geometric 
outline design 


Salon Fabulous 
Sanitized 


Scholar Craft 
Scholarline 


Sea-Scant 

Seaton 

2nd Debut 

eg, OR CREME Mee et eee . 

Secret Cover 

Secret Touch 

Send Me A Man Who 
Reads 


Servograph 
Servoriter 


862 
Sex and the Single Girl 623 
Sex and the Single Man 623 
Shoes for Men 


“Simoniz Lock and Key 
Floor Finish (or 
Polish Remover)” 
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S (Cont.) 
PAGE 


Sister Mates 
Skants 

Ski-Mates 

Skin Dew 

Sleek 

Sleepmaster . 
Sleex 

Slip-Ons. ... 
Smirnoff... 
Smoothies 

Sokol 

Sokol & Company 
Soup. R. Cal 
Space 
eee ee 
Spacemaster 


Standard Coil 

Standard Electric 

Standard Electric in 
association with 
ISE 


Standard Oil 

Staple Cotton Coopera- 
tive Association 

Star 

Star Multilok and repre- 
sentation of a star .... 


Star W.C. Co. within a 
border design 

Star’ Watch Case 
Company in 
combination with 
a five-pointed star 


Steno-Pen 

Steripak 

Steripaque 

Storm’s 

Storm’s Liver Regulator 244 
Stromberg ......632, 633, 634, 652 
Stromberg Carlson 652 
Stromberg-Carlson .... 


Super-Flex 
Superior 
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S (Cont.) 


Super-Line 

Super-Lite 
Super-Service .............. 46 9, 485 
Supersheath 

Super 6-T 

Supertel 

Super Thermax 
Supertuf 

Sup-Pants 

Supp-Hose 

Surfa 

Surface 

Surfa . Kote 

Surfa-Tone 

Synthesol #1 
Syntholube 

Syntholube Motor Oil .... 


“T” in a circle 

T enclosed within the 
outlines of a large 
letter “f” 

“t” and “i” displayed in 
the outline of a map .... 

T-B 

TF 

T F within adjoining 
open squares 


TWA and representation 
of a rocket 

TWA and representation 
of hemispheric 
symbols 

Tabby 

Tabby Treat 

Tactics-II 

Tammy 


Tapewriter 

Taylor’s 

Techni-Rite 

Teen-Sheen 

Telex 

Teltex 

Tenviron 

= Farmer-Stockman, 


‘365’ 

‘365’ Suit, The 

Thrift-Vinyl 

Tic-Tac-Toss 

Tiffany a ‘ 
Tiffany & Co. ....147, 1004, 1015 
Tiffany Tile 147 
Tiffany’s 


PART II—WORD LIST 


T (Cont.) 


Tintette 
Tintz 
Torqometer 
Torquometer 
Tote-A-Crib 
Tote-Float 


Tote-N-Flote 

Track Micro-News .... 
Trailway Van Lines, Inc. 228 
Trailways 

Trak 

Trak Microwave 
Transactor 

Transport Clearings 
TraveLodge 
Travertine ... 

Tray 

Treasure Mates 
Treat 

Treat Tray 

Trecaplix 

Trim 


Twenty One Club 
Twenty-One Club 
ee See 238, 249 
“21” Club, Inc. and plu- 
rality of marks consist- 
ing of or comprising 
the numeral “21” or 
notations Twenty-One > 


Twinala 

Twinella 

Twist 

Two Feathers 
Two Feathers and 


pa 
Uncle Sam 
Unico 
Unipel 
Unipress 
University Row 


Vinyl-Gard 
Vinyl-Guarded 
Vinylthrift 


V (Cont.) 


Vitallium 
Vita Lumin 
Viva 

Viva Vio 
Vogue 


w 


W J within a circle .. 
Wagon Wheels 
Wagon Wheels and a 
representation of a 
wagon wheel 
Walker Chambered Pipe 855 
Wallace 615, 654 
Wallace Super Dietary 


Warcocide 
Warf 
Warficide 


White King with 
representation of a 
king 

Wiener the World 
Awaited, The 

Williams 

Wood 


Zip 

Zip and design 
Zonolysin 
Zonulysin 
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DIGEST OF CASES 


INDEX 


100. FEDERAL TRADEMARK ACTS 
(Construction of Statutes) 


100.3 Act or 1946 


100.32 

100.43 Section 13 
100.48 Section 18 
100.51 Section 21 
100.67 Section 37 
100.75 Section 45 


150. TRADEMARK RULES OF PRACTICE 


200. PATENT OFFICE 
200.1 REGISTRABILITY 


200.14 Color Marks 
200.15 Concurrent Registration 
200.17 Descriptive and Generic Marks 
200.18 Expired Patents 
200.19 Features of Goods 
200.19a Functional Features 
200.19b Ornamental Features 
200.19c Packages and Configurations 
Laudatory Marks 
Letters and Numerals 


200.25a In General 

Prohibited Marks 

200.27c Misrepresentation 

200.274 Scandalous and Sacrilegious Matter 
Secondary Meaning Marks (Section 2(f)) 
Service Marks 

Symbols 

Suggestive Marks 

Trademark Use 

200.36a In General 

200.36d No Trademark Use 

200.36e Deceptive Use 


CoNTESTED PROCEEDINGS—BASIS OF RELIEF 
200.55 Concurrent Registration 
200.57 Descriptive and Generic Marks 
200.57A Estoppel, Laches and Acquiescence 
200.58 Features of Goods 
200.58a Functional Features 
200.586 Ornamental Features 
200.58¢ Packages and Configurations 
Geographical Terms 
Grade Marks 2nd Style Marks 
Laudatory Marks 
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200.63 
200.64 


200.67 Related Company Use 
200.68 Secondary Meaning Marks (Section 2(f)) 
200.72 Suggestive Marks 
200.73 Symbols 
200.75 Trademark Use 
’ 200.75a In General 

200.75c Date of Use 

200.75d No Trademark Use 

200.75 Expansion of Business 


REGISTRATION PROCEDURE—EX PARTE 


200.81 In General 

200.82 Abandonment of Application 
200.83 Amendment to Application 
200.87 Consent to Registration 
200.88 Correction of Certificate 
200.90 

200.91 Evidence 


230. EX PARTE APPEALS 
230.2 TRADEMARK TRIAL AND APPEAL Boarp 


300. CONTESTED PROCEEDINGS—PROCEDURE 


300.1 INTERFERENCE 


300.11 In General 

300.13 Pleading and Practice 
300.13a Motions 
300.13b Evidence 


300.2 OPpposITION 

300.21 In General 

300.23 Pleading and Practice 
300.23a Notice 
300.23b Answer 
300.23c Motions 
300.23d Evidence 
300.23e Defenses 

300.24 Dismissal 

300.25 Damage to Opposer 


CANCELLATION 


300.31 In General 

300.33 Pleading and Practice 
300.33a Petition 
300.33b Answer 
300.33c Motions 
300.33d Evidence 
300.33e Defenses 
Damage to Petitioner 
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500.37 Secondary Meaning Marks 
500.38 Service Marks 

500.42 

500.43 

500.44 

500.45 

500.46 


500.46c Date of Use 

500.46d No Trademark Use 

500.46e Deceptive Use 

500.46f Expansion of Business 
500.47 Unfair Competition 


Score oF RELIEF 


500.51 In General 

500.52 Accounting 

500.53 Attorney’s Fees 

500.55 Contempt Proceedings 

500.56 

500.57 

500.58 Injunction 
500.58a Preliminary Injunction 
500.58b Permanent Injunction 


500.71 
500.73 
500.74 Evidence 
500.74a In General 
500.74b Surveys 
500.76 Defenses 
I I i ahha aetna 
500.76c Laches and Acquiescence 
500.77 Findings of Fact 


500.8 Conriict or Laws 


500.9 APPELLATE PROCEDURE 


. CONFUSING SIMILARITY—COURT PROCEEDINGS 


600.1 In GENERAL 
600.la Confusion 
600.1b No Confusion 
600.4 Crass or Goons 
600.4a Confusion 
600.4b No Confusion 


600.5 Basis or RELIEF 


600.51a Confusion 
60.51b No Confusion 
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600.53b No Confusion 
600.55 Channels of Trade 


. EFFECT OF REGISTRATION 
700.1 In GENERAL 


. OWNERSHIP OF TRADEMARK RIGHTS 
750.1 IN GENERAL 


. OTHER STATUTES 
800.1 ANTITRUST 


800.2 
800.3 
800.5 
800.6 State STATUTES 


800.61 In General 
800.63 Dilution 


800.8 
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DIGEST OF CASES 


100. FEDERAL TRADEMARK ACTS 
(Construction of Statutes) 


100.3 Act or 1946 Articles: 121, 184, 655, 752 


100.32 Section 2 


Applicant’s products do not contain an ivorywood pattern and are not made of ivorywood, 
thus the term is misdescriptive of the goods and registration must also be refused under Section 
2 (a) of the Act. 137 


Application to register AMISH together with a representation of a man in AMisH clothing 
smoking a cigar, for cigars and cigar boxes had been refused by the Examiner on the ground 
that the subject matter was scandalous. But the Board reversed his decision finding nothing in 
the religious principles or teachings of the Amish sect which forbids the raising of tobacco or 
use of cigars, and that the use of the mark on cigars did not disparage the religious sect and 
was therefore not scandalous. 138 


Under Section 2(d) of the Lanham Act, prior use of a trade name must have been on or 
in connection with goods similar to those of the other party, but prior to opposer’s adoption of 
ESPACE applicant had not used its name or mark in connection with any product even remotely 
connected with perfume. 139 


The Examiner refused registration on the grounds that the subject matter is not a trade- 
mark and not subject to exclusive appropriation. Applicant contended, however, that this was 
not a proper statutory rejection in accordance with Section 2 of the Act which states that “no 
trademark by which the goods of the applicant may be distinguished . . . shall be refused regis- 
tration . . . on account of its nature” with specific exceptions. The list of excepted marks does 
not include color. 323 


The Royal House of Windsor of England was not a national symbol, but merely the name 
of- the present reigning royal family. Plaintiff was entitled to judgment authorizing the Com- 
missioner to issue registration to plaintiff of HOUSE OF WINDSOR for cigars. 394 


Since FANTA was also the surname of persons other than the petitioner that it did not 
identify “any particular living individual” within the purview of Section 2(c) of the Act. 400 


Opposition dismissed. Although gelatin is a common descriptive term, the Board allowed 
registration of GELATIN-PLUS. Opposer contended that since LANOLIN PLUS was held to be de- 
scriptive and was refused registration so should GELATIN-PLUS. However, the former had been 
applied for under the 1905 Act which did not have Section 2(f) which allows a descriptive term 
to be registered which had become distinctive of an applicant’s goods in commerce. The Board 
held that GELATIN-PLUS had never been used by any other producer of gelatin, that applicant 
had used it exclusively since 1956, and had advertised it so well that the mark indicates the 
source of the goods to be with applicant. 847 


Registration refused. Application to register CHAMBERED PIPE with Pipe disclaimed as a 
trademark for exhaust systems and components for internal combustion engines was rejected 
by the Examiner on the grounds that CHAMBERED PIPE is merely descriptive of applicant’s goods 
within the meaning of Section 2(e)(1). The specimen labels with the application have the 
designation WALKER CHAMBERED PIPE. The applicant’s product is an exhaust system which 
replaces the conventional muffler with a pipe in which chambers are formed for tuning and 
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silencing purposes. Applicant’s claim that the word “Chambered” is not descriptive of its 
product is defeated by use of this language by its own house organs and scientists. 855 


Under Section 2(d) there is no specification that a trade name be inherently distinctive 
or have acquired secondary meaning to be an effective bar to registration. Therefore, there 
was no error in the Board’s ruling that ALForp barred the valid registration of ALFRED. 932 


100.43 Section 13 


Opposition dismissed for failure to show any damage. There is no assertion that appli- 
cant’s mark is confusingly similar to opposer’s, and as a matter of law, opposer carmot be 
damaged by the grant of this application within the meaning of Section 13 of the Lanham Act 
in view of applicant’s prior registration of REGINA for canned fruits and vegetables. 66 


Under Section 13 of the Act of 1946 the time for filing of an opposition may be extended 
if a request for an extension is filed (within 30 days after publication of the mark sought to 
be registered under Section 12(a) of the 1946 Act), on behalf of the person who believes 
that he would be damaged by the registration. 326 


100.48 Section 18 


The decision also pointed out that the stipulation between the parties, establishing ter- 
ritories for each, was not binding on the Commissioner. Under Section 18 of the Trademark 
Act, it is the Commissioner’s duty to fix the conditions and limitations of concurrent registra- 
tions in such a manner as to carry out the purposes of the Act and balance the equities between 
the parties. 326 


100.51 Section 21 


The proper remedy from dismissal of cancellation petition is by way of appeal in a civil 
action following Section 21 of the Act. 404 


100.67 Section 37 


The District Court in an action under Section 37 does not lack authority to modify a 
Patent Office decision and is not restricted to either affirming or reversing it. Under Section 37, 
the District Court has jurisdiction over the right to registration of trademarks concurrent 
with the right of Patent Office to conduct opposition and cancellation proceedings, and the 
remedies are not mutually exclusive. Even though plaintiff does not have a registration and is 
just seeking registration, Section 37 may be invoked since defendant’s trademark registration 
is invoked. 129 


100.75 Section 45 


Application to register SEND ME A MAN WHO READS as a service mark for services per- 
formed in connection with applicant’s business of manufacturing a wide variety of paper and 
paperboard products was rejected on the grounds of lack of service mark use. The slogan 
had appeared in a series of advertisements for various products in each of which the slogan 
was used as a heading for the text of the ad which was concerned with the importance of 
reading. A service mark must be used in the sale or advertising of services; the use claimed 
here falls short of that standard. 234 


Moreover Section 45 of the Act, as amended, defines applicant as including predecessors. 
Here the owner and president of applicant corporation previously had done business as an 
individual proprietor under two different names. When he changed business names, title to the 
mark remained with him. 322 
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150. TRADEMARK RULES OF PRACTICE Article: 525 


Petitioner moved for reconsideration of the order to vacate, but the Board found that 
under Rule 2.127(b) the motion was too late. If the petition for reconsideration had been ap- 
pealable, it would have been considered timely. 241 


Under Rule 2.144 Trademark Trial and Appeal Board has no authority to grant an ex- 
tension of time in which to file a petition for rehearing. Rule 2.148 grants the Commissioner 
authority to waive the requirements of Rule 2.144 in extraordinary situations when justice 
requires it. But having chickenpox is not so extraordinary as to require a waiver. Justice 
does not require relief since applicant can still appeal. 244 


Opposer contended that applicant, a corporation, could make no claim of use prior to its 
1955 date of incorporation since its application stated no claim of use by a predecessor. The 
Board rejected this contention. Rule 2.38 states that a predecessor’s use may be set forth in 
an application, but this is permissive rather than mandatory. 322 


Where the request for extension of time within which to oppose was filed by the parent 
corporation, whose wholly owned subsidiary had acquired, during the opposition period, the 
marks which were to serve as the basis for the opposition by the subsidiary, the Assistant 
Commissioner held that the request was properly filed in the name of the parent corporation 
on behalf of its related company, and that the opposition must be regarded as “regularly” filed 
within the meaning of Rule 2.105. 327 


The Board does not grant oral hearings on motions where the question has been well 
briefed and where it is not necessary to clarify issues. There is no provision in the rules for 
a reply to one’s response to a motion. A brief not submitted within the allotted period will 
not be considered. 400 


Opposer failed to take any testimony and applicant moved for judgment under Rule 2.132. 
Thereafter opposer sought to amend its pleading under Rules 15 and 61 of the F.R.C.P. to 
show that it is the owner by assignment of the pleaded registration, the assignment having 
been recorded in the Patent Office one day after the filing of the registration. It urged the 
Board to take notice of the assignment in accordance with Rule 2.122(b) of the Trademark 
Rules of Practice. The motion to amend is denied, and in the absence thereof, no cognizance 
may be taken of the alleged assignment under Rule 2.122(b). Opposer has not sustained 
its burden of proof; opposition dismissed. 473 


Although not ordinarily admissible in inter partes proceedings, the letters were considered 
because opposer by its own actions regarded them as admissible. 479 


Trademark rules in Section 2.120 provide that upon showing good cause, on motion filed 
prior to the day any testimony is taken, a party may inspect and copy documents. The first 
date for taking testimony corresponds to the opening day of a trial of a civil action, and dis- 
covery must be completed prior to commencement of the trial. 620 


An advertising leaflet being the only evidence introduced by opposer, was not considered 
as a printed publication within the rule and was therefore inadmissible, 631 


This is a request pursuant to Rule 2.91(c) that the Examiner be authorized to declare an 
interference between an applicant for the mark FAIRFIELD FARMS for preserves, and the regis- 
tered mark FAIRFIELD FARMS for fruit cake. The request was denied. Rule 2.96 provides that 
in an interference between an application and a registered mark, if the final decision is adverse 
to the registrant, a registration to the applicant will not be authorized as long as the interfering 
registration remains in the register. 636 


Applicant urged that opposer’s mark is apparently deceptively misdescriptive as there is 
no indication that the goods originate in Switzerland. This collateral attack, in the absence 
of a counterclaim, could not be entertained. See Rule 2.106(b). 836 
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In this opposition proceeding, seven days prior to the close of its testimony period, op- 
poser had moved for summary judgment and a suspension of the trial. The Board had granted 
the latter motion, and in this petition to reconsider, it adhered to its ruling. The argument 
that FRCP Rule 6(b), upon which the suspension motion was based, does not permit suspen- 
sions, but only enlargement of the time period in which to act, was rejected as a semantic 
quibble since the effect of the order had been to enlarge the testimony period. 840 


It ruled that it was bound by Rule 2.126 to limit its consideration of the nature of ap- 
plicant’s goods to the broad statement in the application; the specimens filed in conjunction 
therewith not having been introduced into evidence. Thus it could not consider applicant’s 
argument that its product is a specific pharmaceutical administered by injection only. 848 


In an opposition proceeding, applicant petitioned the Commissioner to vacate the Board’s 
action in extending opposer’s time to take testimony until June 12, 1964. Opposer’s time to 
take testimony, after one extension, had been due to close on March 26, 1964; on March 19th, 
opposer moved for summary judgment and to suspend testimony periods. The Board had 
granted the extension in April but denied the motion for summary judgment in May. The 
Commissioner, finding that opposer’s actions had been somewhat dilatory, nevertheless held 
that the setting of times to take testimony is largely within the Board’s discretion. It em- 
phasized that it was not office practice to deprive a party of the right to take testimony unless 
“his conduct has been such that this right has clearly been forfeited.” 856 


Nevertheless opposer informed applicant that he would not voluntarily appear. Applicant 
served opposer with subpoena issued from the court. The issue arises on opposer’s motion to 
vacate the subpoena upon the grounds that since applicant cannot be reached locally for 
service of a notice of deposition, opposer should not be required to appear for oral discovery. 
The court held that it is obliged to issue a subpoena requiring a witness residing within the 
district to testify when the case is pending in the Patent Office, citing 35 USC 24. When the 
subpoena is issued the Federal Rules of Civil Procedure were held to apply to attendance of 
the witness as well as the production of documents. A contested case pending in the Patent 
Office was held properly treated for discovery purposes, as an action pending in the court. 
The court in its discretion refused to vacate the subpoena requiring opposer to appear even 
though applicant is not within the court’s jurisdiction, noting that opposer may require ap- 
plicant to answer written interrogatories. 931 


Sylvania petitioned under Rule 1.26 for return of $25.00 overpaid by it in filing the Notice 
of Opposition. The opposition was against an application in two classes and the filing fee of 
$50.00 had been submitted. Oppositions against a mark filed in more than one class are per- 
mitted, but such notice requires a separate fee for each class. Petition denied, since there was 


no overpayment. 937 
200. PATENT OFFICE 


200.1 REGISTRABILITY 
200.14 Color Marks 


Applicant sought to register as a trademark for bluegrass seed the color blue as applied 
to the goods. 323 


The Board held that the mark rED BAG was subject to the same weakness as would be a 
mark consisting of a red bag. It would describe coffee sold in a red bag. 839 


200.15 Concurrent Registration 
The limitations on the respective registrations had been ordered in a previous interference. 
Pursuant to that order, the Board held applicant entitled to the limited registration for which 
it had applied. 472 
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200.17 Descriptive and Generic Marks 


Application to register KOLD KURE for foundry core and mold binder compositions was 
refused on the grounds that the mark was merely descriptive. A “cold cure” is defined in the 
dictionary as a method of treating rubber products at room temperatures; this is the intended 
use of applicant’s product (though not rubber). Since KoLD KuURE is but the phonetic equivalent 
of “cold cure,” it too is descriptive and may not be registered. 65 


Application to register MOHAIRLAINE for yarn denied. “Mohair” is merely an English word 
for a type of wool; “laine” is a French word for wool. Combining the two in one word cannot 
eliminate the essential descriptiveness of the mark. 67 


Decision refusing registration to applicant for the mark PREFORMED on the Principal Register 
under Section 2(f) of the Act of 1946 was affirmed. The court agreed with the Board that the 
word was merely descriptive of the goods. In addition, appellant in his brief used the word in 
its primary sense describing the product. Even though the trade may recognize appellant as the 
source of preformed goods, the purchasers are limited, and there are large sales and advertising 
expenditures, the word has not acquired a distinctive significance, and others cannot be deprived 
of the right to use the word. 135 


Refusal to register POLYBOTTLE for plastic containers, namely jars and bottles affirmed. The 
Board found that the term was merely descriptive. In the packaging field, poly is synonymous 
with polyethylene, and therefore, poLyBoTTLE has the connotation “polyethylene bottle.” Com- 
bining “poly” with “bottle” in one word does not alter its descriptiveness. Where the term is 
descriptive to only one class of purchasers, it cannot be registered even though there may be 
another class to whom the term denotes origin. 137 


Refusal to register rvory woop on the Supplemental Register for lumber and timber products 
such as plywood was affirmed. According to the dictionary tvorywoop is the name of a par- 
ticular timber, and applicant used the word to identify a particular species of wood. Therefore, 
the fact that the term may not be a well-known name or in common use, does not remove it 
from being an apt descriptive name for the goods, when the word has a definite and established 
significance as applied to applicant’s goods. Under the circumstances, tvorywoop does not 
function as a trademark for lumber or wood products. 137 


Application to register HOT KURE for foundry core and mold binder compositions was 
refused on the grounds that the term is merely descriptive of the use to which applicant’s goods 
are put. The case was a companion to the Kold Kure case, 138 USPQ 518, and the decision 
rested on similar grounds. 229 


Application for registration of the mark TRUSSPAN for prefabricated steel buildings was 
allowed on appeal to the Board. While truss and span are ordinary descriptive words, the 
combination of the two is not, and it was clearly shown that the mark identifies applicant’s 
goods and distinguished them from others. Others are not precluded from the use of the 
descriptive words truss or span by this registration. Also, mark is sought for complete pre- 
fabricated or packaged buildings and not for trusses per se. 243 


RADIO-PAGE is merely descriptive of service whereby an individual is paged through use of 
a radio. 402 


DECON which is an accepted abbreviation for the words “decontaminate” and “decontamina- 
tion” is merely descriptive when applied to a chemical preparation used to prevent and remove 
nuclear contamination from materials and surfaces. Where the word represented by an abbre- 
viation is descriptive, the abbreviation is equally descriptive. 402 


The sole issue was whether or not METALFILM distinguished applicant’s goods, and what 
descriptive significance METALFILM has as applied to other goods was not determinative of the 
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issues unless such descriptive significance could have been ascribed to applicant’s goods. The 
Board found that the mark did distinguish applicant’s goods, and registration was allowed. 
404 


The Board held that Bopy FUNCTION RECORDER was the descriptive name for apparatus for 
monitoring all of several organic functions. The fact that applicant was the first and only one 
to use this designation could not give any proprietary rights therein, in view of its obvious 
significance and manner of use by applicant. And, to the contrary of applicant’s assertion, 
purchasers of such equipment, being highly skilled, would recognize the designation as the 
descriptive name for the device. 475 


Application to register H,oFF for a timing device to shut off water in sprinklers, etc. was 
refused on the grounds that the mark is merely descriptive of the product. Although it is an 
unusual combination of a chemical formula and an English word, the public would readily 
recognize its meaning and function. 478 


While it is true that o-r alone is not the common descriptive name of articles used in 
operating rooms, it is, as an adjective, part of the common descriptive name in the same way 
that “kitchen” is used in the expression “kitchen sink.” Hospital purchasing agents will regard 
O-R merely as descriptive not as a trademark; this being so, it is not entitled to registration. 
In a footnote, the Board recommended to the Examiner that if applicant should prevail in this 
proceeding, its application should be reexamined in light of the holding that o-r is but part of 
the descriptive name for operating room footwear. 479 


Petition to cancel granted. As applied to vinyl tile floor covering which is similar in 
appearance to travertine marble, TRAVERTINE is merely descriptive. 628 


Petition to cancel dismissed. The Board held that Bet-r-wAL is not merely descriptive as 
applied to metallic tie elements for reinforcing masonry walls. 630 


Petition to cancel granted. TRAVERTINE was held to be merely descriptive of floor tiles 
similar to travertine marble. 637 


PLAY MONEY is not merely descriptive as applied to small circular shaped milk chocolate 
candies wrapped to simulate coins. Refusal of registration reversed. 639 


Refusal to register BURGHERCHEESE on the Supplemental Register for cheese was reversed. 
While the Board found that the mark would suggest, if not describe, to purchasers that appli- 
cant’s cheese product is usable in making cheeseburgers, such descriptive marks may be reg- 
istered on the Supplemental Register if they are capable of distinguishing applicant’s goods. 
The test is not, therefore, whether the mark is actually recognized by the average purchaser, 
but whether it is capable of becoming so. The Board concluded that RURGHERCHEESE was of 
such character and nature to distinguish applicant’s product. 641 


Application to register LEVELIZER for hydraulic shock absorbers was refused by the Exam- 
iner on the grounds that the mark was descriptive of the product. Held: Refusal to register 
affirmed. Shock absorbers cushion the ride, and in so doing tend to level the vehicle. The mark 
is not registrable in the absence of a showing of secondary meaning. 834 


Even assuming that each word, RACK and ROLL, separately identifies a character of re- 
spondent’s table tennis tables, it does not follow that together it is not a valid mark identifying 
respondent’s goods. The Board found that RACK’N ROLL was not descriptive. 837 


Refusal to register was affirmed by the Board holding that the applicant’s packer contains 
a cam mechanism for locking the cam in the tubing, and that CAM-LOK is unquestionably descrip- 
tive of the product. The argument that a mark cannot be held to be descriptive if it describes 
only a single feature, purpose or characteristic thereof, is clearly without force. 837 


The Board herein affirmed the Examiner’s refusal to register MULTITRAK as a trademark 
for sound recording and reproducing equipment on the grounds that the mark as used is merely 
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descriptive of applicant’s product, indicating that it has more than one sound track. The ques- 
tion of whether a word has arbitrary or descriptive significance was held to be properly decided 
in relation to the goods and not in the abstract. Applicant’s product was found to be a record- 
ing device having a tape capable of recording as many as twenty separate channels. The 
Board, determining that “Multi” and “Track” meant “many sound tracks,” held, in the 
absence of proof of distinctiveness, that the mark was descriptive and not registrable on the 
Principal Register. 849 


Application to register MULTI-cooKER for electric culinary vessels, covers and controls 
therefor, was refused on the basis that the term was descriptive as applied to the product. 
Refusal to register was reversed. The Board found that the mark was no more than suggestive 
of the fact that applicant’s cooker was used for a variety of purposes. 854 


See also 100.32 855 


Application to register FRUIT CRYSTALS for candy was refused on the ground that the term 
was merely descriptive because it indicates the nature or flavor of the candy and the form 
thereof. On appeal, the Board affirmed the refusal to register finding that the term would 
immediately convey to the average purchaser that the applicant’s FRUIT CRYSTALS candy is fruit 
flavored crystallized candy in various forms. 934 


The Examiner refused registration on the grounds that the common word PILL could not be 
transformed into a trademark by addition of “THE” and quotation marks. In a lengthy opinion, 
the Board upheld his position. In so doing, the Board considered and recited as persuasive 
extensive documentary evidence designed to show that THE PILL had became a recognized nick- 
name for applicant’s ENOVID product. 1012 


200.18 Expired Patents 


The defendants could have ceased operation after the expiration of the patent, but they 
chose to continue operation, and the trademark owners, who had every right to insist on the 
use of the machine together with the trademark, were entitled to royalties. 395 


The Board called attention to the recent CCPA decision, In re Mogen David Wine Corpora- 
tion wherein the court held that the existence of a current design patent was no bar to trademark 
registration. 854 


200.19 Features of Goods 


Applicant sought to register as a trademark for bluegrass seed the color blue as applied 
to the goods. The Board upheld the Examiner, however, stating that the principle of trademark 
law still remains that a trademark cannot be acquired in color alone. It pointed out that 
registration of the word “blue” in the instant case also would be descriptive of the product. 

323 


A New Jersey District Court in a patent infringement and unfair competition action had 
found the ribbing to be distinctive, but the Board held that there is a distinction between matter 
which is registrable as a technical trademark and matter which is protectable under the law 
of unfair competition. In the case before the New Jersey court there had been no need to 
consider whether applicant’s alleged marks are registrable. 853 


200.192 Functional Features 


Application for supplemental registration of a trademark for a hair brush. The mark 
consists of a downward projection of the brush handle between the brush and the handle. 
Registration was refused on the grounds that the mark is incapable of distinguishing applicant’s 
goods. Held: Affirmed. The projection is used for gripping, and despite applicant’s assertions 
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to the contrary, this projection is especially helpful when the brush is used to “tease” or wave 
hair. 849 


The Board sustained the Examiner’s refusal to register on the ground that the trademarks 
characterized by circumferential and axial ribbing on the body of outdoor electric lighting 
fixtures were merely functional in nature. It found that applicant itself, in its advertising, 
claimed that the heavy cast ribbing provides greater surface area for more rapid heat transfer- 
ence. Also, other companies have made similar claims for their ribbing on their fixtures. The 
Board pointed out that in In re Mogen David Wine Corporation, Judge Rich clearly had indi- 
cated that if a shape is “utilized for reasons of engineering efficiency” it is essentially utilitarian, 
and it found applicant’s designs to be in this category. 853 


Refusal to register the representation of the molded rib construction of chinaware was 
afirmed. A merely functional feature of a product on which the patent has expired is not 
proper subject matter for principal registration; not everything that enables one’s goods to be 
distinguished will be protected as a trademark even though it has acquired secondary meaning. 
The Mogen David case is not contrary to the finding in this case, since in the Mogen David 
case, it was held that a nonfunctional container for wines was capable of acquiring distinctiveness 
as a trademark during the life of a design patent. The applicant’s patent in this case indicates 
that the ribbing is functional, designed to protect the chinaware against breaking because of 
vibratory stresses and strains, and as such was incapable of functioning as a trademark for 
applicant’s goods. 1013 


200.19b Ornamental Features 


The Board held that the stippled overspray on motor engine parts was not similar to the 
distinctive label designs found registrable in the Swift (polka dot band) and Esso (red, white 
and blue design) cases because unlike the designs therein, this pattern does not serve as a 
symbol of origin. The Board stated that the rules of the Burgess Battery case, decided before 
the Lanham Act went into effect, still apply, in so far as that decision stands for the proposition 
that the mere attractive dress of an article is not registrable as a mark. The line “between 
mere ornamentation and ornamentation which is merely an incidental quality of a trademark” 
is not always easy to draw. The question is what impression is likely to govern the ordinary 
purchaser. The instant design is commonly used as the overall dress of various items and 
would be taken for ornamentation rather than as an origin indicator; there is nothing in the 
record to indicate otherwise. 480 


200.19c Packages and Configurations Article: 963 


The question of first impression in this court, whether or not a bottle configuration which 
has acquired secondary meaning may be registered on the Principal Register during the life 
of its design patent, was answered by the court in the affirmative. 809 


The record established that the use of the configuration was intended primarily to indicate 
origin and that the shape is arbitrary and has no functional purpose. Accordingly the court 
found no obstacle to registration, but remanded for submission of new drawings amplifying the 
mark. 933 


200.22 Laudatory Marks 


The KING part of the CATTLE KING mark is a weak mark like RoyAL or SUPERIOR, and 
ordinarily trademarks will not be held confusingly similar because each includes a word of 
this type. The two marks cowBoy KING, and COW BOY SPECIAL and CATTLE KING are readily 
distinguishable in appearance and sound and have different connotations. 397 

The Board held that FARM CHIEF was an inherently weak mark not entitled to the same 
protection as an arbitrary mark and that while FARM CHIEF and CROP CHIEF were similarly 
suggestive, they were not identical. 399 
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200.24 Letters and Numerals 


AIR FLOOR is admittedly the name of the goods, but the Board held that the mark in its 
entirety, as a unitary trademark, serves to identify applicant’s goods and is therefore registrable. 
There was also a history of use and registration of other g marks by applicant. 399 


200.25 Names 
200.25a In General 


Refusal to register MARY ANN MARCH as a service mark for dissemination of information 
and advice to housewives was affirmed. A fictitious name may function as a service mark in 
the proper circumstances, but such names do not necessarily identify the service of one person 
and distinguish them from services of others. 240 


200.27 Prohibited Marks 
See also 100.32. 


200.27c Misrepresentation 
See also 100.32. 137 


The concurring member disagreed as to the meaning of rosé, finding that the record clearly 
showed that in this country, that term, standing alone, has come to mean a certain type of 
wine. However, he stated that even if ro-zay on soft drinks were to suggest the color or 
flavor of the rosé wine, this was not deceptive or deceptively misdescriptive, and would not 
cause confusion in the minds of purchasers seeking a rosé wine. 844 


200.27d Scandalous and Sacrilegious Matter 
See also 100.32. 


200.29 Secondary Meaning Marks (Section 2(f)) 


Appellant’s mark originally had been found highly descriptive by the Patent Office, but 
was registered on evidence of secondary meaning pursuant to Section 2(f). The Board granted 
cancellation on the grounds that the mark could not have attained distinctiveness as a matter 
of law. The court reversed. The court, while recognizing that AUDIO FIDELITY means sound and 
suggests that “sounds produced by the records very accurately represent the sounds record 
nevertheless held AUDIO FIDELITY not to be descriptive of phonograph records but merely sugges- 
tive of perfection in the function of the records and therefore of very high quality. The fact that 
persons in the trade can analyze the mark and recognize the suggestion was held not to render 
the mark descriptive. The court implied that the mark could have been registered without 
recourse to Section 2(f), but also went on to find sufficient evidence of acquired distinctiveness. 

626 


The Board found this evidence persuasive only on the surface. It concluded that since at 
the time this data was compiled, ENovip was the only oral contraceptive on the market, reference 
to it as “the pill” to distinguish it from other types of contraceptives was “natural and in- 
evitable.” Under these circumstances, these affidavits at best tend to indicate only that THE 
PILL had acquired what the Court of Customs and Patent Appeals has described as “de facto 
secondary meaning; that is—a significance or recognition acquired in a word or device due to 
lack of competition or other happenstance, but which is insufficient to establish a proprietary 
or legal right therein sufficient to support registration.” Registration of THE PILL would be 
unfair to later producers of oral contraceptives. 1012 
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200.30 Service Marks 
See also 100.75. 234 
See also 200.25a. 240 


200.33 Symbols Article: 865 


An application to register a design mark consisting of the block letter T enclosed within the 
outlines of a large letter “f” for welding fittings was opposed by the owners of the mark T F, 
used within adjoining open squares for similar products. 471 


200.34 Suggestive Marks 


The os in opposer’s marks stand for oyster shell from which is derived calcium used in 
its products; whereas applicant’s use of os is arbitrary. 396 


The marks have suggestive significance for this type of garment, thus it is not likely that 
customers would assume that clothes bearing the mark cowsoy KING come from the same 
source as those labeled cow BOY SPECIAL. 396 


The court, while recognizing that AUDIO FIDELITY means sound and suggests that “sounds 
produced by the records very accurately represent the sounds recorded,” nevertheless held 
AUDIO FIDELITY not to be descriptive of phonograph records but merely suggestive of perfection 
in the function of the records and therefore of very high quality. The fact that persons 
in the trade can analyze the mark and recognize the suggestion was held not to render the 
mark descriptive. The court implied that the mark could have been registered without recourse 
to Section 2(f), but also went on to find sufficient evidence of acquired distinctiveness. 627 


See also 200.17. 854 
200.36 Trademark Use 


Refusal to register affirmed. An application was filed to register THE PILL (PILL disclaimed) 
as a trademark for an oral contraceptive. Specimen labels bearing only the notation THE PILL 
were filed by applicant. These labels are affixed to the containers for the goods which bear 
another label complying with the Federal Food, Drug & Cosmetic Act. This other label features 
applicant’s registered mark ENovip and the description “Brand of Norethynodrel.” 1012 


200.362 In General 


In some cases a mark may be registered for both the containers and contents thereof; 
but if to the ultimate purchaser, the mark only identifies the contents and does not identify 
the containers, registration for the containers must be refused. 476 


Even though the mark had been used together with word marks, it was shown that the 
mark was also used as the salient indicia of origin for the goods to which it was attached by 
hang tag, etc. without any other mark. It was decided that the design per se was used as, and 
functioned as a trademark within the meaning of the statute. 477 


Use of the trademark during the life of the design patent may constitute trademark use. 
809 


The evidence showed that ENovip was the world’s first oral contraceptive; it was introduced 
commercially in 1957 and cleared by the FDA for relatively long-term use in 1960. As the 
first oral contraceptive to appear on the market commercially, ENovip received a great deal 
of attention and was the subject of numerous articles. Many of these referred to ENOVID in 
such terms as “the remarkable Pitt.” By 1961, “the contraceptive pill” had come to mean 
ENovID and applicant adopted THE PILL as a mark and used it in advertising. In addition to 
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showing its own use, applicant introduced forty affidavits from doctors, pharmacists, whole- 
sale druggists and an official of the Planned Parenthood Association to show that ENovID and 
THE PILL are synonymous. 1012 


200.36d No Trademark Use 


The Board found that the name merely identified the individual who serves as home econ- 
omist for application corporation and did not function as a service mark. 240 


The mark THE WIENER THE WORLD AWAITED for sausage and bacon was not used as a trade- 
mark by the applicant to distinguish his bacon from that of others but to promote applicant’s 
wieners. Some people may have come to associate the mark with applicant’s bacon, but this is 
not enough to warrant registration. 321 


Applicant, having registrations for BURGER FAMILY, BABY BURGER, PAPA BURGER and MAMA 
BURGER for hamburger sandwiches, wishes to register the same marks as applying to the bags 
themselves. In some cases a mark may be registered for both the containers and contents 
thereof; but if to the ultimate purchaser, the mark only identifies the contents and does not 
identify the containers, registration for the containers must be refused. In this case the marks 
unquestionably identified the contents rather than the bags. 476 


The mark is used with the designation MELNor, and the Board implied that the latter term 
tends to identify applicant’s goods while H,orF performs a descriptive function 478 


In an effort to appeal to the executives who order its products, applicant, manufacturer 
of wood pulp products, had put out a series of advertisements under the caption sEND ME 
A MAN WHO READS; each advertisement contained a different discussion on the importance of 
reading. After the ads had become famous, mention of them was made in advertisements for 
other products, such as cartons. At the bottom of such an ad, a little square would state 
SEND ME A MAN WHO READS and tell readers where to send for the award winning series. The 
Examiner rejected the application on the grounds that neither use of the slogan was a trade- 
mark use and the Board affirmed. It found that the slogan was merely being used to identify 
a campaign on the importance of reading and not to distinguish and identify applicant’s prod- 
ucts. Even though printed on the product itself, the written material identified with the 
slogan was not being used as a trademark for it. 846 


200.36e Deceptive Use 


The court held that the use by appellee of vYNAHYDE for non leather goods was deceptive 
and deceptively misdescriptive and registration thereof was prohibited by Section 2(a) and 
2(e) (1) of the Act of 1946. 318 


No trademark rights can be acquired in a mark that is deceptive or deceptively mis- 
descriptive (Section 2(a) and 2(e)(1)). The court found that purA-HyDE was deceptive 
as applied to a plastic material of a leatherlike appearance which was made into shoes. The 
Federal Trade Commission has repeatedly prohibited the use of trademarks containing “hyde” 
or “hide” when applied to non leather material. Also, the use of “genuine” on applicant’s 
tags is an adjective which has long been associated with leather as distinguished from 
simulated products and was evidence that DURA-HYDE was deceptive and deceptively misde- 
scriptive as applied to non leather goods. 319 


200.5 CoNTESTED PROCEEDINGS—BASIS OF RELIEF 


200.55 Concurrent Registration 


The Commissioner held that prior user was entitled to concurrent registration for its five 
state area. “Where . . . conflict exists between a registration and an application, other factors 
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{than prior use] must be considered in determining any conditions or limitations to be imposed 
on the existing registration or the registration to which the applicant may be entitled. These 
factors are the existence of the registration, itself, the presumptions created by that registration, 
and the constructive notice of claim of ownership provided by Section 22 of the Trademark 
ae 325 


The Board found that both parties were entitled to concurrent registration But in 
determining the respective areas for which registration should issue, the Board quoted the 
applicable rule to be that “[t]he first user * * * is entitled to registration for the entire country 
less the area in which the other user can establish actual use prior to notice of the adverse 
use.” Thus the junior party was held entitled to registration for all of the United States 
other than some 18 states, the District of Columbia and Puerto Rico wherein the senior party 
had used its marks prior to knowledge of the junior party’s adverse use. Registration for 
the senior party was held allowable on amendment restricting its area to the states where it 
actually used the mark. 636 


200.57 Descriptive and Generic Marks 


Application to register MICR COMPARATOR with COMPARATOR disclaimed for optical enlarging 
machines for viewing magnetic ink characters on checks was opposed by Burroughs, a manu- 
facturer of electronics equipment, including components for machines performing similar func- 
tions, on the ground that micr is the accepted abbreviation for “magnetic ink character 
recognition,” a’ phrase used to describe a type of electronics system. Burroughs offered 
thoroughly convincing evidence of the common use of these initials in the industry, and of 
the fact that the machines which perform this magnetic ink recognition function are called 
“comparators.” It also showed that in connection with the sale of components for such compara- 
tors, opposer had, since prior to applicant’s asserted date of first use, used the initials mice 
to describe its goods. Held: Opposition sustained. 64 


Application to register HONEYCOMB for collapsible filing units for storage of blue prints and 
other rolled-up flexible products was opposed by Hexcel on the grounds that “honeycomb” is 
merely a common descriptive or generic term for a type of file and storage unit. Hexcel 
showed that it makes various types of products incorporating honeycomb features and materials 
and the Board found that it would be damaged by registration. The opposition was sustained. 

67 


Refusal to register the mark Fayp for skin cream was reversed. FAYD was held to be 
suggestive of the result of instant skin cream, but was not merely descriptive of the cream. 
As opposer and others are free to use the phonetic equivalent FADE in its descriptive sense, the 
registration of FAYD will not prevent such use, and therefore, applicant is entitled to the registra- 
tion sought. 135 

Petition to cancel the registered mark FARMINGDALE for grass seed mixtures was granted. 
The Board found that FARMINGDALE could not have indicated origin in respondent at the time 
it was registered or at the time of the hearing, since it is the common descriptive name for 
a certain formulation of grass seed. At the time of the registration, respondent did not have 
exclusive use of FARMINGDALE and was well aware that others used the term for a specific grass 
seed mixture. 136 


Refusal to register BUBBLE BATH for a soapless chemical foaming compound used in cleaning 
automobiles and machinery was reversed and application was allowed. The Board stated that 
BUBBLE BATH was merely descriptive as applied to perfumed toilet preparation for the bath, but 
that it was highly incongruous as applied to applicant’s car washing compound and no more 
than suggestive of its characteristics. 137 


Only applicant took testimony and it introduced evidence to show that the word “mates” 
is used in the clothing field as a synonym for “coordinates” and “matches.” The Board held 
that “mates” was descriptive and that there was no likelihood of confusion. 141 
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Petition to cancel METALWORKING for a periodical was granted. While the word does not 
reveal the physical properties of respondent’s goods, it is descriptive of the contents which is 
devoted entirely to metalworking and was in this category at the time of filing of the original 
application for registration. 142 


Application to register posH for women’s sportswear was refused and opposition was 
sustained. The Board concluded that posh was merely a descriptive term as applied to 
applicant’s goods. The word had been used descriptively by opposer and others in advertising 
its fabrics and fashions. 240 


Opposition sustained. Applicant filed to register coupon for cigarettes. The application 
was opposed since opposer and others have sold cigarettes in packages containing coupons 
and would be injured if the application were allowed constituting coupon as a trademark. 
The Board held that coupon was merely descriptive as applied to cigarettes even though 
applicant did not have coupons on the package, and that purchasers would be likely to assume 
that applicant’s cigarettes under the name coupon would bear coupons. Just because COUPON 
is used in the manner of a trademark the inherent descriptive character of the term is not altered. 
Even though to a segment of purchasers coupon indicates origin, to the public generally it 
would indicate cigarettes with a coupon on the package. 240 


The Board held that PENN DUTCH is not the common descriptive name of any product in 
connection with which opposer uses it. PENN DUTCH may be descriptive of any product prepared 
as do the Pennsylvania Dutch people. 242 


Whether or not a composite word consisting of two descriptive words is descriptive is not 
readily resolved. The term is merely suggestive of the use of applicant’s product to give 
certain characteristics to food and not descriptive or misdescriptive of fryers. Registration 
of the term will not preclude opposer or anyone else from using the words in a_ descriptive 
sense. 320 


MURAL TV was merely descriptive as applied to television receivers designed for mounting 
on or in a wall, especially, since applicant itself had used it descriptively. The public is likely 
to believe that the mark indicates a type of television rather than the producer of the goods. 

320 


The term xyYLo is not lacking in distinctiveness as applied to anesthetics, and the common 
usage of the terminal portions of both marks made it likely that consumers would assume 
that applicant’s product originates with opposer. 321 


SERVO is a recognized abbreviation for servomechanisms and is listed as such in Webster’s 
Third New International Dictionary. Although the particular recorders made by opposer under 
its SERVOGRAPH mark do not include servomechanisms, the product of the applicant does. The 
suffix portions of marks SERVORITER and SERVOGRAPH were found by the Board to have different 


meanings and connotations. 322 

It agreed with respondent, however, that the term MOTOR CARRIER DIRECTORY as applied 
to publications listing motor carriers is “of such a highly descriptive nature . . . as to be 
devoid of trademark significance.” 324 


VULCA-WELT is not merely descriptive of shoe molds and lasts, and is not a generally 
recognized abridgment for describing a welted vulcanized shoe. 402 


_ The Board found that pLayBoy was not descriptive in relation to the products it was used 
on. 475 


The Board held that since woop is descriptive as applied to wood preservatives, and since 
others in the trade have adopted two syllable or two word marks with woop as the first part, 
the similarity in this regard is not sufficient to cause confusion. O44 
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Opposition sustained. Application to register EAR-CANAL AID for hearing aid devices was 
refused, since it was held to be the common descriptive term for a hearing aid device designed 
to be worn in the ear canal. It was held to be of no consequence that “ear-canal” per se is 
not a dictionary term where the evidence otherwise indicates its general use to describe what 
may more technically be called the “auditory canal.” 646 


Applicant further alleged generally that rooprowN and FOODLAND were dissimilar since 
the word Foop was highly descriptive and the subject of a number of third party registrations 
and that the respective suffixes were sufficiently different. 843 


The marks are alike only in that both contain the word zoom. However, zoom is a de- 
scriptive term for lenses with variable focal lengths and for cameras using such lenses. zooM 
has also been descriptively used by both in their literature connected with the goods. 856 


Further, the Board found that RAPID-SHAVE is not descriptive of any characteristic or 
function of shaving cream, even though such an attack on opposer’s mark could not be enter- 
tained in the absence of a counterclaim for cancellation. 935 


As applied to potentiometers trim is highly suggestive and descriptive. Considering the 
descriptiveness of TRIM and viewing the marks KWIK-TRIM and E-Z-TRIM as a whole, the Board 
found that there was no likelihood of confusion. 1009 


The applicant claimed that the only similarity between the marks FILOPLAsST and FILON 
was the common term FILo and placed in evidence numerous third party registrations using the 
term. However, none of the third party registrations covered fencing and the Board found 
no evidence that FILO was descriptive or suggestive of the goods. 1010 


The Board found, however, that the common or weak nature of the mark had not been 
shown and stated “it is extremely doubtful that the average purchaser would in any way 
be aware of the alleged weakness of the mark.” The use by others of THANE and the existence 
of “urethane” do not alone make DURETHANE a weak mark, nor do they show that THANE, 
although possibly suggestive, is devoid of trademark significance. 1011 


200.57A Estoppel, Laches and Acquiescence 


Petitioner had been using the name TRANSPORT CLEARINGS since 1942 and had numerous 
licensed affiliates in the western part of the United States. Respondent’s use had begun in 
1955 prior to which, through correspondence with an affiliate of petitioner’s, it learned of 
petitioner’s and its affiliate’s use of the mark. Respondent’s defense ol laches based upon 
petitioner’s knowledge of respondent’s use since 1957 without objection until the institution 
of proceedings in 1961 was rejected on the grounds of respondent’s unclean hands. Respondent, 
knowing it did not have exclusive use of the mark when it applied for registration, was held 
now deprived of its right to establish an equitable defense. 855 


Although applicant used the mark since 1956, opposer did not learn of it until 1961 and 
moved diligently to protect its rights thereafter, so there is no defense of laches. 472 


The time between applicant’s first sale, April 1959, and the time opposer objected to the 
use in June 1960, was not such an unreasonable delay as to warrant the defense of laches. 481 


Opposition was sustained upon the holding that a prior, unappealed decision sustained 
an earlier opposition between privies to the parties involving the same marks but as applied 
to food products constituted res judicata. The Board held that the doctrine of estoppel by 
judgment was applicable even though the subsequent litigation did not involve identical subject 
matter as the previous decision, all litigated matters being nevertheless binding upon the parties. 
Since the earlier decision held the marks as applied to identical goods viz: food products, to 
be confusingly similar, the Board held it was bound to a similar decision since the products 
were also identical, viz. detergents. Applicant’s assertion that res judicata had no application 
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where subsequent decisions involving the same marks and rights of a stranger to the opposition 
reach a different conclusion was rejected on ground that applicant cited no authority in 
support of its assertion. 632 
As an affirmative defense to cancellation of its word mark HORSESHOE, opposer asserted 
laches. The Board held that mere delay, without more, in asserting trademark rights is not 
enough to sustain a defense of laches in trademark infringement action where the goods are 
so closely related that contemporaneous use of legally equivalent marks would result in 
confusion. 645 
During earlier proceedings in the instant opposition opposer moved for summary judgment 
based upon its assertion of res judicata which was denied upon the same service mark-trade- 
mark distinction asserted at the hearing by applicant. In spite of the denial, opposer at the 
hearing again raised the issue of res judicata and the Board, while supporting the earlier 
decision as to res judicata nevertheless held applicant collaterally estopped to assert the 
dissimilarity of the words FOODTOWN and FOODLAND. 843 
For an affirmative defense, applicant asserted laches, but, it is well-known that laches 
may not be charged against one who had no prior knowledge, actual, constructive or imputed. 
935 


200.58 Features of Goods 
200.588 Functional Features 


The Sears, Roebuck v. Stiffel, 376 US 225, 140 USPQ 524 (54 TMR 217), and Compco v. 
Day-Brite, 376 US 234, 140 USPQ 528 (54 TMR 223) cases stand for the position that the 
state cannot prevent the copying of an article which is not covered by a copyright or patent. 
They were not concerned with trademark questions involved in registering a design patent, 
and certainly did not prohibit the trademark registration of a design covered by an expired 
design patent, where the design is not functional and where it is used as a trademark to 
distinguish one’s goods from those of others and had acquired secondary meaning. Closer 
to the point, is the case of In re Mogen David, 140 USPQ 575 (54 TMR 809), wherein 
principal registration was allowed for the non-functional configuration of a bottle which was 
already covered by a design patent. 995 


200.58b Ornamental Features 


Cancellation of the registration of a diamond design for firearms was granted by Remington 
Arms Company on the grounds that it and its predecessors and others in the firearms industry 
have used such a decorative design on firearms since long prior to registrant’s alleged date 
of first use; and that the alleged mark is merely a decoration incapable of distinguishing 
registrant’s goods. 639 


200.58 Packages and Configurations 
See also 200.58a. 995 


200.59 Geographic Terms 


Nevertheless, even the fact that surssE has become incontestable does not alter the fact 
that suisse has a geographical connotation, nor does incontestability extend opposer’s rights 
to preclude registration for similar goods of any and all marks containing this term. The 
ultimate question is likelihood of confusion. 836 


200.60 Grade Marks and Style Marks 


The Board noted that grade marks can also perform the function of trademarks if they 
are so used and recognized as such. 239 
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200.61 Laudatory Marks 


The mark IMPERIAL is weak because of its laudatory meaning and because of the great 
number of persons who adopted it in the field and used it on products which contain sugar. 
To hold otherwise, the Board said that the opposer would be afforded too broad a scope of 
protection covering many food products which utilize sugar. 141 


Also to claim that marks are weak, the Board said it has, some suggestive laudatory 
connotations but this alone does not make it a weak mark. 243 


200.63 Letters and Numerals 


Applicant argued that its mark was a design which differed entirely in appearance from 
opposer’s mark. Opposer’s mark is, however, essentially the letters tT F which are sometimes 
used alone. Since applicant’s mark also consists of the letters T and F, confusion is likely even 
though the purchasers are careful, and technically trained persons. 471 


200.644 Names 
200.64d Surnames 


Applicant contended that coLE is a surname and not entitled to exclusive appropriation, and 
since it is the surname of applicant’s president, applicant is entitled to its use and registration. 
The Board rejected this contention. It pointed out that the right to use a surname is personal, 
and does not extend to a corporation. Moreover, in any event, even a user of his own surname 
as a mark must pass the test of registrability, and the mark cannot be confusingly similar to 
that of another. Opposition sustained. 229 


See also 100.32. 400 


200.67 Related Company Use 


Applicant had been using the mark on flavorings since 1939; his first use was in his own 
business. He later sold the business but retained control of the mark and licensed it to the 
successor companies. The Board held that their use inured to his benefit. 478 


200.68 Secondary Meaning Marks (Section 2(f)) 


Application to file 17-4PH and 17-7PH for stainless steel was allowed and opposition was 
dismissed. Originally these terms were descriptive of applicant’s grade of stainless steel, how- 
ever, they acquired secondary meaning in the trade indicating steels produced only by applicant 
prior to the use of the terms by opposer. Opposer, therefore, is not damaged by the registration. 

239 


McCormick cited its own use to show that there was no “substantially exclusive use” by 
applicant for the past five years. The Board rejected this, however, stating that applicant’s 
trademark use had been exclusive until 1956 and that McCormick’s use thereafter had been after 
a warning and at its peril. Such use did not prevent applicant from acquiring secondary meaning. 

479 


The court took judicial notice of the fact that the rorHscHILD name is world renowned 
both in the banking and French wine industries and that several Rothschilds are members of 
the nobility. 625 


The Board found that the opposer’s mark, long widely used in the U.S. and throughout the 
world, was well-known in the automotive and diesel engine field, and had long been used in 
connection with engineering services relating particularly to the diesel engine. 630 
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Applicant argued that since KANSAS and FARMER are both descriptive, opposer’s mark 
should be protected only in its precise form. However, the Board found that through long and 
continuous use, the opposer’s mark had acquired substantial good will. 845 


See also 100.32. ' 847 


Opposition to the registration of mr. PICKLE for pickles and relishes was dismissed. Opposer 
was unquestionably the prior user of the mark for pickles, but opposer had the burden of not 
only proving prior use, but also that in its use of the term and in the extent of the advertising 
of its products, the term had become popularized and identified in the public mind with opposer’s 
product at the time of the application. Opposer failed to sustain this burden. 850 


200.72 Suggestive Marks 


The Board rejected opposer’s argument that the prefix CHEMI was arbitrary as applied to 
its product since its literature shows that the seals “are intended for a wide variety of chemical 
service conditions.” Comparing the marks in their entireties and considering the suggestive 
nature of CHEMI the Board held there was no likelihood of confusion. 64 


See also 200.57. 137 


The products were found to be competitive, all based on a pneumatic principle and the 
Board agreed that the prefix PNEUMA would convey that impression to consumers. “The fact 
that petitioner may have been the first and prior to respondent the only one in the trade to 
employ the prefix ‘pNEUMA’ as a part of a trademark cannot change the inherent character of 
said term so as to bestow a proprietary right on petitioner.” Considering this suggestiveness, 
and the differences in the terminal portions of each mark, PNEUMANIEZ and PNEUMAFIL, the 
Board found no likelihood of confusion. 235 


Opposition dismissed. HyDRA-MATIC for masonry saws is suggestive of a device which is 
automatic and utilizes hydraulic means for that purpose. It is not merely descriptive or mis- 
descriptive of masonry saws. 238 


See also 200.57. 320 


Even if the two marks do create the same impressions which are highly suggestive of a 
recorder containing a servo-mechanism, the two marks are not confusingly similar. 322 


' Because of the fact that numerous third party registrations containing puRA have been 
registered for building materials and in view of the fact that pura and its substantial equivalent 
thereof, puRo are suggestive of and indicate the desirable characteristic of durability, the Board 
found that confusion was not likely. 401 


However, the marks involved here were highly suggestive, and as a whole were held to be 
sufficiently distinguishable to avoid likelihood of confusion. 401 


Considering the suggestive nature of the term, and the lack of similarity in the terminal 
portions of both marks, the opposition is dismissed. 471 


However, the Board found that the word sLEEK had a well-known meaning and was highly 
suggestive when applied to girdles, whereas SLEEX, though somewhat similar in sound, conveyed 
a different commercial impression. 480 


However, the only resemblance one has to the other is in the suggestive suffix FLEX which 
is commonly used to describe the flexible character of electrical insulation. 628 


Opposition dismissed. Even though goods were sold to the same class of people through 
the same outlets, the Board found that because of the suggestive nature of the word “smooth” 
and of its derivatives as applied to applicant’s jams, evidenced by the use of the word by many 
others for food products, that confusion was not likely between HONEYDEW SMOOTHEE and 
SMOOTHIES. 641 
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The latter part of the respective marks of the parties were then held to be different in 
appearance and sound, and although having highly suggestive, favorable connotations, the Board 
further held that, “it is well established that opposer by its prior adoption of such suggestive 
terms cannot preclude applicant and others from employing and registering similarly suggestive 
but otherwise distinguishable notations as trademarks for their goods.” 


Petition to cancel FLICK-R-FLAME for negative type glow lamps was brought by the prior 
user of FLICKER FLAME for electrical glow bulbs and lamps. Respondent urged that petitioner’s 
mark is merely descriptive of its goods, but this contention was rejected, the Board finding the 
mark merely suggestive in light of the fact that bulbs do not actually produce a flame. 834 


While the suffix “rama” was held to be somewhat suggestive in the motion picture field, 
the Board found that similarity of the two marks CIRCARAMA and CINERAMA as a whole in 


sound and appearance are so close that confusion is likely. 839 

With PERMA and LocK or LOK being highly suggestive as applied to floor waxes, applicant’s 

mark is sufficiently different from those of opposer to avoid likelihood of confusion. 852 

See also 200.57. 1011 
200.73 Symbols 

Capital letter “I” in a hexagon for transistors and diodes confusingly similar to capital “I” 

in an oval or O for various glass products. 316 


200.75 Trademark Use 


Since opposer was prior user by many years of a red bag for its coffee, the grant of the 
application would be inconsistent with opposer’s right to continue such sales, applicant’s dis- 
claimer notwithstanding. 839 


200.75a In General 


The Board agreed the first shipment from the manufacturer to Sears was not trademark 
use, but it said that sales to customers at Sears thereafter fulfilled the use requirement even 
though the mark appeared only on full rolls and would not appear on goods shipped to a customer 
who had ordered less than a full roll. Moreover, Sears’ prior and continuous use of VINYLTHRIFT 


in catalogs and ads “constitutes use at least analogous to trademark use . . . and creates 
rights therein sufficient to preclude the registration by a subsequent user of . . . a similar mark 
for like or closely related goods.” 63 


Application to register CLAyToN for valves, valve controls and valve accessories was 
opposed by the owners of CLAYTON MARK for water well pumps and supplies therefor. Opposers 
also alleged prior use of CLAYTON MARK for water pumping systems including control valves 
and various parts therefor. Opposer had used the mark CLAYTON MARK for valves in its catalogs 
and advertising and as part of its trade name since 1925 and this, followed by subsequent 
sales under the mark, was held sufficient to preclude registration by a subsequent user of a 
confusingly similar mark on a related product. 65 


Interference between the applicant to register ZONOLYSIN for an enzyme preparation for 
ophthalmic use, and applicant to register zoNuLYSIN for pharmaceutical preparations for 
ophthalmic use. The junior party commenced use of ZONULYSIN in Great Britain in October 
1958 and its sales in this country also date from that time. The senior party had used its 
mark at an even earlier date in Japan, but its American use had not begun until December 1959. 
Use in Japan is not a sufficient basis for issuing a registration to the senior party as these 
are remote markets. Junior party being the first user in this country, it is entitled to registra- 


tion, 237 
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Immediately following the acquisition in April 1961 of the racing cars, opposer’s predecessor 
raced them in the 1961 and 1962 Indianapolis races, but not under the mark Novi, but under 
other designations with, however, the notation on one of the entry blanks in the 1962 race 
“powered by Novi-V-8 Engines.” 638 


Opposer’s motion pictures were found to be shown throughout the United States under its 
mark, while only two of applicant’s pictures had been shown in the United States and those 
in a single location at Disneyland. 839 


Opposer uses the word PURE on its gasoline pumps as well as the word FIREBIRD, but the 
words are in different colors and script, and the Board found that each created a distinct 
commercial impression, PURE being the house mark and FirEeBirD the product mark. 850 


Having put several terms on its label, opposer cannot complain when some of those 
syllables, having no substantial degree of distinctiveness, are used in a competitor’s mark in 
a different fashion. 852 


Reference to opposer’s mark in an article published in a trade magazine was held in- 
competent as proof of opposer’s use of the mark on goods actually sold in trade or that the 
mark had become identified in the public mind with opposer. 936 


200.75c Date of Use 


Applicant’s date of first use is restricted to 1960, the date of first use as stated in the 
application, since applicant did not take any testimony. 403 


The date of first use of opposer’s mark BLUE BOX LINE for a variety of automotive and 
replacement repair parts was January 1961. Prior to that all shipments were within the 
opposer’s organization and did not constitute public sale. Applicant was not bound by date 
of first use as alleged in application which was May 17, 1961, as long as proof of an earlier 
date of first use is clear and convincing and not characterized by vagueness and inconsistencies. 

481 


Terlin took no testimony, and was therefore restricted to date of first use as filed in its 
application for registration. 638 


Accordingly the Board held that opposer was not entitled to rely upon the use made 
by the Novi Racing Car Corporation and since opposer’s predecessor’s sole use was limited to 
a description of its 1962 engine and occurred subsequent to applicant’s date of first use on 
automobiles the opposition was dismissed. 639 


Examining the record, the Board found that opposer’s first use, through its predecessor, 
was long prior to the first use by applicant’s predecessor both as to use on products and 
services in connection with the supermarket business. It held that the opposer was not limited 
to the date of first use in its registration. It further held that even were this not the case, 
opposer’s earlier use in connection with food products was sufficient to bar registration of 
applicant’s service mark. a4 


Applicant had claimed priority of use, and ownership of registrations for EL-TRONICS for 
burglar alarms, public address systems, telegraph transmitters and equipment, etc. But, the 
Board pointed out that these goods are entirely different from the goods upon which opposer 
uses its mark ELTRONIK and from the goods recited in applicant’s application for registration 
of ELTRON and accordingly has no bearing on the case. 1008 


200.75d No Trademark Use 


Held that print-TorerR for a device for holding a ‘photographic print was not merely 
descriptive. Since “print coater” is not a trademark but is merely a generic term and is used 
as such by opposer, opposer has no trademark rights in it. 234 
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The mere fact that the applicant uses a label stating “Coating Design is Trademark of 
Manufacturer” does not, without more, make it a mark. 480 


Refusal to register GARDNER for paperboard was affirmed. The specimens accompanying 
the application showed the trade name THE GARDNER DIVISION but, no use was made of GARDNER 
alone or displayed in a distinctive manner, so as to convey the commercial impression of a 
trademark. Although GARDNER is part of the trade name, it is not precluded from being a 
trademark, but it must be used as a trademark. In this case, the name was used in association 
with the letters p and N within triangles with a fanciful representation of a pine tree between 
the triangles and the name DIAMOND NATIONAL CORPORATION. There is a presumption that a 
corporate or divisional name is a trade name rather than a trademark and the name GARDNER, 
which is part of the divisional name, may be inferred to distinguish applicant from other 
producers rather than to distinguish the goods from those of other producers. Further, it 
appears that the symbol rather than the name GARDNER was by far the most prominent feature 
of the label. 1009 


200.75f Expansion of Business 


Applicant in general contended that while opposer had priority in greeting cards, it 
had not used the mark on other paper goods until after applicant’s first use. The Board 
ruled, however, that even if this were the case, the other paper products were within the 
natural realm of expansion of opposer’s business and would be protected by its prior use on 
greeting cards. 231 


Opposer presently has no line of products in the electronics field (except that it provided 
glass envelopes for vacuum tubes) but it was stipulated that it had evidence to show that it is 
conducting research in the electronics field which “is expected to lead to further extension of 
use of its mark to additional items made in whole or in part of glass or plastic including 
resistors and electronic tube components.” 316 


Additionally applicant’s prior registration for WARCOCIDE and its many prior registrations 
for marks including the prefix warco but all for unrelated goods were held to be of no help 
since a trademark owner cannot, by normal expansion, extend its trademark use to goods not 
covered in its registrations where there is likelihood of confusing similarity to a mark registered 
by a prior user for the same or similar goods. 642 


200.8 REGISTRATION PROCEDURE—EX Parte 
200.81 In General 


The court found that service stations, even though they are all located within the state 
of Ohio, serve customers travelling interstate on federal highways, in the course of engaging 
in interstate commerce, many of which customers are extended credit and billed in their re- 
spective domiciliary states. The court held that appellant’s services “have a direct effect on 
interstate commerce,” and accordingly are “rendered in commerce” within the meaning of the 
Lanham Act so as to permit the mark to be registered. 317 


200.82 Abandonment of Application 


Petition denied. This was a petition pursuant to Rule 2.146 requesting a review of the 
Trademark Examiner’s refusal to accept an amendment to a certain registered mark presented 
under Section 7(d) of the Act of 1946. Under Section 7(d) the Commissioner may permit 
an amendment to a registered mark, as long as it does not alter materially the character of the 
mark. The Patent Office has been very liberal in allowing amendments deleting background 
material where it is not an integral part of the mark. In this case, however, the Commissioner 
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held that the background was the most prominent part of the mark and that the word portion 
PEERLESS MAID was an integral part thereof. The change amounted to more than a moderniza- 
tion of the mark as registered and the petition was denied. 925 


200.83 Amendment to Application 


An amendment of trademark registration under the Act of 1881 for sTORM’S LIVER REGU- 
LATOR and design was proposed restricting the registered mark to the single word sTorm’s. 
Amendment was accepted even though the mark was accurately described in its registration, 
since it is desirable for search purposes that the printed copies appear in the form in which 
the mark is currently used in commerce, and since the restriction of the mark as requested 


would not constitute a material alteration of the mark as registered. 244 
200.87 Consent to Registration Article: 121 

200.88 Correction of Certificate 
See also 200.83. 244 


200.90 Disclaimer 


The Board found, however, that since respondent had failed to disclaim the term Moror 
CARRIER DIRECTORY, its existing registration does in fact cause damage to petitioner. It granted 
the petition but gave respondent the right to file the necessary disclaimer within 30 days, 
failing to do so the mark would be canceled. 325 

Numerous third party registrations were made of record which showed that it had been 
the practice of the Patent Office to register such marks comprising the letter Qg with the 


disclaimed words. 399 
Also, applicant disclaimed FiLaturEs at the Examiner’s request, but considering the unitary 
character of its mark, this was unnecessary. 836 
200.91 Evidence Article: 121 


230. EX PARTE APPEALS 
.230.2 TRADEMARK TRIAL AND APPEAL BoarD 


See also 150. 244 


300. CONTESTED PROCEEDINGS—PROCEDURE 
300.1 INTERFERENCE 


300.11 In General 


See also 200.75a. 237 
The declaration of the interference was specifically authorized with the authority 
vested exclusively in the Commissioner by Section 16 of the Act implemented by Rule 2.91(c). 
Since the Board was directed by the Assistant Commissioner in accordance with Section 17 of 
the Act to determine the rights of the parties, the Board was without authority to question 
the propriety of the interference and was compelled to determine the proceedings on the merits. 


470 
Prior user of the mark was entitled to registration, since it was found that it possessed 
superior right. 636 


It is not the policy of the Patent Office to authorize such interference actions under these 
circumstances, since an adequate remedy is available by petition for cancellation. Further, 
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an interference will not be instituted between applicant and third party applications which had 
been published since applicant filed oppositions to said applications. The action on opposer’s 
application will be suspended pending termination of opposition proceedings. 637 

Nesbitt Fruit Products, Inc. was held to be entitled to registration, while registration 
to Terlin Sales Company was refused on the ground that Nesbit was the prior user of the 


mark GALAXIE for soft drinks. 637 
Junior party failed to meet its burden of showing continuous use since a date prior to the 
senior’s filing date. 852 


Whether or not ALForp had acquired secondary meaning was of no moment in an inter- 
ference action where the issue is priority of use, and since the issue of secondary meaning was 
not raised under Rule 2.97, Alfred failed to show any reversible error in the Board’s failure 
to consider ALForD’s secondary meaning. The decision is not construed as ruling that Alford is 
entitled to registration or that Alfred is barred from raising any question in a proceeding in 
which it might have a right to do so. 932 


300.13 Pleading and Practice 
300.13a Motions 


Motion to strike testimony because party’s exhibits were not specifically offered into 
evidence. However, senior party, this complaint waived by failure to object at the proper 
time and exhibits were clearly intended to be offered. Further, exhibits were admissible 
without having been initialed by a notary. Motion was denied. 397 


300.13b Evidence 
See also 200.75a. 63 


The Board found that the products and marks were confusingly similar so sole question 
was priority. Only Phar-Med filed testimony. The other two applicants were therefore re- 
stricted to the filing dates of their applications, and the Board found that Phar-Med had been 
using SUPER-CAL long prior to these applications. Registration was granted to Phar-Med and 
refused the other two applicants. 68 

Motion to strike testimony because party’s exhibits were not specifically offered into 
evidence. However, senior party, this complaint waived by failure to object at the proper time 
and exhibits were clearly intended to be offered. Further, exhibits were admissible without 
having been initialed by a notary. Motion was denied. Exhibits filed with, and statements 
made in an application for registration, do not constitute admissible evidence in inter partes 
proceeding. Further, a certificate of registration issued by the Department of Agriculture of 
the State of Washington which had expired was not competent to show any use of the mark 
or to evidence ownership of the mark. Specimens submitted by senior party with its applica- 
tion bearing the junior party’s trade name were considered as admissions against interest. 397 


The only question to be determined in the hearing was priority of use. Senior party’s 
evidence did not support his claim of ownership or use prior to date of the first use by the 
junior party. 403 

Junior party’s evidence showing sales subsequent to 1958 was not convincing, instead it 
tended to point to the conclusion that he had ceased making and selling the product in that 
year because of manufacturing difficulties. His application to register was refused. 852 


300.2 OpposITION 


300.21 In General 


Since “print coater” is not the name for applicant’s goods there is no likelihood of confusion 
with regard to a mark and the descriptive name of the goods to which it is applied. 234 
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In reaching this result, the Board said that it was of “no particular consequence” that 
opposer always used its mark with the prefix “Haley’s.” 237 


The use of a house mark in association with the term does not detract from the term 
functioning as a trademark. 239 


Prior registration for PLAY SCANT is immaterial when considering the question of likelihood 
of confusion in regard to applicant’s present application for SEA SCANT as opposed by the owner 
of the mark SKANTS. 398 


A notice of opposition is not a claim of infringement. An opposition proceeding is of an 
administrative nature and determines only the right to registration, and not the question of 
use, unlike an infringement suit. 477 


The Board noted that the fact that applicant’s labels are different from those of opposer 
has no bearing on its right to register its mark per se. 645 


Opposition dismissed. The only question involved was that of priority. The evidence 
established applicant had been using BUCKINGHAM on whiskey as early as 1954. Although such 
use was sporadic since that date, it was deemed sufficient to establish a continuous use thereof. 
Furthermore, applicant was the owner of subsisting registration of BUCKINGHAM for wines. 
Opposer established use of BUCKINGHAM on Scotch whisky since 1960. Applicant was held 
entitled to priority because of close relationship between wine and whiskey, together with the 
prima facie presumption of validity of the registration for wine. 840 


Moreover, it pointed out that the Board and CCPA lately had taken the position that the 
titles of publications should not be considered differently from trademarks for any other prod- 


ucts in resolving the question of likelihood of confusion. 845 
While it conceded doubt as to the issue, doubt is to be resolved against the newcomer. 
851 

See also 200.57. 935 
See also 150. 937 


300.23 Pleading and Practice 


Curley announced its reliance on the prima facie case made out by several registrations, 
and ordered a title search of these which disclosed that B. T. Babbitt, Inc. was the assignee; 


Babbitt was thereupon substituted as opposer. 837 
See also 150. 856 
See also 150. 931 


Copies of the pleaded registrations did not accompany the notice of opposition, nor were 
they otherwise made of record. The opposer, therefore, failed to established ownership of the 
registrations. 935 


300.23a Notice 


Where opposer had filed a notice of opposition alleging prior use of a mark similar to 
applicant’s and claiming that applicant’s use is likely to cause confusion, an issue of fact is 
raised and applicant’s motion to dismiss the opposition will be denied. 139 


Opposer then pleaded that applicant’s mark is merely descriptive of its goods, since the 
mark is applied to a pack of four cans held together with a cardboard, tray-like device. 
Since this issue had not been pleaded or tried, the Board refused to decide it. 324 


Applicant based its motion to dismiss on the fact that the assistant secretary who verified 
the opposition could not have had the knowledge or information necessary to form a belief 
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covering the subject matter of the opposition, and, that therefore, the opposition was a nullity. 
The purpose in verifying the opposition is to insure accurate information or good faith in 
asserting it. It is presumed in the absence of clear convincing evidence to the contrary, that 
the party verifying does so in good faith. Even if he was not familiar with the facts set forth, 
it cannot be assumed that he did not have sufficient general knowledge to execute and swear 
to the contents of the opposition. 400 

The former President of opposer was not authorized to file a notice of opposition by a 
contract which only authorized him to start a suit. A subsequent notice of opposition was 
executed by an officer of opposer, but it was not verified according to the statute. The record 
failed to show the required verification, that is, a confirmation or substantiation by oath, by 
the person who executed the second notice. A notarial acknowledgment does not indicate that 
such an oath was made before the Notary. Since the subsequent notice of opposition was a 
nullity, the Board had no jurisdiction. 477 

Petition to amend notice of opposition to substitute one opposer for another was granted. 
The notice of opposition had been filed under the partnership name of which the individual 
Lester Raker had been a member. However, he was in fact the sole owner of the business 
when he executed and filed the opposition. The Board held this error did not extinguish 
his interest in the proceeding. Furthermore, he was the direct successor to the firm and bore 
“a relation of interest” to the original party. Section 13 of the Act and Rule 2.107 can be 
extended to authorize such a substitution. 482 


300.23b Answer 


Applicant’s contention that since the mark TRAK as used by opposer was a misspelling of 
“track” and therefore merely a descriptive designation in the electronic field was afforded no 
weight by the Board since in an opposition proceeding attacks on the validity of opposer’s 
registration will not be considered in the absence of a counterclaim to cancel said registrations. 


643 
300.23c Motions 


See also 300.23a. 139 


The Board held that Rule 15 was inapplicable: the amendment could not relate back to 
its filing as the assignment was not then recorded; it could not conform to the evidence, as none 
had been taken; and opposer’s purpose in introducing the amendment was merely to circumvent 
its failure to prove its ownership, and this is not a new fact within Rule 15. Rule 61 is 
inapplicable as it applies to actions of the court after entry of judgment. 473 

Opposer moved for sumary judgment on the ground of the substantial similarity of the 
marks and the goods, and the motion was granted. It is not the practice of the Board to 
sustain a motion in an opposition proceeding where the only issue to determine is likelihood of 
confusion, but held that this may and should be done where it appears to be certain that con- 
fusion is or is not likely. 474 

The motion in this case filed by applicant (defendant) four days prior to the close of 
plaintiff’s testimony period was held too late for discovery of documents. In addition, defen- 
dant made no showing of good cause. 620 

The motion for summary judgment, however, was dismissed as untimely. The affidavits 
and documents submitted with the motion could have been submitted prior to the inception 
of the trial and should have been submitted then, since the purpose of the motion for summary 
judgment is to avoid the expense and time of the trial itself. Once the trial has begun, the 
question of whether to consider such a motion is discretionary with the Board and in this 
instance the Board found it in the best interest of justice to go forward with the trial. . 841 


Whether or not a design is functional is a question of fact which cannot be decided in a 
motion for summary judgment. 995 
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300.23d Evidence 


The Board ruled that the key question was similarity of CHEMIFLEX and CHEMISEAL, and 
that opposer’s use of CHEMELEC for electronic components, sold to a different class of purchasers, 
did not affect the likelihood of confusion. 63 


Testimony was introduced by both sides, each producing investigators who had asked for 
NUMOL in various drugstores in the localities where it is sold. Sometimes they were given 
NUMOL, sometimes NUJOL, sometimes other medications. Where the clerk had not heard of 
NUMOL he would often suggest that the investigator was mistaken as to the name and offer a 
substitute. The Board found that the investigator evidence was in no way indicative either 
of actual confusion or lack of likelihood of confusion. The Board found that there was such 
a likelihood of confusion as to the source of the product and pointed out that the dissimilarities 
in packaging, color, odor, etc. could have no bearing on the decision of that question. The 
similarities were likely to cause confusion or mistake. Purchasers would be likely to assume 
that the goods emanated from the same source. 64 


Opposers failed to introduce evidence to show their use of mrEx or to show that they were 
related companies, and even failed to prove that the 1910 mex registration now belonged to 
either of them. Applicant, however, had made of record a 1962 registration issued to the 
German opposer for 1rEx for atomizer apparatus for oral and dental care. The Board ruled that 
this was evidence which could be used in support of opposers’ case. The filing date of the 
application, which matured into this registration, preceded applicant’s own filing, and absent 
any evidence of earlier use, applicant was limited to its filing date. Opposers, therefore, had 
priority. 140 


To the contention that HALLMARK was a weak mark and protection should be strictly 
limited to the precise goods, the Board replied that opposer’s vast sales and advertising had 
created a valuable property right sufficient to preclude registration of that mark for any goods 
that purchasers might be likely to assume emanate from the same source. 231 


The testimony of two of opposer’s employees that confusion would be likely was mere 
opinion not binding on the Patent Office. 231 


Opposer cited instances of actual confusion, but these were not convincing, particularly 
since only one was put in evidence. 234 


The Board held that the fact that opposer’s underwear is worn by men and boys while 
applicant’s underwear is worn by women is not material. Both are sold in the same retail 
outlets and it is common knowledge that women purchase men’s clothing and that if the 
application were allowed confusion might arise. 398 


It was further concluded that the goods were purchased with a reasonable amount of care 
and that there was no likelihood of confusion. 399 


Opposer uses its house mark SCANDIA in connection with sECRET TOUCH but this is “of no 
particular consequence” in determining likelihood of confusion. 471 


On the issue of secondary meaning, the Board considered as evidence letters from ap- 
plicant’s customers which applicant had filed with its original application to show secondary 
meaning. Although not ordinarily admissible in inter partes proceedings, the letters were 
considered because opposer by its own actions regarded them as admissible. These, plus the 
evidence of long use, do show that secondary meaning has been acquired. Opposition dismissed. 

479 


The treasurer of one of applicant’s divisions was qualified to testify as to the use of the 
applicant’s mark, sales and expenditures, since he was in charge of applicant’s legal and 
financial departments and was involved in administration of trademarks. Testimony as to 
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telephone calls and visits from customers to show confusion of applicant’s goods with opposer 
is mere hearsay. 481 


The Board found that applicant had established an earlier date of first use by testimony 
and documentary exhibits and, therefore, dismissed the opposition. 481 


Opposer’s alleged admissions as to its rights in the name ROTHSCHILD made to the Court 
of Customs and Patent Appeals during the course of securing one of the registrations upon 
which the opposition was based was not considered since they had not been placed in evidence 
by applicant. 626 

The fact that the opposer had offered no evidence of confusion is not determinative but 
merely one factor which may be accorded some weight; opposer had the right to rely as it did 
on its registrations presumed to be valid and entitled to Section 7(b) presumptions. Any doubt 
being resolved against the newcomer, the opposition was sustained. 627 


Application to register crowN for vehicle tires was allowed. Applicant’s use was prior 
to opposer’s use of GOLD CROWN and CROWN PRINCE for similar goods. 630 


See also 150. 631 


The single instance of actual confusion presented by Dynamics was held by the court to 
be the result of mere carelessness and insufficient to establish likelihood of confusion. 633 


Applicant had relied on its ownership of the mark CENTRI-MERGE for air washing equip- 
ment, but the Board said this mark was totally different and not relevant. 838 


Opposer’s production of a dated letter from a field office of the government from an official 
of applicant stating applicant did not market wine under mark BUCKINGHAM was held hearsay 
evidence and inadmissible as proof of matter asserted. 840 


Only opposer took testimony and the Board found that its evidence of its prior use of the 
mark on tillers was clear and uncontradicted, despite lack of documentary evidence. Opposer’s 
witness said he would not be confused, but he is very familiar with opposer’s marks and is 
not in the position of even the careful customer who might assume some connection between 
MOTOM products and MOTO-MOWER products in light of the resemblance of the marks. 842 


Finally the Board did not consider probative the fact that the opposer had been unsuccessful 


in an earlier opposition against a third party involving the mark FrooptowN for food products. 
844 


See also 200.68. 850 


Opposer’s witnesses admitted that opposer’s two marks are not used in combination by their 
dealers when ordering and that they knew of no actual confusion in trade. 852 


Applicant, a Dutch corporation, filed to register the trademark Boon in the United States 
Patent Office. Opposition was thereupon filed and applicant served notice of taking oral 
deposition of opposer pursuant to Rule 2.120(a). Opposer’s motion before the Board to vacate 
the notice was dismissed. 931 


Opposer introduced into evidence reprints of advertisements which the Board held not 
proper for presentation under Rule 2.123(c). Rule 2.123(c) provides that only printed pub- 
lications such as books and periodicals available to the general public may be introduced into 
evidence. During time allowed for rebuttal, testimony of a witness improper as rebuttal evidence 
could not be considered by the Board. Opposer’s motion to reopen the proceedings to admit 
improper rebuttal testimony was denied since it would iavolve prejudice to the applicant. 
Opposition dismissed. 936 

Opposer, however, was entitled to rely on its registration even though the registration 
was in a different name. Opposer had changed its name since the registration issued, but 
opposer and registrant were one and the same. 1008 


See also 200.57. 1011 
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300.23e Defenses 


The Board dismissed the opposition, however, holding that opposer was barred by laches 
as it had known of applicant’s use of CLayTon for over ten years without taking any affirmative 
action to enjoin such use. The Board followed its own recent ruling that it will consider the 
defense of laches in an opposition proceeding, and will not automatically reject such defenses, 
as it has in the past, on the theory that there was no chance to oppose registration until 
application. In the instant case, the Board found that opposer not only had been well aware 
of applicant’s activities, but that when occasionally, misdirected orders for applicant’s valves 
were sent to opposer, it had forwarded them to applicant without objection. Applicant in recent 


years had expanded its activities considerably and the Board concluded that this was “in 


apparent reliance on” opposer’s continued acquiescence. 65 


Applicant also had contended that opposer should be estopped from asserting its claim 
as opposer’s labels misleadingly indicated a French origin. The Board found on the facts 
that this was not so and added that even if it were, this would not “necessarily diminish the 
scope of protection to be accorded opposer’s mark.” 139 


In reaching its conclusion of confusing similarity the Board did not expressly consider 
the possibility of laches, but it did indicate that it felt applicant had not satisfactorily showed 
continuous use since 1933. This, it implied, might explain in part the lack of evidence of actual 
confusion. Opposition sustained. 231 


300.24 Dismissal 
See also 300.23a. 139 


Applicant had moved to dismiss the opposition on the ground that it had not been timely 
filed and that the Commissioner had exceeded his authority in granting an extension of time 
in which to verify the notice and pay the required fees. The Board, however, ruled that it 
was without authority to review the propriety of the Commissioner’s actions. 140 


The opposition was dismissed since it involved a moot question because the application 
was a nullity. Applicant changed its status from a general partnership to a limited one, and 
thus dissolved the general partnership. The applicant had not been in existence since 1954, a 
date long prior to the filing of present application under the name of the general partnership. 

142 


See also 300.23a. 400 


300.25 Damage to Opposer 
See also 100.43. 66 


Registration of DURA-HYDE is barred by Sections 2(a) and 2(e)(1) of the 1946 Act as the 
term HYDE is deceptive and deceptively misdescriptive as applied to non leather goods and the 
registration thereof would damage opposers, who made leather for products sold in competition 
with applicant’s goods. 320 


An application to register THE HOUSE OF FLAVORS for food flavoring extracts, seasonings, 
spices, etc. was opposed by McCormick which makes similar items and which claimed that it 
uses the term THE HOUSE OF FLAVOR in advertising and in association with certain of its prod- 
ucts, and that registration should be denied as the mark was merely descriptive. 478 


Opposition was dismissed on the ground that opposer would not be damaged by registration 
of applicant’s mark BLUE LINE for small hand tools, since applicant was first user of the mark. 
481 
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Opposer contended that the opposition should be sustained, since at the time applicant began 
using the mark, it was owned by a third party, a stranger to the proceedings. An opposer has 
no right to assert damage to itself because of third party rights. 630 


Opposition dismissed. Opposer failed to show it would be damaged by registration of the 
term BERNOULLI DISK for magnetic recorders by applicant. Opposer failed to show it was 
engaged in the manufacture of the specific, or closely related, goods of which the term, as 
contended by opposer, was descriptive. 631 









Opposition dismissed. Applicant was allowed to register SALON FABULOUS for concentrated 
castile shampoo. Opposer failed to establish that its mark BEAUTY SALON for shampoo and 
hair set had been used by its predecessor prior to the time of applicant’s use. Therefore, opposer 
cannot be damaged by registration of applicant. 637 












The Board found that the representation of a horseshoe mark and the word HORSESHOE 
were legal equivalents. Therefore, opposer was held not entitled to use the term HORSESHOE 
at the time it filed its application, and could not rely on its use of HORSESHOE to oppose ap- 
plicant’s mark GOLDEN HORSESHOE. 645 








Damage to opposer was found to exist since the public, if they were dissatisfied with 
CIRCARAMA might well refuse to see a CINERAMA process motion picture believing that they 
are the same. 839 


The majority based its ruling on the fact that the dictionary meaning of rosé is pale pink 
or rosy; vin rosé is the term for wine of this color. Therefore the information conveyed to 
purchasers seeing RO-ZAY on soft drinks would be merely that they are pink not that they are 
wine. The registration would not preclude opposer’s use of the term rosé and would not damage 
opposer. 844 


The Board stated that it could not comprehend any situation in which it would be either 
necessary or desirable to employ GELATIN-PLUS to describe a gelatin product. GELATIN-PLUS was 
held entitled to registration. 847 



























Since opposer failed to establish ownership of the registrations, it could not be hurt by 
registration of applicant’s mark. 936 





Application to register x-1T for a preparation for use in laundries for removing paint, 
grease, asphalt, waxes, nail polish, lipstick and the like was allowed. Apart from the con- 
sideration of likelihood of confusion, applicant had superior rights by way of prior use to 
opposer’s use of Ex-IT for air sanitizer and for liquid spray deodorant for household use, 
therefore, opposer could not be damaged by the registration. 936 









300.3 CANCELLATION 


300.31 In General 










The court, considering the counterclaim, found that there was likelihood of confusion be- 
tween LAND O’LAKES for butter and the same mark for canned goods. The court pointed out 
that a junior user of a trademark has standing to sue for cancellation of a senior user’s regis- 
tration under certain circumstances. However, defendant’s request for cancellation was not 
granted, since the likelihood of confusion in this case was a natural incident of concurrent use 
of the marks sold in common trade areas. In the case of identical marks on noncompetitive 
goods, mere likelihood of confusion from lawful use would not necessarily justify cancellation 
of either party’s rights. Further, likelihood of damage is a condition to recovery in cancellation, 
and damage may not be presumed from concurrent use on noncompeting goods. Further, the 
likelihood of confusion as to source of origin had not been shown to have caused or threaten 
to cause injury to plaintiff’s economic status, reputation or good will. 134 
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Cancellation of the registration ordered on the basis of the fact that the infringer was not 
entitled to registration at the time of filing its application. 390 


Applicant petitioned to cancel opposer’s registration on the grounds that o-r is the common 
abbreviation for operating room and that o-r for conductive shoes merely indicates that these 
are “operating room” shoes, not the shoes of opposer. Held: Opposer’s registration is can- 
celed and its opposition dismissed. 479 


Petitioner’s burden is to establish that respondent knowingly made inaccurate or misleading 
statements in the declaration forming part of the application. This related to the mental con- 
dition of the declarant and such pleadings seeking to cover the situation may be on information 
and belief. 640 


The court did not agree with the Board’s statement that the issue involved in a cancellation 
proceeding was whether or not petitioner was damaged by the registration in question. Section 
24 provides that “any person may maintain a cancellation proceeding who believes that he is 
or will be damaged.” There would seem to be a very real difference between a statutory pro- 
vision referring to a belief in damage and a provision requiring proof of damage. Such “damage” 
is always speculative and not subject to precise proof. Ex parte decision in an opposition pro- 
ceeding was vacated, the court holding such action by the Board was without authority. 833 


300.33 Pleading and Practice 


In this proceeding, respondent made a request to amend its registration to delete containers 
from the identification of its goods, but the Board refused to allow such amendment, since both 
at the time of the application for registration of the mark and filing of the cancellation petition, 
respondent was using the mark on containers. Petitioner was entitled to a determination of the 
facts as they were at the time of filing the petition, even though respondent subsequently stopped 
using the mark on containers. There was no evidence that respondent intended permanently to 
abandon the mark. 398 


After termination of the cancellation proceeding, which was dismissed, the Board had 
rendered an ex parte decision cancelling the mark. No appeal was taken by appellee-petitioner 
from decree dismissing the cancellation, therefore, such determination was not before the court. 
However, the court would agree with dismissal if the matter had been properly presented on 
appeal because it did not think there would be any likelihood of confusion as a result of use of 
E-Z OPEN PAK for packaged luncheon meats in a cellophane package and E-z PAK and E-Z OPENER 
for paper bags and paper board containers. 833 


Petitioner failed in its pleading to assert any likelihood of confusion between respondent’s 
registered mark OH NUTS and OH HENRY’S LITTLE BROTHER and petitioner’s mark CHOCK FULL 
o’ nuts. The asserted use by respondent of a registration symbol in connection with the un- 
registered mark CHOC-0-NUTS was not an issue before the Board. 934 


300.33a Petition 


Original petition for cancellation had been limited to two registrations, but the Board had 
held that petitioner could not be damaged by them so long as respondent owned the third reg- 
istration under attack herein. Petitioner had amended its petition accordingly. 232 


300.33b Answer 


After forty days during which an answer should have been filed by respondent, respondent 
was informed that a notice of default had been entered. Respondent then explained the failure 
to file its answer and the Patent Office held it was excusable neglect, and the default was 
vacated. 241 
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300.33c Motions 


If the respondent intended the affidavit to bring a “speaking motion” seeking summary 
judgment under Rule 56(b) as provided by Rule 12(b), the affidavit could not be considered as 
it was based on matters known only to affiant. In any event, respondent’s claim, even if true, 
had no bearing on the question of fraud. The Board must construe pleadings so as to effectuate 
justice in a motion to dismiss, and unless it is certain that a party cannot succeed under any 
circumstances, the motion should not be granted. If the averments in the pleading were not 
constructed as well as they should be, it would not constitute a basis for dismissal. Respondent’s 
final motion based on Rule 10(b) which requires clarity in pleading was denied, since it was 
unnecessary to separately state and number the allegations and claims of the pleading when the 
petition plainly informed respondent of the issues it must meet. Motion denied. 640 


300.33d Evidence 


Petition to cancel the mark GUNS AND HUNTING for magazines was filed by Publishers’ 
Development Corp. which claimed prior use of GuNs Hunting . Shooting . Adventure. Sole 
evidence offer of prior use was the testimony of petitioner’s secretary and a copy of its 
magazine dated June 1957. The secretary, however, had not been an officer or part of the 
management of the corporation during the critical period; her statements as to the dates on 
which the magazine was printed, distributed to wholesalers and ultimately sold was all hearsay 
and based on records which she herself had not kept and on facts of which she had no personal 
knowledge. While the oral testimony of a single interested witness may be sufficient to establish 
prior and continuous use of a mark, the testimony in the instant case was not sufficient. Held: 
Petition dismissed. 66 


Petitioner attempted to establish actual confusion by showing that various inquiries had 
been made to various members of petitioner’s personnel as to its connection with PNEUMANIEZ. 
Its only proof, however, was testimony to this effect by its president, but not by the personnel 
so contacted whose identities were not disclosed. The Board found this testimony to be of “little 
or no probative value herein” and “clearly insufficient for the purpose submitted.” 235 


Under these circumstances, the fact that respondent knew of petitioner’s publication when 
it adopted the name, and even warned its customers not to confuse the two, “is in no way an 
admission that petitioner possessed any trademark rights . . . or that there was any trademark 
confusion involved.” 324 


Petition to cancel dismissed, since registrant’s use of BOSCA for wines was prior to peti- 
tioner’s use of GIOVANNI BOSCA for wines. 629 


Respondent submitted an affidavit by its president stating that the mark was used since 
1924, a date prior to petitioner. This affidavit raised a question of fact in attacking an averment 
in the petition and could not be considered in a motion to dismiss. 640 


Further, any rulings of Insurance Commissioners of various states, in regard to the likeli- 
hood of confusion between trade names, including HERITAGE as a feature thereof is in no way 
binding in the Patent Office. 835 


Priority of use may be established by uncorroborated testimony of a single witness, if the 
testimony is sufficiently circumstantial, definite and otherwise convincing, but the testimony in 
this case was insufficient to satisfy the requirements. The petitioner was unable to satisfy the 


Board that it used the term BABY SITTER as a trademark prior to applicant. Petition dismissed. 
1010 


300.33e Defenses 


Opposer had constructive notice of applicant’s registered mark since 1948 and was therefor 
estopped from bringing a cancellation proceedings after a delay of twelve years. 139 
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The equitable defense of laches is not available when the adverse party is claiming that the 
registered mark is descriptive and not proper material for registration. Further, failure to bring 
a counterclaim for cancellation in a prior proceeding is no bar to bringing such action later. 

142 


As further and separate grounds for denial of the petition, the Board pointed out that 
respondent had used BLUE RIBBON for fresh fruits long prior to the assignments in question and 
prior to petitioner’s own use of the mark on canned vegetables, canned fruit and spaghetti. It 
held that this use of fresh fruits, and respondent’s registration of BLUE RIBBON for fresh fruits, 
would stand as a bar to petitioner’s registration of its mark. Petition denied. 233 


See also 200.57A. 855 


300.35 Damage to Petitioner 


Since respondent and petitioner are in direct competition, respondent’s registration of 
FARMINGDALE is inimical to petitioner’s superior right to use the term to describe a particular 
formulation; therefore, the cancellation petition was granted. 136 


See also 200.90. 325 


Since petitioner never used his name in connection with soft drinks, it was held to be 
unlikely that respondent’s trademark FANTA would in any way suggest a connection with or 
disparage petitioner. 400 


The applicant’s counterclaim for cancellation of opposer’s registration was also dismissed, 
since the petitioner must prove that he will be damaged by the registration. Petitioner must 
show some special interest in the registration other than any he might possess merely in com- 
mon with other members of the general public, and mere reliance by opposer on its registration 
as the basis for the opposition, does not constitute legal damage to applicant. 401 


Since petitioner claims the right to use the design, it has standing, as it would be damaged 
by the continued existence of the registration with the presumptions afforded it by the statutes. 
The fact that petitioner does not seek to use the design as a mark does not bar it from relief. 

639 


Averments of damage based on refusal of the Examiner of Trademarks to register peti- 
tioner’s marks over those of respondents cannot serve as the sole basis of damage, but they were 
not stricken from the pleading because they were intertwined with petitioner’s allegation of prior 
use and likelihood of confusion, and were not so objectionable that they should be stricken. 640 


The court did not agree with the Board’s statement that the issue involved in a cancellation 
proceeding was whether or not petitioner was damaged by the registration in question. Section 
24 provides that “any person may maintain a cancellation proceeding who believes that he is or 
will be damaged.” There would seem to be a very real difference between a statutory provision 
referring to a belief in damage and a provision requiring proof of damage. Such “damage” is 
always speculative and not subject to precise proof. 833 


It pointed out, however, that even assuming arguendo that petitioner’s mark is descriptive, 
its prior use would be sufficient to preclude applicant’s registration of a similar mark, since the 
presumptions afforded by the registration would interfere with petitioner’s right to continue 
this use. 834 


300.4 APPEALS 


The order of the Commissioner was not before the Board and could not be collaterally 
attacked in an appeal from the Board’s decision. Section 21 of the Act of 1946 provides for 
appeal to this court from the Commissioner’s decision, as well as those of the Board and no 
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such appeal having been taken from the Commissioner’s order, the court had no authority to 
review it. 470 


300.41 Commissioner of Patents 


The final decision rendered by the Trademark Trial and Appeal Board, after taking testi- 
mony and oral argument, dismissing petitioner’s request to cancel registration of The Coca-Cola 
Company, is not subject to petition under Rule 2.146. Petitions, to invoke supervisory authority 
of the Commissioner to review registrant’s trademark file, will not be permitted unless a clear 
abuse of discretion is shown. 404 


The Commissioner will exercise his authority under Rule 2.146 only where there has been 
a clear abuse of discretion. Further, any question of doubt as to the amendment is resolved 
against the registrant. 925 


300.42 Trademark Trial and Appeal Board 
See also 300.24. 140 


The general rule is that a decision is appealable if the judgment or decree puts an end to 
the case, deciding all points in controversy, leaving nothing to be judicially determined except 
to enforce execution. But, where an order merely vacates a default, according to Rule 55(a) 
FRCP, and the case is left pending for further disposition, the order is akin to an order grant- 
ing a rehearing or new trial and is interlocutory and non-appealable. Motion denied. 241 


300.44 District Court 
See also 100.67. v. 54, p. 129 


In reviewing a Patent Office cancellation proceeding, the court accepts as controlling the 
Patent Office’s finding of fact unless there is convincing evidence to the contrary. In this case, 
the court found contrary to the Board on the defendant’s counterclaim on the question of con- 
fusion because of new evidence which was not before the Patent Office in the prior proceeding. 

133 


See also 100.32. 394 


Opposer who was dissatisfied with Board’s decision brought suit in the District Court which 
was considered under provision of 15 USC 1071 dismissing its opposition. An action under 15 
USC 1071 is intended to be a trial de novo and dissatisfied party may offer additional evidence. 
The Patent Office decision is controlling unless the contrary had been established by testimony 
which in character and amount carries thorough conviction. The court cannot freeze the record 
on the proceeding before the Board. But, a party cannot raise issue that had not been raised 
in the Patent Office. The issue of likelihood of confusion had been raised and just because no 
evidence was introduced to support it, does not mean that the contention was not considered on 
the merits by the Patent Office. 820 


It rejected the plaintiff's argument that the defendant was bound by the cancellation pro- 
ceeding as to all matters which could have been decided upon the grounds that the action in the 
District Court was de novo under 35 USC § 146 and 15 USC $1071. It supported this holding 
by finding that the defendant’s use of IMPERIAL was continuous and extensive from its date of 
first use. 825 


Under 15 USC 1071(b), plaintiff brought this action for a trial de novo on the question 
of likelihood of confusion. The Patent Office had previously ruled against allowing the regis- 
tration of 2Np pEBUT for a moisturizing cosmetic lotion since it resembled the already registered 
marks LE DEBUT and LE DEBUT NoIR for similar cosmetics. In order to overturn the decision of 
the Patent Office, the evidence must carry a thorough conviction that the Patent Office erred. 
In this case, the evidence did not carry such a conviction and the plaintiff's complaint was 
dismissed. 1004 
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400. CONFUSING SIMILARITY—PATENT OFFICE PROCEEDINGS (Also see Courts 
Section 600 and Word List pages 33 to 39.) 


400.1 In GeNnERAL 
See also 200.57. 322 


The goods of the parties are of the same type, are sold through the same channels of trade 
and to some industries which purchase and use opposer’s SILCO-FLEX insulation. 628 


400.la Confusion 


Application to register COLEKNIT BY RICHARD COLE for ladies’ dresses, skirts, blouses, coats, 
suits and shirts was opposed by the owner and prior user of the mark COLE OF CALIFORNIA for 
ladies’ swim suits, beach wear and sportswear. Opposer’s evidence showed extensive use of 
COLE by itself in its promotional and advertising material as well as extensive sales under its 
COLE OF CALIFORNIA mark. The Board found that the dominant feature of applicant’s mark was 
COLEKNIT by which purchasers would identify applicant’s goods. coLE in turn is the dominant 
portion of this. BY RICHARD COLE was used as a trade name and would be recognized by pur- 
chasers as such. The Board found confusing similarity. 229 


He pointed out that opposer also had used pet with other prefixes—in the marks PET-LAC 
for milk powder and pet-riTz for frozen pies—and in view of these two marks and opposer’s 
long established use of Per in the dairy field, confusion was likely. 231 


The Board concluded that the inclusion of opposer’s mark PENN DUTCH in that of appli- 
cant’s mark HICKORY VALLEY PENN DUTCH FARM is likely to cause confusion of source. 242 


Both products FERAPLEX and GERIPLEX are dietary supplements sold over the counter in the 
same outlets to the same purchasers. Customers would ordinarily expect both to emanate from 
the same source if sold under similar marks even though they are made up of different chemical 
formulas; applicant’s being in tablet or liquid form, while opposer’s is in a capsule form. 
Opposer is not restricted to use in any one form. 242 


Both marks T-BONES and LAZY BONES involved the word BONES and a representation of a 
bone, and even though they have different literal meanings, the Board found that confusion 
would be likely if application were allowed. 243 


Fine silverware and chinaware are displayed together, marketed through the same channels 
of trade and sold to the same class of purchasers. The Board found that confusion was likely 
to result if the same identical marks ROYAL CREST appeared on chinaware and silverware. In 
connection with possibility of confusion, neither party manufactures the goods, and customers 
would look to the merchandizers, rather than manufacturers. 243 


Applicant completely appropriated opposer’s mark viva which was found not to be descrip- 
tive or generic when applied to cosmetics. vIvA vio so resembled opposer’s mark that confusion 
was found to be likely. 403 


The frequent use of the prefixes pi and pIA in chemical compositions is not known to the 
general public, and although DIAPARENE is suggestive, the marks DIAPHENE and DIAPARENE must 
be compared in their entirety. They are so similar in sound and appearance that confusion is 
likely to occur. 473 


Under all the circumstances of the case, the Board found that those who were familiar with 
opposer’s PLAYBOY might readily be confused into thinking that applicant’s bars PLAYBOY-BAR 
originated with opposer. 475 


Applicant’s mark ESKI CAP contains ESKI as the prominent feature; it is the prominent 
feature of two of the registered marks. And, EsKI is a shortened version of ESKIMO which is 
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the entire other registered mark. The resemblance is so close that confusion would be likely to 
occur, particularly since caP is merely the name of applicant’s goods. 476 


The Board held that sLEEx on girdles, and men’s and boys’ slacks might cause confusion of 
origin as to the goods. It is common knowledge that women purchase their children’s clothes 
and purchase, or are present, at the purchase of men’s clothes and that confusion was likely. 

481 


The court upheld the Board’s decision that there are sufficient similarities in the marks 
CORAL and BLUE CORAL and the products and services of the parties so that likelihood of confusion 
is not precluded. 627 


Oppositions sustained. The Board found microtrak for electrically and electronically con- 
trolled graph records, equipment used to measure and record linear distance confusingly similar 
to the prior registered marks TRAK and AIR TRAK and trade descriptions TRAK MICROWAVE and 
TRACK MICRO-NEWS for communications equipment and parts. The Board held the addition of 
the prefix MICRO to TRAK was insufficient to distinguish applicant’s mark MIcRO-TRAK from 
opposer’s registered mark TRAK per se, and/or to distinguish it from opposer’s other pleaded 
trade designations. 644 


It then found the goods similar, and the two marks FLICK-R-FLAME and FLICKER FLAME 
identical in legal contemplation. Petition granted. 834 


These registrations established opposer’s prior right. The goods being similar (i.e., used 
in laundering) and the marks JIFFY RINSE and jiFFy almost identical, confusion was found likely 
and the opposition was sustained. 837 


The marks DOLLAR SAVER, DOLLAR, and “$,” are confusingly similar. Purchasers would be 
likely to assume some trade connection between products bearing these marks. 841 


It ruled that although KANSAS FARMER and THE FARMER-STOCKMAN, opposer’s and appli- 
cant’s magazines, had existed side-by-side for many years, applicant’s insertion of the word 
KANSAS into its title had created a mark, THE KANSAS FARMER-STOCKMAN which was confusingly 
similar to that of opposer. Even though in the application “KANSAS” appears in smaller type, 
other formats have been used and, in addition, the magazine has been advertised over radio. 

845 


Refusal to register affirmed. The surname “Miller” constitutes the prominent feature of 
both marks MILLER MAID and I. MILLER, and the identity of the marks is such that if they were 
used on identical goods, confusion would be likely. 848 


Registration refused. The Board found that the marks GaB 365 and Loom 365 sought to be 
registered included as a prominent distinctive feature thereof the numeral “365,” the whole of 
one of the cited registrations THE ‘365’ suit and ‘365.’ In addition, applicant’s abbreviated form 
GAB meaning gabardine, and Loom meaning the art of weaving, were found merely descriptive 
as applied to applicant’s goods. The Board, therefore, held that purchasers would be likely to 
be confused on encountering wearing apparel under these marks and would attribute them to 
the same producer. 936 


Viewed in their entireties, and recognizing that doubts must be resolved against the new- 
comer, the Board ruled that the two marks DYNATHANE and DURETHANE were confusingly 
similar. 1011 


400.1b No Confusion 
See also 200.72. 235 


The house mark was combined with sup-PANTS so that they were indivisible. The same 
double “P” in Kuppenheimer was used in sup-PANTS. The marks KUPPENHEIMER SUP-PANTS 
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and SUPP-HOSE when regarded in their entireties differ in appearance, sound and meaning. The 
court stated that although the mere addition of a house mark to one of two confusingly similar 
marks has been held insufficient to prevent a holding of confusing similarity, different consid- 
erations apply where, as here, the two portions of one of the marks are completely integrated 
and not readily separable. 319 


The Board found Tassy and TRay to be sufficiently different in appearance, sound and con- 
notation, and it found no likelihood of confusion. 324 


Moreover, applicant does not separate the syllable. Whether opposer’s marks OS-FEO-VIM, 
OS-FEO-CAL, 0S-QUIN-300, oS-vIM and oOS-CAL be considered separately or as a family, they differ 


substantially from applicant’s mark OSFULVIN in sound and appearance. Confusion is not likely. 
396 


See also 200.22. 397 


Considering the marks SEALFLEX and SILCO-FLEX as a whole, excepting the suffix, the Board 
found no likelihood of confusion. 628 


It noted that through decades of concurrent use, no actual confusion was evidenced, due in 
large measure, the court observed, to the highly discriminating nature of the customers. 635 


See also 200.72. 644 


Held: the differences between the marks FILATURES DES 3 SUISSES and SUISSE are sufficient 
to avoid likelihood of confusion. 836 


As to RED CUP and RED BAG, the Board found the two marks to create entirely different 
commercial impressions so that confusion was not likely. 840 


The goods of the parties were admittedly competitive and the sole issue was likelihood of 
confusion. Opposer uses on its labels the language “sIMONIZE LOCK AND KEY FLOOR FINISH (or 
POLISH REMOVER)” above the legend “new PERMACRYLIC product.” It contended that applicant 
had adopted a portion of each of opposer’s marks and combined them: PERMA LOK. The Board 
rejected this argument stating that there was no evidence to show that purchasers would assume 
the connection. 852 


See also 200.57. 1009 


400.4 Crass oF Goops 
See also 400.1a. 242 


Pants and hosiery are so related as to cause confusion if marketed under confusingly similar 
marks, but the court found that the marks KUPPENHEIMER SUP-PANTS and SUPP-HOSE were not 
confusingly similar. 319 


The respondent’s fiberboard used for containers as it appeared in respondent’s registration 
was found to be substantially an identical kind to petitioner’s registration, and that respondent’s 
rc on fiberbord containers so resembled the essential feature of petitioner’s mark R. Cc. CAN 
COMPANY and trade name that confusion would be likely. 398 


Applicant’s molasses and opposer’s table syrup are sold in the same outlets, to the same 
class of people, and there is no question but that confusion would arise if the products were sold 
under such similar marks as PLANTATION and OLD PLANTATION. 474 


The Board’s dismissal of opposition reversed on appeal. An application to register voGUE 
for greeting cards was opposed by the owner of the mark vocuE for a fashion magazine. 625 


Decision sustaining opposition affirmed. In regard to similarity between the goods them- 
selves, it was held that while earlier decisions distinguish between wines and distilled alcoholic 
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bevarages because they are not directly competitive, no such distinction can be made between 
distilled alcoholic beverages such as vodka, brandy and cognac. 625 


The Board found that applicant was a federation of state and regional associations of con- 
sulting engineers which offered no engineering services itself, having for its objective the 
promotion and safeguard of the ethical standards of engineering and the aiding in the advance- 
ment of the science of engineering through educational and research activities. The Board 
found, however, that individual members performed engineering consultant services in the auto- 
motive and diesel engine fields, noting, however, that such services were relatively expensive, 
were performed for municipalities, firms and contractors hiring such services only after careful 
consideration and with more discrimination than is involved in the purchase of particular 
products. 629 


Dynamics argued that prior to the offering for sale of the transactor, Time’s products were 
exclusively in the time equipment field and that Dynamics had pre-empted the electronic and 
data processing field by its use of STROMBERG-CARLSON since 1895. 633 


Time contended that the description of the goods in the application was unnecessarily broad 
and vague and sufficient to include its earlier products which it contended could be broadly 
defined as data processing equipment. 635 


Application to register woop-coop for a wood preservative was successfully opposed by 
the owner of the registered marks woop LIFE, WOOD YOUTH, WOODHEALTH and WooDLUBE for 
wood preservatives. The products being similar the sole question was found to be one of con- 
fusing similarity. 644 


The Board had found that there was a genuine issue of fact as to whether or not appel- 
lant’s goods, stationery binders, and appellee’s goods, woven and welded wire products, were 
so dissimilar that there was little chance of purchaser confusion, but dismissed the opposition 
on the merits after time for presenting evidence had expired. 820 


Opposer based its position on the theory that in this era of wide diversification of products 
by large business enterprises, purchasers familiar with its THREE FEATHERS whiskey would 
assume a trade connection between opposer and the TWO FEATHERS line of products. 851 


Opposition sustained. The Board held that Twa is very well-known in the trade and by 
the public for its transportation system and related food service. Opposer operates and controls 
substantial food services throughout the world, and to supervise a uniform quality, opposer 
purchases some foods identifying them as packed and prepared for twa. The fresh produce 
identified in this way includes apples. 937 


But, the Board pointed out that these goods are entirely different from the goods upon 
which opposer uses its mark ELTRONIK and from the goods recited in applicant’s application for 
registration of ELTRON and accordingly has no bearing on the case. 1008 


400.4a Confusion 


Opposition was sustained. Application to register NUMoL for a pharmaceutical product for 
the relief of coughs, colds and bronchial irritations was opposed by Plough, Inc., registrant of 
NUJOL for mineral oil and mineral oil compounds for pharmaceutical purposes. The Board 
found that there was such a likelihood of confusion as to the source of the product and pointed 
out that the dissimilarities in packaging, color, odor, etc. could have no bearing on the decision 
of that question. The similarities were likely to cause confusion or mistake. Purchasers would 
be likely to. assume that the goods emanated from the same source. 64 


On the issue of likelihood of confusion, the Board held that even though one product sPACE 
was for men and the other Espace for ladies, they are so closely related in kind that purchasers 
would attribute to them a common market origin. 139 
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Opposition sustained. Application to register DANART for children’s outerwear was opposed 
by the registrant of DAN RIVER and a long series of trademarks embodying DAN for piece goods 
and/or textile fabrics. The other marks owned by registrant included DAN PLAID, DANSHEEN, 
DANTONE, DANTWILL, GABRADAN, DAN MASTER and others. Opposer’s fabrics are used in the 
manufacture of various kinds of clothing, including children’s outerwear, and its marks have 
appeared on the finished products on labels and hang tags supplied by opposer. Opposer has 
advertised its house mark in consumer publications as well as in trade journals. 230 


Application to register HALLMARK for blank checks was opposed by Hallmark Cards Inc., 
registrant of HALLMARK for greeting cards and numerous other items in the paper and graphic 
arts field including merchandising tickets, tags, ribbon, calendars, stationery, date books, 
wrapping paper and note paper. 230 


He found the marks oxytrot and oxypot substantially similar in appearance and sound (as 
indeed had the Board) and found that the fact that opposer sells soaps and fabric finishes to 
the textile industry would lead purchasers to believe that the two products emanate from the 
same source. 232 


Among opposer’s products is a quick dissolving sugar for use in alcoholic beverages, and 
the carton for this product contains a picture of a cocktail. Opposer showed that in at least 
seventeen states and the District of Columbia alcoholic beverages can be sold at retail through 
the same channels of trade as food. It claimed that under all the circumstances, customers 
seeing the DOMINO mark on gin would be likely to think that the gin was in some way associated 
with the producer of DOMINO sugar. DOMINO is exceedingly well-known in the trade and “having 
achieved such a degree of celebrity, opposer is entitled to preclude the registration of DOMINO 
by a subsequent user not only for closely related goods but for such goods which the public is 
likely to assume emanates from or is in some way connected with it.” 236 


Opposition sustained. As an incident to its restaurant business, opposer operates a retail 
establishment for the purchase of canned foods, delicacies and other products, while applicant 
operates a mail order merchandise business selling many diverse products sold under the manu- 
facturers’ trademarks. The Board found that people familiar with opposer’s restaurant and 
retail business might well be confused upon encountering applicant’s “21” cLus retail purchasing 
plan and believe it to emanate from plaintiff. 238 


Opposition sustained. Although the meaning of applicant’s mark AvA meaning Aviation 
Visual.Aids differs from opposer’s AVA meaning Activity Vector Analysis, the fields of enter- 
prise are closely related since both parties deal in booklets, visual aids, etc., used by executives 
in training personnel, and opposer renders service in the field of air transportation. 239 


Fine silverware and chinaware are displayed together, marketed through the same channels 
of trade and sold to the same class of purchasers. The Board found that confusion was likely 
to result if the same identical marks ROYAL CREST appeared on chinaware and silverware. 243 


“While we appreciate the argument regarding the specific differences in the goods, coupled 
with the contention that the purchasers are discriminating, we are not convinced that these 
considerations are sufficient to preclude a likelihood of confusion.” 317 


See also 400.1a. 627 


Opposition sustained. The Board found that the products are closely related in that the 
products of both parties maintain sanitary conditions; that they could be sold through the same 
channels of trade, although they were not, and that they could be used by the same industrial 
concerns. If the products were sold under the similar marks WARCOCIDE or WARFICIDE, the 
Board found that confusion would be likely. 642 


Opposition dismissed. The Board found that while opposer’s RECTI/RITER recorder was 
specifically different from TECHNI-RITE, the recorder sold by applicant, manufacturers are not 
limited to a single type recorder, and that low frequency analog recorders, sold by opposer, and 
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high frequency analog recorders and event recorders, as sold by applicant, might well be assumed 
to originate from a single source if sold under a confusingly similar mark. 643 


Held that HERITAGE was infringed by the use of AMERICAN HERITAGE since the addition of 
the adjective was insufficient to distinguish the defendants’ mark in the trade. 826 


Moreover, if MoToM were used by respondent for mowers, which is possible under the 
broad category of agricultural machinery, confusion would be even more likely as there would 
then be MoTomM mowers. 842 


In view of the close similarity of the marks CLOTH OF ARMOR, and ARMOR and ARMOR CLOTH 
and the goods of both parties, the Board found that the same purchaser might well encounter 
the marks of both parties in the market place and be confused as to origin. 1007 


Refusal to register affirmed. The Board found that the use of the identical marks UNCLE SAM 
on such closely related food items, which are sold in the same retail stores, to the same class 
of people, was reasonably likely to cause confusion. 1008 


Opposition sustained. The Board held that piece goods and articles of apparel made there- 
from, in this case brassieres, etc. are so intimately associated by the public that confusion 
would be likely to occur if registration of applicant’s ALOUETTE for piece goods were allowed, 
even though applicant contends that the piece goods are sold to manufacturers of ladies’ outer- 
wear garments exclusively. The application for registration was not so limited. 1011 


400.4b No Confusion 


Opposition dismissed. Application to register CHEMIFLEX for mechanical seals for rotary 
shafts was opposed by Garlock Inc. registrant of CHEMISEAL for plastic jacketed gaskets, and 
of CHEMELEC for electronic components. Opposer was a piror user of CHEMISEAL for mechanical 
seals having various applications. The Board ruled that the key question was similarity of 
CHEMIFLEX and CHEMISEAL, and that opposer’s use of CHEMELEC for electronic components, sold 
to a different class of purchasers, did not affect the likelihood of confusion. 63 


The Board ruled however, that considering the differences between the goods of the parties’ 
marks SIREX and IREX there was no likelihood of confusion. 140 


The Board found no likelihood of confusion since the mark IMPERIAL is used on such 
different food products as dessert powder and sugar even though dessert powder contains 
sugar. 141 


The Board found a clear difference in goods between applicant’s highly technical industrial 
product OXyTROL and opposer’s household cleanser oxypoL, and was not influenced by the fact 


that opposer sells other products to industry and applicant sells other cleansers to consumers. 
232 


While observing that the fact that goods and services offered by the opposer and the 
services of the applicant are relatively expensive and are purchasd with care and discrimination 
is not itself controlling on the question of likelihood of confusion, it held that this was never- 
theless a factor to be considered which in conjunction with a consideration of the differences 
in the services offered and in the character of the respective marks required a holding that there 
was no likelihood of confusion and thus no damage to the opposer. 630 


Conceding that opposer’s mark THREE FEATHERS has national stature, it nonetheless held 
that opposer could not preclude others from using a similar mark in an unrelated field of enter- 
prise. It stressed the differences in the goods, and stated that even if both marks TWo FEATHERS 
and THREE FEATHERS were sold in the same outlet, this would not lead to confusion. Opposition 
dismissed. 851 


Opposition dismissed. The opposer argued that both parties are selling what is generally 
designated as machinery, and that because of the substantial identity of the marks w J within a 
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circle, confusion was likely. The court ruled to the contrary saying that to uphold such an argu- 
ment would mean that all machines are of the same descriptive properties, but that is not the 
law. Opposer’s products are office supplies and applicant’s products are completely unrelated 
to them. 846 


400.5 Basis or RELier 


Opposition and cancellation were dismissed. Applicant filed to register OCEAN STAR for 
watches and parts thereof in combination with a many pointed star relying on alleged ownership 
of its registered mark OCEANSTAR. Opposer petitioned to cancel the registration and both op- 
position and cancellation were combined in one proceeding. In comparing applicant’s marks and 
opposer’s marks STAR W.C. CO. and STAR WATCH CASE COMPANY, the Board found that they were 
dissimilar and would not be likely to cause confusion. 138 


See also 200.57a. 843 


Extensive advertising has been done to bring the food service operation before the public 
eye. It was found the opposer’s TwA is arbitrary and fanciful and that the opposer has a pro- 
tectable interest in the mark sufficient to preclude subsequent registrations for all products even 
noncompeting goods, if the goods are likely to cause confusion as to source. 937 


400.51 Appearance 
400.5la Confusion 


Capital letter “I” in a hexagon for transistors and diodes confusingly similar to capital “I” 
in an oval or O for various glass products. The court found likelihood of confusion in that the 
two symbols “leave a similar and dominant impact” on the mind of the consumer and are 
both “arbitrary in their application as trademarks for the goods of the respective parties.” 316 


The Court of Customs and Patent Appeals held that NYLAFLEX and NYLAFLOW were con- 
fusingly similar in meaning, and had “a remarkably close physical resemblance.” 317 


See also 400.4. 398 


Opposition sustained. Opposer was the prior user of the trade name soko. for grocery 
items and this use was sufficient to preclude registration by a subsequent user of the same or 
similar word, whether or not the later party’s use was that of a trademark. The goods of the 
parties comprise grocery items and are sold in the same retail outlets to the same class of 
people. The Board found, therefore, that confusion was likely. 641 


RACK’N ROLL was not similar in sound or appearance to petitioner’s mark FOLD-N-ROLL, and, 
therefore, would not be likely to cause confusion. 837 
While the suffix “rama” was held to be somewhat suggestive in the motion picture field, 
the Board found that similarity of the two marks CIRCARAMA and CINERAMA as a whole in 
sound and appearance are so close that confusion is likely. Board observed that the first two 
letters of the marks are the same and that each one contains four syllables. 839 


Opposition sustained. The marks TOTE-A-CRIB and PORT-A-CRIB are somewhat similar in 
appearance and sound, but are exactly similar in connotation or meaning, and, therefore, are 
likely to cause confusion if applicant is allowed registration. 850 

The majority found the two marks FIREBIRD and FIRE BALL to be similar in both sound and 
appearance. 851 

Although it conceded that the two marks FLATSEAL and FLASHSEAL have different meanings, 


the Board relied on the strong similarity in sound and appearance and found confusion to be 
likely. 853 


See also 400.4a. 1007 
See also 200.57. 1010 
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Opposition sustained. The Board held that the marks MAINVITE and MANIVITA were sub- 
stantially similar in sound and appearance, and even though the marks may have had different 
suggestive connotations as applied to the products, confusion would be likely. 1013 


400.51b No Confusion 


Application to register PRELUQUIL for an appetite controlling agent was opposed by 
Sterling, owner of PLAQUENIL, for a hydroxychloroquine sulfate used to treat malaria and 
various other diseases including rheumatoid arthritis and a skin condition. The Board found, 
however, that despite the “possible serious consequences” that could result from confusion in 
medicines, the two marks in question were sufficiently dissimilar in both appearance and sound 
so that the use of both was unlikely to cause confusion. Opposition was dismissed. 68 


The Board found that petiTE for milk, yogurt and cottage cheese and pet for milk and a 
variety of dairy and food products were substantially different in appearance, meaning and 
sound. 231 


The Board found that the two marks M-A and m-o, in their entireties, are sufficiently 
dissimilar in sound and appearance to avoid any reasonable likelihood of confusion. 237 


On the basis of visual similarity, the marks FARM CHIEF and OTTAWA FARM CHIEF with 


representations of different Indian heads, when viewed as a whole, were distinctly different. 
399 


Further the Board held the prefixes to be neither legally nor phonetically equivalent. Then 
comparing the marks as a whole, the Board found applicant’s AcRoTIMER differed from each 
of opposer’s marks ATCOTRONIC, ATCOTRAN and ATCOTROL in sound, appearance and significance. 
Nor was the fact that opposer’s marks were occasionally mispronounced found material. 
Accordingly the Board concluded that applicant’s mark was not likely to be mistakenly 
ascribed to an origin common to opposer’s marks. 629 


The court also held that the applicant’s composite mark was not similar to the opposer’s 
in that it contained many components in addition to the word STROMBERG which was not 
emphasized in the mark. 635 


Opposition dismissed. Applicant’s mark NORSE SPUN YARN and representation of a star 
and of a portion of a map of the world, creates a commercial impression distinctly different 
from opposer’s registered marks STAR and STAR MULTILOK and representation of a star, so 
that confusion is not likely. 835 


While the marks E-Z MATE and EASYMATCH differed somewhat in appearance, the similarity 
in sound and substantial identity in meaning was sufficient for the Board to decide against 
registration. 842 


The dissent urged that the two marks FIRE BALL and FIREBIRD while somewhat similar in 
sound, are sufficiently different in appearance, especially as used on the pumps, as to avoid 
confusion. 851 


The Board found the preffix highly suggestive, so the test of confusion was a comparison 
of the marks SURFA.KOTE and SURFA-TONE in their entireties, and here it found substantial 
differences in sound, appearance and meaning—each of the trademarks being suggestive of a 
different quality of the paint. 854 


The Board, after considering the marks zooMEX and zOOMAR as a whole, decided that 
there was no likelihood of confusion between the marks. 856 


Opposition dismissed. The Board held that when considered in their entireties, the marks 
LES-Ivy and Nox-Ivy differed in appearance and sound, that both are suggestive of the goods, and 
that the similarity between them would not be likely to cause confusion. 937 
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400.52 Sound 
400.52a Confusion 
See also 400.51a. 837 
See also 200.72. 839 
See also 400.51b. 842 


Since applicant’s veterinary products were likely to be purchased by veterinarians, who 
also purchase dog food; and since applicant’s mark 1.p.—100, particularly as spoken, completely 
incorporates that of opposer’s i/d, the Board found likelihood of confusion. 848 


See also 400.51a. 850 
See also 400.5la. 851 
See also 400.51a. 853 


Opposition sustained. The Board concluded that the similarity in sound between the marks 
HOURSED and URISED was sufficient to support a finding of likelihood of confusion, and that it 
is of no consequence that the first letters of the marks are different. Both products travel in 
the same channels of trade and are sold to the same class of purchasers. 934 


See also 400.4a. 1007 
See also 200.57. 1010 
See also 400.5la. 1013 


400.52b No Confusion 
See also 400.51b. 
See also 400.51b. 
See also 400.51b. 
See also 400.51b. 629 
See also 200.72. 641 


GOLDEN HORSESHOE and opposer’s other previously registered mark HORSESHOE COLLAR, 
differing in sound and appearance, were held. not confusingly similar. Opposition was dismissed 
and counterclaim to cancel opposer’s mark HORSESHOE was sustained. 645 


See also 400.51b. 854 
See also 400.51b. 937 


400.53 Meaning 


The Board held that the mere fact that the letter marks ava have different derivations and 
intended meanings is immaterial to the question of likelihood of confusion. 239 


Although the marks vir and vim differ only in their last letters, their meanings are different 
even though both are household detergents. 318 


As a general rule similarity between marks as to meaning may alone be sufficient where 
the marks are arbitrary, to indicate likelihood of confusion. TRAY and Box have specifically 
different meanings and are distinguishable in sound and appearance. Any doubt was resolved 
in applicant’s favor. 401 
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400.53a Confusion 
See also 400.51la. 317 


The Board found confusing similarity, basing its decision, not on the similarity caused 
by the use of CENTRI in both marks, but because since JET and SPRAY are synonymous, the two 
marks as a whole have similar meanings. Moreover, opposer had extensively advertised the 
jet feature of its washing apparatus. 838 


See also 400.51b. 842 
See also 400.51a. 850 


Finally, it was held that the identity in meaning between the marks QUICK SHAVE and 
RAPID-SHAVE would be likely to cause confusion if the marks were used contemporaneously. 
Opposition sustained, registration refused and supplemental registration canceled. 935 


See also 400.4a. 1007 


400.53b No Confusion 
See also 400.51b. 231 


OXYTROL, therefore, was intended to suggest oxygen control and the Board found that it 
would convey that meaning to the competent technical people who buy the product. 232 
See also 400.51b. 629 


However, in comparing the marks TECHNI-RITE, and RECTI/RITE and RECTI/RITER, the Board 
held that the only similarity between the marks was in the suffix RITER or RITE which has 
obvious suggestive connotations, and that the marks were not likely to cause confusion to pur- 
chasers of such type goods. 643 


See also 400.52b. 645 


Refusal to register ITALIAN CARTWHEELS for macaroni shaped like wheels was reversed. 
The word CARTWHEEL is highly suggestive of the shape of applicant’s product and the similarity 
in meaning between that portion of applicant’s mark and opposer’s mark WAGON WHEELS was 
held to be insufficient for a finding of likelihood of confusion. Otherwise, applicant’s mark 
differs substantially from WAGON WHEELS. 845 


See also 400.51b. 854 


Opposition dismissed. The Board found that “quick” and “easy” were not synonyms, nor 
did they have similar suggestive meaning, and that the only similarity between the marks 
KWIK-TRIM and E-Z-TRIM was in the common use of TRIM. 1009 


See also 400.51a. 1013 


400.54 Family of Marks 
400.54a Confusion 


It relied on the “family of marks” theory to sustain its contention of confusing similarity 
and the Board upheld its claim. Also the fact that opposer had additional marks not embody- 
ing DAN did not detract from its right to protection of its family of marks. 230 


400.54b No Confusion 


It rejected opposer’s family of marks argument because there was no proof that opposer’s 
marks had been promoted or recognized as such. 141 
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Opposer claimed a family of marks, but no evidence was introduced to show that customers 
under any one of its trademarks were aware of its remaining products and marks. Moreover, 
there was no proof that the term super identifies opposer in the specific field of elevator 
traveling and lighting cable. The complex nature of opposer’s goods, their variety and special 
application, precludes any broad assertion that they are all in the same class—“wire and cable” 
is too broad a category. 469 


The opposer’s claim of damage was based upon likelihood of confusion between applicant’s 
mark ACROTIMER and each of opposer’s marks ATCOTRONIC, ATCOTRAN and ATCOTROL, and be- 
tween applicant’s mark and a purported family of marks characterized by the prefix atco 
asserted to be phonetically similar to acro, the prefix to applicant’s mark. The Board found 
proof of the existence of a family of marks insufficient since there was no showing that the 
marks achieved recognition as a family in consequence of their nature and manner in which 
they had been presented. It further held that inferences of public and trade recognition of the 
family cannot be drawn from advertising referring to products sold under more than one of the 


marks within the purported family, nor can such inference be drawn from their registration. 
628 


Opposer’s contention that it possessed a “family” of trademarks in connection with the 
term TRAK could not be sustained on a record which failed to show such designation had been 
sold, advertised or promoted so as to create or bring about purchasers’ awareness and recogni- 
tion of a “family” of marks originating with opposer. 643 


Opposer also had urged that it owned BEAUTY-TONE and BEAUTY-KOTE and SURFA-TONE 
and the mark which applicant had adopted, suRFA. KOTE neatly fitted into this “family.” The 
Board rejected this argument, however, as there was “not a scintilla of evidence” to show that 
opposer had ever advertised or promoted these marks together or had sought to create a public 
awareness of a family of marks. Indeed, the Board queried, if applicant’s mark is such a 
natural extension of opposer’s family, why had not opposer itself adopted it. 854 


400.55 Channels of Trade 


The Board found that the two products would move in the same channels of trade, being 
promoted to physicians, hospitals, clinics and druggists, and stated that there could well be 
likelihood of confusion if the marks, PRELUQUIL and PLAQUENIL were similar. 68 


Opposition sustained. Applicant attempted to argue that no confusion would arise since 
opposer uses its mark Lucky in the Western part of the United States, whereas applicant is 
located in the East. But, the application herein involved is in no way restricted territorially 
and must therefore be considered as encompassing the entire United States. 474 


See also 400.1. 628 
It further held that while the parties’ products are not identical, they nevertheless are 
similar, move through the same channels of trade and could therefore be assumed to emanate 
from the same source. 631 


400.55a Confusion 


Because of the usual supermarket side-by-side displays, the purchaser can compare the 
marks vIE and vim especially since the advertising of the products has made purchasers aware 
of alleged differences in the products causing them to distinguish between the products by the 
marks under which they are sold. 318 


The products move in the same channels of trade and are sold to the same purchasers, 
and, therefore, would be assumed to originate with the same single source. 403 


See also 200.63. 471 
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Applicant’s product DIAPHENE is sold mainly in bulk form to manufacturers for incorpora- 
tion into their products, but already one household cleansér is advertised as containing DIAPHENE 
and since applicant’s product performs the same functions as opposer’s, there is nothing to 
prevent other manufacturers from making similar’ use of the mark in products similar to 
opposer’s product DIAPARENE. 472 


See also 400.1a. 481 


Since applicant’s cards voGUE are sold on racks in the same type of stores as opposer’s 
magazine VOGUE, and often even on adjacent racks, it is likely that purchasers would assume 
a trade connection. 625 


See also 400.4a. 642 


Since both parties were found to be using the arbitrary term HERITAGE on identical services 
the Board held it unnecessary to consider whether or not, purchasers of life insurance are 
discriminating buyers. It found however, that they are not, since life insurance is bought by 
persons in all walks of life. 835 


Some types of industrial concerns, however, do use both types of apparatus if they have 
their own internal sewage handling plants. Thus confusion as to source could be likely if the 
marks are similar. 838 


The Board rejected applicant’s arguments. The products were found to be similar and 
ultimately to reach the same consumers. Moreover, the Board reasoned that even if weight 
could otherwise be given to the difference in trade channels, the goods in the application are 
not limited to any particular method of distribution and could be sold to wholesalers who are 
normally opposer’s customers. 841 


Since tillers are agricultural machines, in the absence of contradictory evidence, it must 
be assumed that the goods would move in the same channels of trade. Sole question is likeli- 
hood of confusion. 842 


See also 400.52a. 848 


The Board rejected the argument that the products are sold to envelope manufacturers who 
are likely to be skilled in their field, and to know the different products, stating that “being 
skilled in one’s art does not necessarily preclude one from mistaking a trademark for another 


when the marks are substantially similar and cover merchandise in the same general field.” 
853 


Opposition sustained. Flash guns and photoflash bulbs were found to be photographic 
equipment which move through the same channels of trade, to the same purchasers, and if 
marketed under such similar names as ELTRON and ELTRONIK the Board held that confusion 
would be likely. 1008 


Since opposer advertised its panels for use as fencing, it claimed that the products of both 
parties had identical use, that they moved through the same channels of trade, and that registra- 
tion of applicant’s mark FILOPLAST would be likely to cause confusion. The Board agreed with 
opposer holding that the goods were directly competitive and that one can be substituted for 
the other even though the coristruction be different. 1010 


400.55b No Confusion 
Applicant’s particular kind of cable must be ordered according to technical specifications 
and individual situations. Only a few hundred people do the purchasing for this entire industry 
and it would be unrealistic to conclude that they would be deceived into believing that they 
were ordering opposer’s products when they were ordering applicant’s. 470 


See also 400.4b. 630 
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While it recognized that both parties were broadly in the electronics field, the character 
of the customers and marketing channels were sufficiently different so as to preclude, in the 
Board’s judgment, any likelihood of confusion. 633 


These products of Dynamics were found to be sold only to the military or to aircraft 
manufacturers for the military. The court also found that Time had sold only two of the data 
processing systems known as the TRANSACTOR, although it had leased about 40. Upon the fore- 
going the court held that while the instant record indicated that the activities of the parties 
were coming closer than indicated by the prior records in the other two proceedings, it never- 
theless remained of the opinion that the data processing products of the parties were directed 
to different customers of a most discriminating and sophisticated class, and since there had 
been long concurrent use without actual confusion, the court thought subsequent confusion to 
be unlikely. 634 


The court found however that while technically Time’s products might fall within a broad 
definition of data processing, it in fact was not so considered in the industry, that the channels 
of trade and the character of the customers for the products of the respective parties were 
different, and that accordingly no confusion appeared likely. 635 


See also 200.72. 641 


The goods are sold through different channels of trade and so confusion is not likely. 
847 


Shyrock, M. dissented on the grounds that even on the record presented, the goods were 
dissimilar, applicant’s product being a medicinal preparation and substantially different from 
dog food. There was no reason, therefore, to assume that the products would move through 
the same channels of trade, so there was no likelihood of confusion despite the similarity of 
the marks 1.p.—100 and i/d. 848 


400.6 Marks or Tuirp Parties 


Moreover it introduced over fifty third-party registrations for apparel, including pajamas, 
which contain the word MATE or MATES as the suffix. 141 


See also 200.6. 141 


Applicant had submitted a list of third party registrations in the garment field including 
the word DAN to show that opposer could never acquire rights in DAN in that field but the 
Board held that the mere existence of these registrations did not “support an assumption that 
such marks are either in continuing use or that they would have any effect on the mind of the 
public.” 230 


Applicant had introduced numerous third party registrations of pomrNo for other products 
but the Board held that absent proof that these marks were in use, there was no proof that they 
could have any effect on the mind of the purchasing public. 236 


Third party registrations relied on by opposer issued under the 1905 Act or Section 2(d) 
of the Act of 1946 were held to be incompetent to evidence that the marks as a whole disclosed 
in such registrations were descriptive, deceptively misdescriptive or deceptive. 238 


Further, opposer is not estopped to contend that it would be damaged by applicant’s 
registration of “21” cLuB because opposer had not objected to the use and registration of other 
third parties of similar marks for other products since applicant is not in privity with such 
third parties. 238 


The mere existence of numerous third party registrations using “hide” or “hyde” does 
not warrant the conclusion that the public would not be deceived. 320 
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Applicant introduced evidence of numerous uses by others of the word TREAT in connection 
with pet food, and the Board concluded, and opposer conceded, that TREAT is merely descriptive 
as applied to foods. 324 


See also 200.90. 399 
See also 200.72. 401 


SUPER is a weak and common prefix and has been used by third parties in this general field. 
470 


Applicant introduced evidence of over twenty third party registrations including the word 
SECRET for cosmetic and toilet preparations. The Board rejected opposer’s contentions that 
such registrations are wholly irrelevant to the question of likelihood of confusion. They can 
be of “some evidentiary value,” and here they indicate “that which is otherwise apparent, 
namely, that the word SECRET is not entirely an arbitrary mark when used as a component of a 
trademark for cosmetics.” 471 


Applicant submitted under provisions of Trademark Rule 2.123(c) copies of more than 
fifty third party registrations for marks including the term Lucky. The Board found only two 
of these registrations pertain to malt beverages, the good involved in the opposition. These 
two registrations were both for marks including the term Goop LucK one of which had been 
canceled under Section 8. The Board held that the term LUcKy was completely arbitrary and 
the evidence of third party registrations was inadequate to show this word lacked distinctiveness 
as applied to malt beverages. 474 


The registrant had built up a substantial good will in the mark PLAyBoy and it was not 
found to be a weak mark because of third party registrations for unrelated articles. 475 


Various third party registrations of voGUE which were not for such closely related goods 
were held not in themselves sufficient evidence of lack of distinctiveness. Third party use is 
only evidence, but not conclusive evidence, on the issue of likelihood of confusion. 625 


Numerous third party uses of FLEX were offered and they were considered in determining 
the likelihood of confusion. 628 


The marks of the parties being, in legal contemplation, identical, the fact that pyna had 
been adopted as a prefix for various other marks was held to be of no consequence on the issue 
of confusion. Although there are two DYNAMATIC registrations by third parties, such were 
for totally unrelated goods, and thus the Board held the two registrations to be insufficient to 
establish DyNAMATIC as a weak mark. 631 


See also 200.72. 641 


Applicant introduced a number of third party marks having the prefix warr or the suffix 
CIDE to show that opposer’s mark wARFICIDE had no trademark significance, but the Board held 
that opposer was entitled to the presumptions afforded its registration. Third party registrations 
were held to be of no particular significance when the marks considered in their entireties were 
found to be confusingly similar. 642 


See also 200.57. 644 


A registration to a third party of CENTRI-JET for pumps also was held not to be available 
to aid applicant unless applicant could itself be in privy with or the successor in interest to the 
owner of that mark. 838 


Marks of third parties containing “easy” for electrical equipment or supplies as referred 
to by applicant, would only be pertinent if the identity of the marks E-z MATE and EASYMATCH 
were confined to their initial portions alone, but this is not the case here. 842 
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Thus the various third party registrations of similar titles were accorded no great weight 
in this proceeding. The Board sustained the opposition. 845 


The Board rejected applicant’s argument that the letters “i” and “d” lack distinctiveness 
finding that even though there are abbreviations which consist of ID in various forms, the com- 
bination in connection with dog food is wholly arbitrary. 848 


That others have obtained registration for the surname “Miller” for clothing items is not 
controlling on the issues. 849 


Opposer’s long use and extensive advertising and recognition in the trade were recognized, 
but applicant had put in evidence showing that numerous third parties had used the prefix 
SURFA or SURFACE or variants thereof for paints and similar items. 854 


The fact that registrations for UNCLE SAM had been allowed for other food products was 
not controlling, especially, since two of the three third party registrations offered had expired 
and the third was for a different type product, namely, lettuce. 1008 


See also 200.57. 1010 


Applicant introduced nine third party registrations in the coating composition field, each of 
which included THANE as the suffix portion of the mark. It urged that pURETHANE is a “weak” 
mark because it consists mostly of the generic word “urethane” and has as its terminal portion 
the common suffix THANE. 1011 


400.7 Surveys 


Surveys are admitted as exceptions to the hearsay rule. But in this case, the Board found 
the questionnaires and form of conducting the survey were devoid of objectivity and of no 
probative value. 481 


The court found that Dynamic’s rights in the electronic field were limited to STROMBERG- 
CARLSON and had established no right by introduction of inadequate survey or otherwise to 
STROMBERG alone. 633 


Dynamics countered that the electronic industry associates STROMBERG alone with it and not 
with opposer, and submitted survey evidence in support of its position. The court found the 
survey inconclusive since only the testimony of the person planning the survey was taken, 
Dynamics having omitted testimony of interviewers, interviewees, supervisors, and documentary 
evidence such as work sheets, tabulations, etc. 635 


The Board rejected as “wholly insufficient” as evidence of actual confusion a survey sub- 
mitted by opposer which was in the nature of response to questionnaires seeking to relate 
opposer’s recorder to known trademarks where applicant’s mark and marks of third parties 
were erroneously associated with defendant’s products and where only slightly better than 1% 
queried responded. 643 


Its conclusion was supported by plaintiff’s survey, characterized by the court to have been 
conducted under competent supervision and pursuant to the recommendations set forth in the 
“Handbook of Recommended Procedures for the Trial of Protracted Cases” adopted by the 
Judicial Conference of the U. S. and which showed that out of 199 persons interviewed, 169 
recognized the HERITAGE trademark and 79 associated it with defendants’ retail store. The court 
on the other hand found defendants’ survey to be of little weight since the form content of the 
questionnaire was suggestive of a desired objective. 826 


500. COURTS 
500.1 Basis or RELIEF 


Use of the BULOVA mark on the finished watch was a trademark infringement and not in 
the category of a mere collateral reference to identify a constituent in the finished product. It 
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also urged that the “fair use” doctrines of Coty and Champion Spark Plug did not apply because 
the movement in a new case, with new crown and stem was “a new construction” within the 
meaning of Ingersoll v. Doyle, 8 TMR 183, a 1917 decision which had held it was an infringe- 
ment to change the dial of plaintiff’s watch and still use plaintiff’s mark upon it. 60 

The court recognized that equity will protect a trade name in the area which is coextensive 
with its reputation. The extent of the area, however, is a question of fact rather than law. The 
court found upon the evidence presented that plaintiffs’ use of MADEMOISELLE did not extend 
into defendant’s area. Plaintiffs were not protected by their state registration since defendant 
had been using the name MADEMOISELLE prior to the registration. 469 


Since both parties had been concurrently using the same trademark on noncompetitive goods 
for forty years, the court, after considering the equities denied relief to both parties. The 
controversy in the present case was viewed in light of the innocence of each party in adopting 
the same trademark, the length of time each party used the mark and the noncompetitive nature 
of the goods. Because of these factors, the Court of Appeals agreed with the District Court's 
holding that “In the case of identical marks on goods which are closely related but non- 
competitive, mere likelihood of confusion resulting from lawful use of the mark would not 
necessarily justify termination of either party’s rights therein.” 614 


Relief would have been granted to plaintiff, if the plaintiff had had clear priority of use in 
the United States, and if defendants had knowingly infringed upon plaintiff’s rights. The 
plaintiff however, did not have such priority and in addition, delayed in bringing any action 
against defendant. 821 


BUSCH BAVARIAN, as used by defendant, in areas outside of Southeastern Indiana, Southern 
Ohio and Northeastern Kentucky, does not infringe BAVARIAN’S or BAVARIAN’S SELECT as used 
by plaintiff in areas where BAVARIAN’S has not acquired a secondary meaning. 931 


The court held that there was no infringement, or unfair competition, that both parties 
were entitled to use the mark, that plaintiff held its trademark rights including registration in 
trust for defendant and all members in good standing, and that plaintiff was enjoined from 
threatening or harassing defendant, its brokers, dealers or customers and any others because 
they are rightfully using the trademark. 1007 


500.11 In General Article: 792 


The court’s final basis for decision was the finding that the defendants’ establishment was 
not a motel, tolerated questionable activities, offered inferior services, and accordingly irreparable 
injury to an extent far greater than would have been the case were quality products and ser- 
vices offered under confusingly similar trademarks. 617 


As to the second, the possibility of injury to his reputation, Sportswear was held not to 
have presented sufficient proof of likelihood of damage to support a preliminary injunction. 620 


The public was deceived and was likely to continue to be deceived into believing that there 
was some trade connection between plaintiff and defendant. Defendant’s use of the name CYCLONE 
FENCE also constituted an interference and injury to the rights of the public to be free from 
confusion and deception. 621 

The court found that the plaintiff, a non-profit corporation, had created with the expenditure 
of substantial time, effort, money and skill, a giant, educational and artistic show in which it 
had property rights, and which was not and would not be in the public domain until the close 
of the Fair. 624 


500.13 Collective Marks 


Further, in the court’s opinion, plaintiff’s marks should have been registered as collective 
marks rather than service marks since plaintiff renders no service in carrying motorbus 
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passengers, but rather is an association of independent motorbus operators whose members 
render the services. Plaintiff was relegated to his proof at the trial of validity on that 
ground. 228 


500.16 Common Law Marks 


The defendant is not estopped from using its common law right of trademark in the brand 
TILLAMOOK for cheese. 1007 


500.17 Concurrent Use 


Plaintiff, Puritan Sportswear, and defendant, Puritan Fashions both have long been in 
the apparel industry, Sportswear in the field of men’s and boy’s clothes and Fashion in the area 
of women’s and girls’ apparel. Through the years both have sold to department stores and 
other retailers without confusion. When Fashions became a licensee for BEATLE T-shirts and 
other items, Sportswear protested. It claimed that use of the Puritan name in connection 
with such garish merchandise would damage its own reputation for quality. These BEATLE 
items are sold to teenagers, both male and female, and the goods bear the legend Puritan 
Fashions Corporation. Sportswear moved for a preliminary injunction. It also sought a stay 
of a suit brought in the Southern District of California, by Fashions, in which Fashions 
charged Sportswear with infringement because, in recent years, Sportswear has been using its 
name and marks in the field of women’s and girls’ apparel in which area, Fashions asserted 
priority. 619 


500.19 Descriptive and Generic Marks 


The court held that, contrary to defendants’ contentions, plaintiff’s mark BAC-A-BELT was 
valid and not descriptive. 132 


The letters arc are descriptive of the arcwelding process by which worn parts are built 
up to be remachined to standard size, but after considering defendants’ motives, the court 
found that confusion was likely. 228 


In regard to defendant’s defense that plaintiff’s mark was descriptive, the court held 
that it was not descriptive, and that a coined word consisting of two words of ordinary meaning 
could be a trademark. 228 


The question of whether TAPEWRITER is too descriptive to be registrable is a question not 
to be resolved on a motion for preliminary injunction. Also there was some evidence of prior 
party use. 389 


The plaintiff’s claim that it had superior rights in the mark because the mark was geo- 
graphically descriptive and that plaintiff had acquired secondary meaning was irrelevant, 
since there was no finding by the District Judge that the mark was descriptive of the article 
or its origin. 614 


The names CYCLONE and CYCLONE FENCE are not generic or descriptive of any particular 
type fence, but are arbitrary and fanciful when applied to plaintiff’s numerous products. 621 


500.20 Dilution 


Citing cases holding likelihood of confusion sufficient without proof of actual confusion, 
the dissent would reverse, based upon the general similarity of the markets, the medical 
testimony and the likelihood of dilution of the trademark. 615 


The court found that while no rational person would think he was entering a TIFFANY 
jewelry store when he entered defendant’s restaurant, there was actual confusion on the part 
of the public as to whether or not there was a relationship with plaintiff. This relationship 
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may have been assumed because of defendant’s promotional tie-in with the movie “Breakfast 
at Tiffany’s,” and its advertising which played up the very prominent use of the word TIFFANY 
in a script closely resembling plaintiff’s. The court found that defendant’s advertising of the 
mark TIFFANY’s which is generally regarded as synonym for quality, detracted from the public 
image produced by plaintiff’s 5 million dollar investment in advertising, offering low priced 


meals in ads placed on the same pages with advertisements for common type movies. 
1005 


500.22 Dress of Goods 
500.22a Functional Features 


The defendants were held to be estopped by judgment and license to deny validity of 
plaintiff's mark yo-yo, Royal Tops as a result of a consent judgment entered in 1951 in a 
declaratory judgment action brought by its predecessor, wherein the latter admitted the validity 
of the trademark and by virtue of a license agreement between it and the plaintiff authorizing 
its use of yo-yo. The estoppel by judgment was held applicable to the defendant Randy Brown 
since its co-defendant has agreed to pay all of its expense in connection with the lawsuit and 
has exercised control over the suit, while the estoppel by license was held applicable since 
Randy Brown received benefits from its co-defendant from the rights the latter received from 
the plaintiff, and accordingly was held not now to be able to be heard to deny that it had the 
rights to grant. 618 

The court rejected the licensor’s claim that the receiver was estopped because he had 
knowingly acquiesced in the licensor’s actions in terminating both appointments and had know- 
ingly accepted the benefits of the temporary appointments which were thereafter issued. 829 


500.22A Estoppel, Laches and Acquiescence 


On the other hand, defendant, which in defense attacked the validity of the plaintiff’s 
registered trademark, was estopped from denying plaintiff’s right to use the registered mark in 
connection with marketing cheese for those members who continued to give plaintiff their 
consent to use the mark. 1007 


500.24 False Designation of Origin 


The F.T.C. ordered petitioner to indicate foreign origin conspicuously on product and 
advertising. 57 


500.25 False Trade Description 


Defendant enjoined from displaying the CHEVROLET mark or emblem in any way—including 
ads and signs—which might imply that it is an authorized dealer or agent of plaintiff and 
from otherwise representing that it is an authorized agent of plaintiff. 58 

Defendant was permanently enjoined from using the word CHEVROLET as part of his 
business name, and from displaying the name in a manner implying that defendant is a dealer 
or representative of plaintiff. The court found that defendant Smith had competed unfairly 
by his use of Smith’s Chevrolet Service and had caused confusion of the public since Smith 
was in no way an authorized dealer of plaintiff. 130 


500.27 Grade Marks and Style Marks 


It found that plaintiff had presented the word to the public as a style or type of chess set. 
Therefore, it had no trademark rights in FLORENTINE. 829 


500.31 Misleading Statements 


The F.T.C. ordered petitioner to refrain from placing any means in the hands of others 
whereby they may mislead others as to the manufacturer’s age, experience or reputation. 57 
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The court found that the word BULOVA standing alone on the dial was misleading, and that 
the unexplained use of defendant’s mark TREASURE MATES on the display case did not cure the 
defect. It found that in order to be free of misleading statements, the catalog pages would 
have to feature Allerton’s name and mark far more prominently than the BULOvA mark; the 
emphasis would have to be upon defendant’s manufacture of the cases within which various 
well-known movements are placed. The court enjoined defendant from retaining the mark 
BULOVA on the dial unless the word “movement” were added. It also ordered Allerton to change 
its catalog format to feature its own name and indicate quite clearly that the only guarantee 
on the watches was its guarantee, not that of plaintiff. 60 


500.32 Names 
500.32b Corporate and Trade Names 


Plaintiff owned and operated the ALBAN TOWERS HOTEL and leased the drug store in the 
hotel known as the ALBAN TOWERS PHARMACY to defendants. After termination of the lease, 
defendants opened another drug store in the same city calling it the ALBAN TOWERS PHARMACY. 
A preliminary injunction was granted to plaintiff. Plaintiff’s prior right was not based upon 
a property interest, but on prevention of deception on the public. Customers are an asset and 
are no doubt confused by the duplicity. 311 


The first one to use a trademark or trade name within or outside California is the owner, 
but a trade name is not subject to registration in California. While titles are not protected 
by Copyright law, titles are dependent on secondary meaning, and the general law of unfair 
competition applies. 395 


500.32d Surnames 


Under the circumstances the use by defendant of his surname MAX FACTOR on hosiery 
was intended to confuse and deceive the public into believing that the hosiery was a product 
of plaintiff, and that defendant thereby infringed upon plaintiff’s mark which had obtained 
secondary meaning. 58 


The court found that defendants had adopted the name in good faith, it being the family 
surname, and had had no actual knowledge of plaintiff’s marks at the time of adopting this 
name. Plaintiffs, which did not originate and do not have the exclusive right to use HOLLOWAY 
HOUSE in the United States for restaurant services or frozen foods, registered only the dis- 
tinctive trademark HOLLOWAY HOUSE, not the surname HOLLOwaAy alone and, in doing so, they 
did not offer proof of secondary meaning of the surname HoLLoway. Therefore they may 
enjoin only a use which would infringe the combined mark. Defendants, on the other hand, 
have the right to use their surname, in the absence of fraud or bad faith, unless its use, per se, 
will cause confusion. 468 


Plaintiff had the right to use his surname in his business unless he expressly gave it up 
and he had not done so. 622 


500.37 Secondary Meaning Marks 


The court found that REMINGTON was a famous name identifying plaintiff's office machines 
and allied products and electric shavers, and that defendants’ use of REMINGTON on sewing 
machines, radios and massage equipment was an infringement of plaintiff’s mark even though 
plaintiff does not sell those products. 390 


There are many firms which use CADILLAC in their titles, plus many places bearing that 
name, GM’s secondary meaning, therefore, must be limited to the products on which it had 
used the mark and other products “of the same descriptive properties.” Any attempt to prevent 
use on other products would be an unconscionable and illegal effort to monopolize the word 
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capiLLac. No matter how well-known plaintiff’s mark had become, it was a geographical 
and historical mark, and the scope of protection must be that limited. 392 


A trade name which has acquired secondary meaning, that is, has come to be associated 
with the person using it, is protected against infringement and unfair use. A trade name 
identifies one’s business as the source of goods or services and need not be registered to be 
protected as long as it has acquired secondary meaning. 394 


The court found most persuasive that the “nature of its [“FAMILY CIRCLE”’] use on a 
magazine and on a store front are so disparate that although ‘Family Circle’ has a secondary 
meaning, it is only such as to magazines and not * * * to a discount store.” 612 


Defendant was the first user of the name o K in the moving business in and around 
Jackson, Mississippi, but later discontinued the use of the name o K except in the telephone 
book and conducted business under other names. Many years later, plaintiff began use of 
© K for movers in Jackson, whereupon defendant again began using the name. The court 
found actual confusion and that plaintiff, as the senior user, had developed a secondary meaning 
in the name o K having done substantial business in the area and its newspaper advertising 
was often seen in Jackson. 613 


Additionally the court specifically found that through plaintiff's substantial national 
advertising it had established secondary meaning prior to defendants’ first use and certainly 
prior to the acquisition of secondary significance by the defendants, if any, in Alabama, noting 
that denfendants’ advertising had been minimal. National secondary significance was held 
sufficient to support the judgment even in the absence of willful appropriation, the court noting 
that “traditional notions of limited market area * * * are not persuasive in this day of modern 
communication and travel.” 617 


The court also found that the plaintiff had made all reasonable effort to police improper 
usages of its trademark yo-yo with apparent success as evidenced by plaintiff’s surveys indicating 
a “significant association in the minds of a representative segment of the public between the 
trademark yo-yo and the name Duncan,” upon the basis of which the court concluded that 
yo-yo had acquired a secondary meaning. 618 


Plaintiff’s title was found to have acquired secondary meaning supporting an Equity 
Court’s restraint of unfairness when there is a misappropriation for the commercial advantage 
of one person of a benefit of property right belonging to another. 623 


There can be no dispute that the word voGuEe has acquired a secondary meaning in the 
publishing field. 625 


If the terms comprising the mark are understood in their normal sense to be descriptive 
of the product or its ingredients, qualities or characteristics, absent secondary meaning, the 
mark is invalid. FLEXITIZED was found to be descriptive without having acquired secondary 
meaning. 822 


The court found that AMERICAN HERITAGE was not descriptive or generic of early American 
merchandise. It further found that HERITAGE possessed a degree of fancifulness. 826 


On the issue of infringement, the court stated that plaintiff must first show that the mark 
FLORENTINE had acquired a secondary meaning—i.e., that it indicated the source, not the type 
of product. 828 


The question of whether or not secondary meaning could be acquired in four months 
time was only one factor to consider in determining whether secondary meaning had attached 
to the name. 832 


Where in prior litigation plaintiff, owner of registered trademark BAVARIAN’s for beer, 
was held not entitled to an injunction restraining defendant’s use of BUSCH BAVARIAN for beer 
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anywhere except in the area consisting of Northern Kentucky, Southeastern Indiana, and 
Southern Ohio in which plaintiff's mark had acquired a secondary meaning, that prior judg- 
ment bars a claim of infringement in any area of the United States in which BAVARIAN’S has 
not acquired a secondary meaning to denote the beer of plaintiff, in spite of the subsequent 
extension of plaintiff’s sales into such other areas. BUSCH BAVARIAN, as used by defendant, 
in areas outside of Southeastern Indiana, Southern Ohio and Northeastern Kentucky, does not 
infringe BAVARIAN’S Or BAVARIAN’S SELECT as used by plaintiff in areas where BAVARIAN’S has 
not acquired a secondary meaning. 930 


Alfred argued that Alford should not have been awarded priority of use, because ALFORD 
is a surname, inherently nondistinctive which had not acquired secondary meaning prior to 
ALFRED’s entry into the field. 932 

500.38 Service Marks 


See also 500.13. 228 


500.42 Symbols Articles: 865, 969 


500.43 Titles 


The court, however, held the equity is more reluctant to find unfair competition, in use 
of similar book titles than movies or plays because book buyers usually rely on the author, 
rather than on the title. Accordingly defendants were not enjoined from using the title for 
its book since plaintiff had already reaped most of their benefits from the book, but was 
enjoined from selling the motion picture rights since plaintiff, Warner Bros., had spent sub- 
stantial amounts in obtaining the exclusive rights to plaintiff's book and in advertising and 
promoting the movie. 623 


500.44 Trade Libel 


On a motion to dismiss the counterclaim, the court held that Al-Fab, as a complainant 
in an unfair competition suit, had a right to circularize the trade, give notice of the pendency 
of its action, and threaten to sue others, including defendant’s customers, provided only that 
it act in good faith, and not try to intimidate persons who would not be under legal liability 
for using and selling defendant’s products. Since defendant’s dealers would be liable to suit 
by Al-Fab, the first count of the defendant’s counterclaim failed to state a cause of action 
and was dismissed. The second count, however, was held to state a good cause of action. 
While Al-Fab had a right to circularize the trade with notice of its lawsuit, and to repeat 
the allegations of its complaint, this is a limited privilege. If the facts set forth in the complaint 
are not true, then a cause of action in defamation or business libel would exist. Similarly, if 
Al-Fab had not acted in good faith, then a cause of action would exist. Both these issues can 
only be determined by a trial. The motion to dismiss the remainder of defendant’s counterclaim 
was denied. 312 


500.45 Trade Secrets 


The machine was protected as a trade secret because it represented results of special 
knowledge and experience. 315 


500.46 Trademark Use 


The words REGISTERED OWNER as a matter of law, were not descriptive of plaintiffs’ product. 
61 


SUPER performs almost no trademark function and the marks are otherwise dissimilar. 470 
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500.46a In General 


The use of the trade name ALFoRD was in such a way as to create a separate and independent 
impression, and the Board was correct in finding that trademark mark use dated from the 


time ALFORD was displayed in its distinctive fashion, even though it was part of the trade name. 
932 


500.46c Date of Use 


The use of plaintiff and defendant was simultaneous. Even though plaintiff had registered 
its mark, the mark had not been used prior to the time defendant had used its mark. The one 
who affixes its mark to the goods and sells them first is entitled to exclusive use. In this 
case the evidence revealed that defendant’s product was marketed simultaneously with plaintiff’s 
and the court had no alternative but to deny the motion for preliminary injunction. 619 


The appellate court found, as had the court below, that the evidence was unclear as to 
which party had first adopted the similar labels currently used by each of the parties. It 
remanded to the lower court to take new evidence on this point if necessary, ruling that the 
prior user would have the right to bar such imitations. 622 


Alford was the first to adapt the name as a trade name, and, therefore, possessed rights 
superior to Alfred. 932 


500.46d No Trademark Use 


Claim to be the originator of the term, REGISTERED OWNER for business record forms, did 
not itself give it any right to the mark. 61 


See also 500.27. 829 


500.46e Deceptive Use 


The court based this order on a finding that defendant’s use of plaintiff’s marks was 
calculated to deceive the public into thinking they were dealing with an authorized dealer of 
plaintiff. 59 


Defendant used plaintiff's mark on its mattresses in its primary sense without plaintiff’s 
consent. Defendant’s name did not appear on the label, and the conclusion was inescapable 
that defendant intended to lead customers to believe that the mattresses contained 100% 
ACRILAN and that they were manufactured or sponsored by plaintiff. On other mattresses, 
the defendant also used the trademark in the primary sense, but with the defendant’s name, 
and another, with the term NYLON-ACRILAN prominently displayed without any statement as 
to the percentages of the fibers, when actually little or no ACRILAN was used in the mattresses. 
The court held such use by defendant was not in its opinion a fair collateral use of plaintiff's 
trademark within the rule of Prestonettes v. Coty, 264 US 359 (18 TMR 135) (1924). 830 


500.46 Expansion of Business 


The court also took note of plaintiff’s plans to open a pLayBoy key club in Atlanta and in 
its conclusions of law specifically found that defendants had “wilfully interfered with the 
legitimate extension of the business of the plaintiffs.” 59 


The court reasoned that one of an owner’s two enforceable interests is his possible desire to 
expand into the area of defendant’s business. This was held not applicable since Sportswear 
disclaimed any such interest. 620 


Plaintiff, having extended sales of its BAVARIAN’S SELECT beer into 13 states stands, in the 
shoes of its predecessor, in seeking injunction against defendant, and judgments in prior 
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litigation are res judicata on issue as to right of Anheuser-Busch to use BUSCH BAVARIAN for its 
beer in any area in which BAVARIAN’s has not acquired secondary meaning identifying plaintiff. 
Plaintiff having failed to establish that the registered trademark BAVARIAN’S has any secondary 
meaning to denote plaintiff’s beer in any area of the United States other than Southeastern 
Indiana, Southern Ohio and Northern Kentucky is not entitled to injunction or any other 
relief. 930 


500.47 Unfair Competition Articles: 12, 413, 573 


Defendant was held responsible for statements of agents, distributors and their salesmen 
who put the goods in the hands of the public intending to deceive them. 58 


See also 500.1. 60 


This is an action for trademark infringement and unfair competition, brought by the 
Coca-Cola Company which alleged that defendants substituted and passed off other products 
than plaintiff’s when plaintiff’s product had been ordered, without informing the customer 
of the substitution. The court found for the plaintiff in both actions. 62 


See also 500.25. 130 


The only acts of unfair competition claimed by plaintiff were that defendant took ad- 
vantage of plaintiff’s good will and reputation by moving into areas where plaintiff’s product 
has been accepted, and by side-by-side newspaper advertising. Although both parties had been 
selling concurrently in upper New York State for some time, only Rochester where defendant 
began selling one year after plaintiff was offered as proof of invasion of territory. The court 
found that plaintiff was not entitled to relief on the basis of its claims. Side-by-side advertising 
had been going on for twenty years, and defendant only furnished the mats for advertising but 
did not control how they were used. No wrongful conduct on the part of defendant was shown 
but only the natural expansion and development of the mark. If plaintiff had made a diligent 
search, defendant’s use and registration would have been uncovered. Therefore, plaintiff, a late- 
comer as to defendant at the outset must now share the mark with other users and registrants 
as well. The size and investment in advertising does not tip the scale in favor of a latecomer. 
In absence of a showing misuse of defendant’s mark or other wrongful conduct on part of 
defendant, plaintiff must assume the incident of benefit which it confers on defendant by its 
advertising of the mark LAND o’LAKES. Plaintiff’s complaint dismissed. 134 


A state’s laws may not clash with the policy of the federal patent laws, and a state’s unfair 
competition law, therefore, may not impose liability for or prohibit the copying of an article 
which is protected by neither a federal patent nor a copyright. Such an article is in the public 
domain and all are free to make and sell identical copies of it. Where plaintiff had designed 
a pole lamp, but its design and mechanical patents thereon were held invalid, defendant was 
free to make and sell “a substantial exact copy” of plaintiff’s lamp, and this could not be pro- 
hibited as unfair competition under state law. Defendant had been held liable under Illinois 
unfair competition law because its pole lamp was a substantially identical copy of plaintiff’s 
unpatented lamp such that there was a likelihood of confusion as to who had manufactured 
these nearly identical articles. Held: Reversed. “Mere inability of the public to tell two 
identical articles apart is not enough to support an injunction against copying . . . that which 
the federal patent laws permit to be copied.” In order to prevent consumer confusion where 
two or more producers are manufacturing identical products, a state may require that goods, 
whether patented or not, “be labeled or that other precautionary steps be taken,” “just as it 
may protect businesses in the use of their trademarks, labels, or distinctive dress in the 
packaging of goods” by preventing imitation of such markings. However, where an article 
is unprotected by patent, a state may not prohibit copying of the article itself under claim 
of preventing confusion, or award damages for such copying. “An unpatentable article, like 
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an article on which the patent has expired, is in the public domain and may be made and sold 
by whoever chooses to do so.” 217 


State unfair competition law may not prohibit the copying of an unpatented industrial 
design, even though one or more of the copied features are “non-functional” and have acquired 
a “secondary meaning” associated with the original manufacturer. “If the design is not 
entitled to a design patent or other federal statutory protection, then it can be copied at will.” 
Where plaintiff had designed a fluorescent lighting reflector with unique cross-ribs which had 
come to identify plaintiff’s fixtures, and the design patent thereon was held invalid, defendant 
was free to copy and sell substantially identical fixtures even though other choices of ribbing 
were available to it. Even if this did produce confusion as to the source of the articles, state 
unfair competition law may not prohibit the copying as such industrial designs are in the 
public domain “and can be copied in every detail by whoever pleases.” Even though there is 
a right to copy unpatented industrial designs in every detail, a state may, by such requirements 
as labeling, “impose liability upon those who, knowing that the public is relying upon an 
original manufacturer’s reputation for quality and integrity, deceive the public by palming off 
their copies as the original.” That the unpatented article could be made some other way, 
that the design is non-functional, that there may be confusion among customers, or that 
the design has acquired secondary meaning “may be relevant evidence in applying a State’s law 
requiring such precautions as labeling; however, neither these facts nor any other can furnish 
a basis for imposing liability for or prohibiting the actual acts of copying and selling, regard- 
less of the copier’s motive.” 225 


One may not resell another’s product to the general public for its use without the packag- 
ing and labeling originally designed by the manufacturer, thereby omitting necessary informa- 
tion for proper application, and causing customers to be deceived and the manufacturer’s 
reputation to be adversely affected. Defendant’s actions violates section 2354 (6) of New York 
Penal Law, section 6810 (1) of New York Education Law, and 21 U.S.C. 361 by selling single 
bottles of plaintiff’s trademarked Miss CLAIROL HAIR COLOR BATH labeled for the beauty trade. 
Plaintiff is entitled to preliminary injunction since plaintiff showed irreparable damage would 
result to itself and its customers. 229 


See also 500.32b. 311 


One guilty of unfair competition must thereafter keep a safe distance from the borderline 
separating compliance from contempt, and must do more than see how close he can safely 
come before being guilty of unfair competition. 313 


Defendant marketed a doll without any name, similar enough to plaintiff’s dressed doll to 
cause purchaser confusion. The basic outfit of the TaMMy doll, a white trimmed playsuit was 
copied by defendant. Since defendant’s doll was unnamed, it could more easily be substituted 
for the Tammy doll especially when the prospective purchasers were children. However, it 
was not necessary to show efforts to substitute or actual deception to succeed on the motion, 
as the palming off was found in the similarity of dress of the respective dolls. 313 


The album in which defendant’s record was sold was so similar to plaintiff’s that the court 
ruled that confusion was likely. Evidence of actual confusion or intent to pass off is not 
required to sustain a preliminary injunction for unfair competition. The fact that defendant 
discontinued use of the offending jacket after the bringing of the action, was no reason to deny 
the preliminary injunction. 314 


In its advertising defendants unfairly represented and misused plaintiff’s reputation in 
that plaintiff’s product sold under the notation CoIL-wAL, was represented by defendants as 
substantially identical to defendants’ PorTA WAL product as to appearance and mechanism. Thus, 
defendants made use of plaintiff's trade reputation by referring to plaintiff’s trade name. 
Defendants also used other confidential information such as in production know-how, cost data 
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and competitive prospects. The court found that in totality defendants’ actions were unfair and 
unlawful and an injunction was granted to plaintiff. 315 


In regard to unfair competition, fraudulent intent need not be proven, but where the 
evidence requires the inference that defendants deliberately used the name to obtain the 
benefit of plaintiff’s good will, fraudulent intent is presumed. 390 


The court found that defendant had acted in good faith, without fraudulent intent, and had 
not infringed the mark nor competed unfairly. 392 


While California does not accord individual type protection to abstract ideas, it recognizes 
literary property in a particular combination of ideas; these ideas may be subject to contract 
express or implied, and compensation may be recovered where there is an express promise 
to pay before or after disclosure, or circumstances preceding or attending disclosure, together 
with conduct of the offeree acting with knowledge of the circumstances show an implied 
promise. 394 


The claim of unfair competition based on imitation of the station color scheme was also 
rejected on the grounds that defendant had not strictly adhered to red, white and blue itself 
before plaintiff began to market in its area. Furthermore, many other companies in the area 
use those colors too. 467 


As to the unfair competition the court’s finding that defendant had intentionally appropriated 
plaintiff's mark was held sufficient, rejecting the defendant’s connection that fraud must also 
be shown, particularly, though not necessarily, where plaintiff’s mark is a strong one. The 
court also rejected the defendants’ contention that secondary significance of plaintiff's mark 
in the defendants’ market area is prerequisite to relief. 616 


Inadvertent distribution of a single batch of 40,000 circulars announcing that an exclusive 
feature of article was patented, when, in fact, it was not, held not to amount to unfair competi- 
tion where no evidence of a deliberate intent to gain an unfair advantage over competitors. 
Neither was it held to amount to unfair competition for a patent owner whose patent was later 
declared invalid, to charge competitors with infringement or to threaten to sue customers 
of defendant, thereby compelling defendant to indemnify its customers against damages they 
might sustain as a result of such suits, in absence of proof that such charges or threats were 
in bad faith for the sole purpose of destroying defendant’s business. 617 


Defendant’s trademark jc appeared on the inside of the housings for its mirrors. Plaintiff 
placed its own mirror and components of its device in ten such housings to exhibit its product 
to automobile manufacturers. Defendant’s charge that plaintiff unfairly competed in so doing 
was held to be without merit. The court held that there was no possibility of confusion as to 
the source of the products, since plaintiff clearly promoted its product as being better than, 
and different from, defendant’s. 619 


Plaintiff's motion for preliminary injunction was granted. The court held that defendant’s 
use of the name CYCLONE FENCE, INC., in connection with its business, damaged the right of 
plaintiff in and to the names and marks CYCLONE. 621 


Defendant’s recent use of the corporate title FEDERAL STAPLE COTTON CO-OP ASSOCIATION, 
was an attempt to benefit from complainant’s good reputation created during over 40 years 
of exclusive use of STAPLE COTTON COOPERATIVE ASSOCIATION and was calculated to deceive and 
confuse and therefore irreparably to injure complainant. 621 


The fact that the various ads omitting wILLIaMs from defendants’ mark were placed by 
their dealers rather than by defendants themselves does not exonerate them from fault as 
they placed the means of deception in their dealers’ hands. 622 
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Plaintiff claimed that defendants were deriving benefits from their success in promoting 
the book and motion picture. 623 


The court granted plaintiff’s preliminary injunction motion to restrain defendants, com- 
petitors of plaintiff’s exclusive licensee and unsuccessful bidder for exclusive license, from 
selling postcards (depicting buildings or exhibits and other Fair sights) and related materials 
outside the grounds of the New York World’s Fair. 624 


Defendants here were found to have continued to use plaintiffs’ trademark after they 
ceased to distribute plaintiffs’ product. This involved a breach of fiduciary relationship and an 
attempt to exploit purchasers familiar with the mark even though the mark had not acquired 
secondary meaning. Unfair competition is not limited to passing off, but relief is granted in a 
wide variety of situations, such as misappropriation of property rights. The doctrine particularly 
developed in New York grants relief for misappropriation of a property right or a commercial 
advantage of another. In granting such relief it is not necessary that the parties be in actual 
competition ; especially where there is a clear attempt to profit at plaintiffs’ expense, and where 
there exists a breach of fiduciary relationship. 823 


The law of unfair competition in New York was found to have developed to where it is 
no longer necessary for a mark to have acquired secondary meaning before it is afforded 
protection from unfair competition. 823 


In connection with the issue of confusion, the court specifically found that defendants 
intended to capitalize on plaintiff's prior and substantial good will and reputation for their own 
benefit. 826 


It accused plaintiff of bringing the action merely to terrorize other members of the shoe 
industry so as to maintain its dominant market position in brushed pigskin shoes. 828 


The court rejected the unfair competition claims on the basis of the Sears and Compco 
cases, pointing out that they permit copying of unpatented designs, even where they have 
acquired secondary meaning. In addition, it found that no such secondary meaning in the 
design of plaintiff’s chessmen had been established. There had been no palming off ; defendants 
sold their goods in packages clearly marketed with their name. 828 


On appeal judgment was reversed. Appellant is engaged in putting on stage production 
and serving refreshments under the name ON BROADWAY and four months after appellant began 
operation, respondent began to operate similar business in the same city block as appellant 
under the name OFF BROADWAY. The court held on appeal that the complaint did state a cause 
of action. 832 


The court here affirmed a temporary injunction restraining the defendants from photo- 
graphing various structures and objects at the World’s Fair and then selling the photographs. 
The majority relied on Metropolitan Opera Assn. v. Wagner-Nichols Recorder Corp., arguing 
that a photograph of a building on grounds to which admission is charged is a photograph of 
a show in which plaintiff has a property right. Plaintiff had granted the exclusive right to 
such pictures to a third party. Two justices dissented from the per curiam order on the 
grounds that there was doubt as to whether the Fair had the right to prevent sales of such 
pictures outside its own grounds. The dissenters were influenced by the Sears case which 
held that a state cannot forbid the copying of an article unprotected by patent or copyright, 
and argued that the Fair buildings and their photographs were therefore unprotected. They 
also stressed belief that the sale of a photograph of a building was not the equivalent of the 
copying of a performance or show in which a party may have a legally recognized property 
right. 832 
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500.5 Score or RELIEF 
500.51 In General 
See also 500.31. 60 


Plaintiff’s registration was restricted to additive for automotive paints and plaintiff's 
complaint was dismissed without prejudice. A further directive was given to plaintiff to 
refrain from selling under the mark purox directly or indirectly to or through stores which sell 
paint to the general public, and to modify its labels to show that the paint is offered only 
for use in painting motor vehicles. 129 


The court granted the stay of the California action since all the issues could be resolved 
in the instant lawsuit by way of counterclaim, and since both parties are based in the East, 
the western suit would be very inconvenient. 620 


500.52 Accounting Article: 969 


The court retained jurisdiction for the purpose of referring the matter of accounting for 
profits and damages to a Special Master. 618 


The District Court’s decision refusing an accounting for profits was reversed, and an 
accounting was allowed. Nothing in New York law prevents an accounting where lost 
profits can be established with reasonable certainty. Plaintiffs’ mark had acquired some public 
familiarity which made purchasers more likely to buy products connected with that name. 
Thus, defendants by misappropriating to their own use something of plaintiffs’ which made 
purchasers more likely to buy a product like plaintiffs’, wrongfully cause plaintiffs to suffer 
losses of profits. 823 


It also asserted its right not to answer on the grounds that this question was relevant 
only on the issue of damages, and could not be asked until liability had been established. While 
the court agreed that this is usually the case, it accepted plaintiff’s contention that it wanted 
the information because if the damage was slight, there would be no need to continue with the 
lawsuit. The court stated that it has discretionary authority under the FRCP to compel defen- 
dant to answer, and in this instance ordered the reply. 828 


In regard to damages, however, the court refused an accounting for profits since the parties 
were not competitors. 831 


Plaintiff successfully secured an injunction against defendant’s use of ARCWELL on crank- 
shafts, and now moves for a determination on damages. The court found that there was no 
appreciable confusion of goods and that it was extremely improbable that there were any 
damages. An accounting for profits is a form of equitable relief and does not follow on mere 
showing on infringement. The burden is on the infringer to show that there is no cash value 
in sales made by him. But, if it is shown that the infringement had no relation to profits made 
by defendant, plaintiff is not entitled to damages. 931 


The court found that plaintiffs were entitled to profits of respondents from sale of the 
infringing perfume. But, although the defendants failed to sustain their burden of proving 
the costs and expenses deductible from the gross sales, the court concluded that the amount 
of gross sales would be excessive recovery as profits, and therefore, set a sum less than gross 
sales. 1005 


500.53 Attorney’s Fees 


Appellant protested the award of counsel fees, but the court found sufficient authority 
for such fees in the Lanham Act when the defendant is found guilty of fraud and palming off. 
309 
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It stated that plaintiff had acted unconscionably in pressing the litigation once defendant 
had agreed to cease using the various trade insignia, as use of the word mark itself obviously 
was not an infringement. Plaintiff had hoped to force a total concession by pushing defendant 
into a very costly litigation. Under the circumstances, it used it equity powers to award at- 
torney’s fees to defendant. 392 


Plaintiffs knew or should have known that their marks do not give them exclusive rights 
to HOLLOWAY per se, and that defendants’ use and advertising would not cause confusion. 468 


Trademark owner was entitled to attorney’s fees and expenses because of the deliberate 
infringement. : 831 


Plaintiffs were entitled to attorney’s fees which were reasonable and necessary, and other 
court costs in this contempt action under 15 USC 1117. Plaintiffs were also entitled to legal 
interest on the amounts recoverable by them. 1006 


500.55 Contempt Proceedings 


The court, in rejecting the contention that the spiral spot pattern did not have secondary 
meaning in the present market, pointed out that if complainant were required to prove a 
secondary meaning in today’s market, the whole idea of a permanent injunction would be 
without merit. The proper procedure for defendant was to seek modification of the decree. 

313 


By virtue of a consent judgment and injunction against respondents which had been 
violated, this action for contempt was brought by plaintiffs. 1005 


500.56 Costs 


The court ruled that since this was an honest attempt by both sides to establish their 
rights, each side would bear the costs which accrued because of its instigation. 467 


Plaintiffs brought this suit without probable cause and with intent to harass defendants 


and must pay defendants for the reasonable costs of attorney’s fees—in this instance, $7,250.00. 
468 


See also 500.53. 1006 


500.57 Damages 


In refusing to award damages, the court also was influenced by the fact that there had 
been no intentional fraud or deceit and by the lack of substantial evidence of impairment of the 
value and integrity of plaintiff’s mark. 60 


Defendants contended that plaintiff had abandoned its cause of action for trademark infringe- 
ment by withdrawing its claim for damages and profits, but the court pointed out that with- 
drawing a demand for damages and profits is immaterial to a cause of action for injunctive 
relief under the Lanham Act. 62 


Appellant contended that it was improper for the master to award damages on the basis 
of gross sales of defendants as not all its stmmonps goods were in competition with those 
of plaintiff. The court rejected this contention, quoting from Blue Bell Co. v. Frontier Refining 
Co., 213 F.2d 354, 364 (44 TMR 945, 954): “A trademark is liable as a trustee for profits 
accruing from its illegal acts, even though the owner of the mark was not doing business 
in the consuming market where the infringement occurred.” Finally, appellant protested that 
the master had relied for his figures on an independent auditor who interpreted appellant’s books 
for him and had disregarded as unreliable the testimony of the accountant called by appellant. 
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The court found this to be error. While the master could disregard any evidence he believed 
to be of no probative significance, he could not substitute evidence of his own without following 
judicial procedures. The master clearly had relied upon his own accountant as an expert 
witness, but appellant had not had a chance to cross examine him. “It may be that a master 
may himself call his own witness, but that he should call him in camera, and without right 
of cross examination is, to say the least, a most irregular act.” The judgment was reversed and 
remanded. 309 


The trial court had limited damages to the period after trial. This was reversed to allow 
damages from the date of the filing of plaintiff’s complaint as this had clearly served to put 
defendants on notice of plaintiff’s claim. 465 


Plaintiff's damages were held entirely speculative but if proven, Fashions was found to 
be responsible for the payment of them. Moreover, the court reasoned that it would be 
inequitable to stop Fashions preliminary since the Beatle mania is of limited duration and 
Fashions has a good deal of money invested in these goods ‘and must sell them now. 620 


It found that Sloane’s had an inventory of BEACON HILL furniture of the retail value of 
$500,000 and further found that the announcements of defendant Knapp & Tubbs of the 
impending arrival of BEACON HILL in their showrooms had already caused plaintiff to lose 
business. 831 


500.58 Injunction 


It found that defendants’ earlier conduct had been flagrant violation of plaintiff’s trademark 
rights, and viewing the two marks currently used by defendants within the context of their 
former practices, it found these marks also to be infringements. They were a mere subterfuge 
for causing confusion. 132 


The trial court had held that defendants must either remove the word BULOvA or add 
the word “movement” to it. On appeal, it was held that plaintiff had the right to have the 
word BULOVA removed from the watch face; addition of the word “movement” was not sufficient 
qualification to prevent confusion. Defendants were permitted to refer in its catalog to the 
fact that these were BULOVA movements, provided it clearly and conspicuously stated that the 
cases were Allerton’s, the sole guarantee was Allerton’s, and the change from one case to 
another had been done by Allerton. 465 


And, considering the weakness of the mark because of its historical significance the court 
refused to grant an injunction to plaintiff, saying that the benefit to plaintiff would be trifling 
and the harm to defendant serious. 821 


500.58a Preliminary Injunction 
See also 500.25. 58 


The court found that both trademark pLayBoy for magazines and the service mark THE 
PLAYBOY CLUB for night clubs, were well-known throughout the country; that in the case of 
the service mark, various key clubs had been opened and were being run by closely supervised 
licensees; that defendant’s use of its name ATLANTA’S PLAYBOY CLUB was a deliberate and 
wilful infringement of plaintiff's marks; and that there had been confusion and was continued 
likelihood of confusion. 59 


Motion for preliminary injunction denied. Plaintiff sought to enjoin defendant from selling 
its breakfast drink frozen concentrate ORANGE DELIGHT claiming that such use would impair 
Plaintiff’s rights in its unregistered mark ORANGE DELITE for an orange juice product beverage 
not frozen. In order to obtain a preliminary injunction, plaintiff must show irreparable injury 
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to plaintiff and a likelihood of obtaining a permanent injunction. To obtain a permanent 
injunction, plaintiff had to show secondary meaning had been established in its unregistered 
mark ORANGE DELITE, or intent on the part of defendant to palm off its goods as plaintiff’s or 
misappropriate something that belongs to plaintiff. Plaintiff was unable to establish irreparable 
injury. 131 


See also 500.32b. 311 


Plaintiff’s motion for preliminary injunction as to unfair competition cause of action was 
granted. Plaintiff showed a reasonable probability of success at trial, in that the appearance 
of its TAMMY doll had become widely known and had become identified with plaintiff, as its 
maker. 313 


See also 500.47. 314 


Motion for preliminary injunction denied since plaintiff could not show superior rights 
of plaintiff's mark EmMBA over that of defendant’s mark, as to likelihood of confusion and 
irreparable damage. 315 


Defendant has cast sufficient doubt on the validity of the mark so that the lower court’s 
ruling is not an abuse of discretion. Preliminary injunction is a broad reaching power, given 
in court’s discretion only where clearly merited, and difficult questions of law and fact need 
not be resolved on such a motion. Moreover, the lower court could have denied injunction 
for lack of a showing of confusion or irreparable loss. Granting the motion might have called 
for reversal here. 389 


The court denied the motion for preliminary injunction. The goods of the parties were 
found not to be competitive, and palming-off was not established and in such instances the 
court was reluctant to grant injunctive relief. 620 


The court found that plaintiff, owner of the trademark Hoover for suction cleaner and 
related products, such as, dirt collecting filtering bags and filter castings, had submitted 
evidence indicating that defendant’s products, dirt collecting and filtering bags, sold in direct 
competition with plaintiff, would deceive the public and continue to cause irreparable damage 
to plaintiff. 830 


The court granted the preliminary injunction even though plaintiff's ultimate victory 
was not “absolutely certain” holding under all circumstances, including the likelihood of sub- 
stantial harm to plaintiff’s rights before the matter has gone to trial, it was impressed with the 
imperative necessity of maintaining the status quo until the issues are determined. 832 


500.58b Permanent Injunction 


A permanent injunction issued against defendants, and the cancellation of defendants’ 
registration was ordered. Further, defendants were required to deliver to the trademark owner 
for destruction, all packaging materials, stationery and all other material bearing the infring- 
ing mark. 390 


The drastic nature of the remedy—a permanent injunction granted on papers alone— 
requires clear and convincing proof of the intent to deceive and of the lack of any factual 
issues. Petitioner’s record was insufficient to conclusively demonstrate such intent. 623 


Even though defendant discontinued use after the action started an injunction was issued. . 
831 


Plaintiff was entitled to an injunction under both the Massachusetts anti-dilution statute 
and under the Lanham Act. A permanent injunction issued because defendant with no 
discernible secondary purpose of any credibility, has deliberately pirated plaintiff's good name 
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in an attempt to poach upon the commercial magnetism of the sterling trade name developed 
over the years by plaintiff. 1005 


500.6 JuRISDICTION 


Defendants’ claim that the court lacked jurisdiction because the acts in question did not 
occur in commerce was answered by citing precedents which hold that if the intrastate character 
of defendants’ business affects the interstate business of plaintiff, the court has jurisdiction 
under the Lanham Act. Further, under the Lanham Act, where the unfair competition arises 
out of the same facts as the trademark infringement the court has jurisdiction, but even if the 
court had found no trademark infringement there would still be jurisdiction over the related 
unfair competition claim arising out of the same transaction. Even though plaintiff withdrew 
its demand for damages and profits the amount in controversy was still held in excess of the 
statutory requirement. In this connection, the court distinguished the 7th circuit case of 
Seven-Up Co. v. Blue Note, Inc., 49 TMR 211, which held that absent an allegation of 
destruction of plaintiff’s good will, the allegation of damage to good will restricts the juris- 
dictional amount to those damages. It was held that the weight of authority and the general 
rule is to the contrary. Thus, the injunctive relief for the protection of plaintiff's good will 
exceeded $10,000 in value and the jurisdictional amount was met. 62 


Appellee’s claim of lack of jurisdiction of the trademark infringement claim was based 
on the fact that their sales of promise had all been within California except for one can with 
label which was shipped to New York to create an interstate use prior to registration. The 
Court of Appeals held that this was a use in commerce within the meaning of the Trademark 
Act. Moreover, since the infringing mark had been used within California in a manner to 
interfere with the interstate trade in PLEDGE, the District Court had jurisdiction under Congress’ 
power to regulate commerce which although intrastate has a substantial effect on interstate 
commerce. Finally, jurisdiction was upheld on grounds of diversity of citizenship. Since the 
court did not discuss the monetary requirement, presumably it recognized that plaintiff’s mark 
was worth at least that much. The court found jurisdiction for the unfair competition claim 
stating that it relied on Armstrong v. Nu-Enamel, 305 U. S. 315. 310 


Plaintiff sought to amend its complaint by adding a federal cause of action under the 
Lanham Act to a non-federal claim for misuse of trade secrets over which the federal court 
did not have jurisdiction. Just because some facts relevant to federal and non-federal claims 
occurred during the same period of time and are interwoven, does not confer jurisdiction. 
They are two separate causes of action which cannot be joined since they are not related in 
the statutory sense. The actions for violations of property and contractual rights differ from 
those which are required for copyright or trademark infringement. Joinder of the non-federal 
cause with the federal was not allowed. 467 


The court’s jurisdiction was held to be based upon 28 USC 1338 (b), enacted to avoid 
piecemeal litigation by allowing enforcement of common law and statutory rights in a single 
action. 613 


The defendant raised the issue of the court’s jurisdiction claiming that since plaintiff 
waived damages, the jurisdictional amount of $10,000 was not satisfied, but the issue was 
resolved in favor of plaintiff. The District Court had jurisdiction by reason of the Lanham 
Act and the jurisdictional amount is calculated on the basis of the property right being injured. 
The property right here is clearly greater than the jurisdictional amount. The court had 
jurisdiction under the Lanham Act even though defendant’s activities were wholly intrastate 
since it was found that defendant’s intrastate activity tended to have a damaging effect on 
interstate business. Besides, defendant advertised on interstate highways and on radio, on T.V. 
with multi-state transmission. 1004 
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500.7 PLEADING AND PRACTICE 


Opposer-appellant had not misrepresented in the complaint what had occurred before the 
Patent Office that relief was precluded because of unclean hands. Appellants alleged that the 
Patent Office had refused to admit testimony in support of Notice, while actually, appellant 
had failed to take testimony within the prescribed time, and, its motion for extension of time 
to take testimony, being based on insufficient reason, had been refused by the Board. Affirmance 
of the Judge’s decision did not rest on this ground, since the Appeal Court did not find that 
such an allegation, although erroneous, amounted to unclean hands. 820 


500.71 Complaint 


It not only was alleged that on BroaADWay had acquired a secondary meaning but also that 
respondent’s name deceived the public and that appellant had been or was likely to be damaged. 
Stating that the name had acquired secondary meaning may have been a conclusion of law 
and not an ultimate fact but the length of time the name had been used, the manner and 
method of use, and the fact that the parties were in similar businesses on the same block were 
also alleged, thereby raising issues of fact which could not be determined at the demurrer 
stage. 832 


500.73 Motions 


On each of the issues raised by defendant, those of lack of deceptive similarity, differences 
in content and purpose of the product, and estoppel, it was held that issues of fact existed and 
summary judgment was therefore denied on the issue of trademark infringement (summary 
judgment was granted as to unfair competition by coercion). 61 


The court found that they were triable issues of fact so that summary judgment could not 
be granted. Thus, the defense of laches could not be determined on a motion for summary 
judgment. 228 


The court denied the motion. It stated that plaintiff’s complaint of infringement is based 
on its ownership of its trademark and it has a right to bring this action without joining its 
dealers. Statutory action requires only trademark registration as a prerequisite. The others 
are not indispensable within the meaning of Rule 19 of the F.R.C.P. It was not necessary 
to the decision to determine whether the dealers, etc. are necessary parties to the alternative 
unfair competition complaint, but on the record presented, defendants had not made the 
requisite showing. 314 


The court held that the affidavit of the moving party did not state facts sufficient to 
support the judgment. 395 


Summary judgment was also granted on defendant’s counterclaim for patent infringement, 
unfair competition and trademark infringement. 930 


500.74 Evidence 


Both products had been before the public for 20 years and there was no evidence of 
confusion. 130 


It pointed out that both companies had been selling in the same markets since the late 
nineteen twenties and that the lack of actual confusion during that period was evidence of the 
fact that there was no likelihood of confusion. 133 


District Court’s decision to enjoin defendants’ use of the mark ARCWELL for reconditioned 
crankshafts was affirmed. The Court considered defendants’ intentions in using the mark on 
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defendants’ product which was indistinguishable in appearance from plaintiffs’. Defendants 
knew that plaintiffs’ mark was in use and intended to capture plaintiffs’ customers. 228 


The court noted the introduction of conflicting expert testimony by the parties and 
recognized the lower court’s right to accept the defendant’s experts including witnesses con- 
ducting a survey among defendant’s customers which indicated a lack of connection by the 
customers between plaintiff’s magazine and defendant’s stores. 612 


Nor, did Appeal Court base its affrmance on the other ground set forth by the District 
Judge, that appellant’s failure to present evidence before the Patent Office barred introduction 
of evidence before District Court. 820 


500.74a In General 


Although the complaint had not dealt with the modified label (which was not used until 
after the complaint was filed) the District Court had heard evidence on it. Defendants them- 
selves had introduced evidence concerning the label and had not raised the objection below, 
so they were barred from raising it on appeal. Beyond doubt, appellants had had notice of 
this issue. 311 


Various types of evidence of actual confusion were explained away by the court either 
as being defendant’s own fault, or as showing that the public thought all Standard Oil 
companies throughout the country are related, or as showing carelessness, or as resulting from 
the fact that each company honors the other’s credit cards. 467 


Plaintiff attempted to show that by contemporaneous oral agreement at the time of the 
sale, defendants had bound themselves to use the DUTCHER-WILLIAMS mark only until their own 
HARCO brand was established. The court rejected this on the grounds that such proof was 
barred by the parol evidence rule. 622 


The record made before the trial court showed thirteen instances of actual confusion 
and amply supports its findings and its decision to grant injunctive relief. 824 


Upon trial de novo in the District Court, while the plaintiff introduced oral testimony of 
use in 1945, no oral or documentary corroboration appeared for any date earlier than July 
1947 where its use appeared on invoices. The defendant on the other hand presented dates 
of first use of its assignor fully documented and corroborated as early as May of 1946. 825 


500.74b Surveys 


Evidence of public surveys showing that 90% of those interviewed identified plaintiff as 
the maker of the defendants’ sewing machine when they were shown a photograph of de- 
fendants’ machine under the name REMINGTON, was competent to show likelihood of confusion. 

390 


The court also found that the plaintiff had made all reasonable effort to police improper 
usages of its trademark yo-yo with apparent success as evidenced by plaintiff’s surveys indicat- 
ing a “significant association in the minds of a representative segment of the public between the 
trademark yo-yo and the name Duncan,” upon the basis of which the court concluded that 
yo-yo had acquired a secondary meaning. The court further found the surveys to be probative 
without the direct testimony of the actual interviewers because “the results of the survey were 
admitted by the testimony of plaintiff's expert * * * who received the survey questionnaires 
in the normal course of his business.” 618 


500.76 Defenses 
500.76a In General 


The fact that signs in the establishment to the effect, that coca-coLa was not served, was 
insufficient to constitute notice of substitution of another product. 62 
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Both defendants claimed that their activity was not unlawful since the allegedly infringing 
marks were not used in this country as the goods were sold abroad. The court held, however, 
that there were sufficient acts in this country—Schneider’s directions to King, application of 
the marks by King, sale by King to Schneider—to constitute infringement. Defendants who 
were American citizens could not equate their position with acts in a foreign country by foreign 
nationals with a valid foreign registration as they did not fit into that category. 132 


The court commenced on the outstanding FTC order, only to indicate that plaintiff's 
compliance had not been as good as desired. It implied that while such inaction could have 
been used defensively by defendants, it would provide no factual basis for defendant’s counter- 
claim. 133 


See also 500.19. 228 


Finally the court rejected the defense that the registrations were invalid for fraud in the 
continued use affidavits, noting the use of HERITAGE alone on the small but substantial number 
of furniture pieces sold during the period of use of the combined name and also noting that 
even upon pieces bearing the combined name plaintiff attached a separate tag bearing the name 
Heritage Furniture, Incorporated. 827 


The public has an interest in being protected against the use of plaintiff’s mark and 
distinctive dress in a way which would be likely to cause confusion, regardless of whether 
or not others have been guilty of similar unfair practices, and whether or not plaintiff violated 
any antitrust laws by the form of its guarantee. 830 


500.76c Laches and Acquiescence 


Plaintiff had known of defendant’s activities since 1953 but had not made any protest until 
1956 when it brought suit. 60 


The court found that even though defendants began using the trademark SARNOFF in 1956 
in the St. Louis area, and no complaint was made by plaintiffs until 1959, the plaintiffs were 
not guilty of laches. As soon as plaintiffs learned about defendants’ use of the name SARNOFF, 
in 1959 in the St. Louis area, plaintiffs’ wrote to defendants complaining of its use. Defendants 
had never advertised SARNOFF vodka and there was no evidence that plaintiffs encouraged 
defendant’s use of the name. 61 


Defendant had used the same business name for his repair service since 1947 and no objec- 
tion had been made to such use by plaintiff until 1961. The court held that the defense of 
laches was not available in a suit for injunction based on unfair competition or trademark or 
trade name infringement, and that it was not available where plaintiff’s registrations had 
become incontestable. 130 


Mere passage of time does not constitute laches where the invasion of plaintiff’s trade 
areas follows a pattern of progressive encroachment. 135 


Appellant’s contention that damages should not have been awarded because of laches, 
was rejected on the grounds that laches had been negated in the original action. 309 


Seven years delay did not estop plaintiff from obtaining relief in this case. 390 


When plaintiff again entered the American market it waited thirteen years before bring- 
ing any action against defendant. Although laches generally includes actual knowledge by the 
party claimed to be barred, the rule is flexible and plaintiff may be barred when defendant’s 
conduct is open and there is no excuse for ignorance offered. 821 


The equitable defense of laches cannot be sustained since defendant’s use of the mark was 
intentional, progressive and wrongful. 830 
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Further, plaintiff was barred by laches. Both parties made application for registration 
at approximately the same time in 1951, both parties filed the required five-year affidavits to 
acquire incontestability, and there was never any interference proceeding conducted in the 
Patent Office. The court frequently differentiates between laches which is fatal to the cause 
of action and laches which is merely fatal to recovery of damages. Judgment for defendants 
on the accounting. 932 


500.77 Findings of Fact 


The District Court affirmed the Patent Office ruling finding that its action was supported 
by substantial evidence and not clearly erroneous. Appellee’s counterclaim seeking an injunction 
prohibiting appellant’s use of its two marks, had been granted. Rule 52(a) of the FRCP 
states that the findings of fact of a trial court sitting without a jury may be set aside on 
appeal only if clearly erroneous. This rule applies to patent and trademark cases. Moreover, 
in such cases the findings of the Patent Office as to confusing similarity are entitled to great 
weight and must be accepted as controlling “unless the contrary is established by evidence 
‘which in character and amount carries through conviction.’” This rule applies even on a trial 
de novo. 824 


500.8 Conriict or Laws 


As to the law to be applied, unfair competition claims were held to have their source in 
state law and require application of state law even when there is a claim involving patent 
infringement which is based on federal law. Although evidence appeared as to the location 
of the acts of unfair competition, such as the states where defendant’s customers were threatened 
with infringement suits, since neither party raised any question of whether federal or state 
law applied, or that the application of the law of one state brought about a different result 
from another, the “indeterminate general law” was applied. 617 


The applicable rule was held to be based upon common law principles independently of 
statute which protects infringement of corporate titles in substantially the same manner as 
trademarks and trade names are protected, protection being afforded for a partial as well as 
a complete appropriation of another’s name, provided the likelihood of confusion exists. 621 


The court rejected the defense that others were performing actions similar to those of 
defendants sought to be enjoined by plaintiff. Finally the court rejected the contention that 
the recent Supreme Court decisions in Sears Roebuck v. Stiffel and Compco Corp. v. Day-Brite 
Lighting Corp. invalidated all state unfair competition law and noted that the instant decision 
did not attempt to create the perpetual monopoly referred to in the Supreme Court decisions, 
nor did it deal with a matter subject to the United States patent laws. 624 


The appellate court found, as did the District Court, that New York State law governed 
in the unfair competition action. The issue arises since jurisdiction of the claim may be based 
not only on diversity of citizenship, but, as the unfair competition claim is joined with the 
related claim of trademark infringement, may also be based on pendent jurisdiction under 
28 USC §1338(b). The court cited the Maternally Yours decision, as authority for the rule 
that State law governed even where federal jurisdiction was pendent. It was noted, that the 
source of the right rather than the ground used to obtain federal jurisdiction, determined the 
law to be used. Even though defendants’ acts of unfair competition were carried on in many 
States, according to New York conflicts of laws, the New York substantive law applies in the 
New York Federal Court. 822 


500.9 APPELLATE PROCEDURE 


Complaint and counterclaim dismissed. The court below having found no likelihood of 
confusion to exist between the marks, this finding was binding on appeal unless shown to be 
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clearly erroneous. The court rightly considered the channels of trade and the end uses of the 
products in determining whether an appreciable number of ordinary prudent purchasers would 
be confused. All relevant factors should be considered. 129 


Appellant complained as to the master’s disallowance of certain costs, but allowing great 
weight to the master’s findings, the court found sufficient evidence to sustain them. 309 


The court refused at this time to consider whether the District Court had abused its dis- 
cretion on the matter of damages since only the holding on liability was before the court. 311 


On appeal, the appellant argued that the Judge in the District Court did not recollect 
all of the evidence that had been submitted during the ten months that had elapsed between the 
trial and the opinion. The Appeal Court carefully considered all the evidence and applicable 
law and found no jurisdiction for the argument. 613 


See also 500.77. 824 


600. CONFUSING SIMILARITY—COURT PROCEEDINGS (Also see Patent Office 
Section 400 and Word List pages 33 to 39.) 


600.1 In GENERAL 


The basis of relief here was not a diversion of customers, since there was no evidence 
of confusion, only the likelihood of confusion. 821 


600.1la Confusion 


A dissenting opinion referred to testimony of medical experts specializing in nutrients to 
the effect that physicians would wonder because of plaintiff’s long use of WALLACE whether 
defendant’s product were plaintiff’s and their judgment would be unfavorable if they thought 
plaintiff had marketed the item. 615 


The court found that if defendants were allowed to continue the use of the name REMINGTON 


on sewing machines for which they had obtained a registration, confusion was likely to arise. 
390 


Therefore, it held that persons familiar with opposer’s brandy and wine under the mark 
MONOPOLES ALFRED ROTHSCHILD would be likely to assume that applicant’s product sold under 
the mark BARON ROTHSCHILD originated with opposer. 625 


It was further concluded that there was likelihood of confusion because of the similarity of 
the marks ALForRD and ALFRED in relation to the goods. 932 


600.1b No Confusion 


Complaint dismissed. The court found that although there was similarity between the 
marks DOM PERIGNON and PIERRE PERIGNON, it was not confusing similarity and that similarity 
alone does not constitute trademark infringement. 130 


The court found that since defendant’s product was frozen and sold in cans which bore 
the trademark MINUTE MAID lithographed on the cans, while plaintiff’s product was sold in glass 
bottles with the trademark suNRISE on the pasted-on label, and since DELIGHT or DELITE were 
used descriptively, while the essential mark of the respective parties was SUNRISE and MINUTE 
MAID. The products were packaged differently and reached different markets and consumers. 
Further, secondary meaning was not shown by the testimony of four dealers who said they 
knew that ORANGE DELITE originated with SUNRISE. 131 





Vol. 54 TMR PART II—DIGEST OF CASES 113 


The court dismissed both complaint and counterclaim on the grounds of no likelihood of 
confusion between KARASTAN and COURISTAN. 133 


In regard to the marks DUST-TEX, and DUST-CHEK and DUSTCHEK, the court said that there 
was no likelihood of confusion between them, since numerous third party registrations were 
shown comprising of pust for dust cleaning preparations, and because of the obvious descrip- 
tiveness of the term bust as applied to the goods of the parties. 136 


The court found that the immediate buyers who were manufacturers or brokers were 
familiar with both parties and their trademarks EMBA and UMPA and were not likely to be 
confused. 315 


The court found that the uses of the two parties will not cause confusion to any reasonably 
careful member of the public. Plaintiff’s stations, in addition to the word Esso carry the 
HUMBLE name and the Happy Motoring legend. Defendant’s stations carry the name STANDARD 
or STANDARD OIL and the crown trademark. Defendant’s use of so in the five-state area has 
been insignificant and insufficient to establish that its products are known to the purchasing 
public by that designation. Moreover, there is a phonetic difference between Esso and so and 
the use of both should not cause confusion. 467 


The District Court found that the defendant was in the mortgage loan business, head- 
quarters in Shreveport, La., that the plaintiff was in the insurance business in Skokie, IIl., and 
that no confusion was likely to arise as a result of defendant’s use of ALLSTATE INVESTMENT 
CORPORATION. 613 


Plaintiff had no right to complain that Jones had misused defendant’s trademark by the 
fact that the labels bore Jones’s business name “Ocono Co.” in addition to the mark LAND 
O'LAKES and defendant’s name. There was no injury here to plaintiff even if the public believed 
that the defendant produced Jones’s goods. Plaintiff suffered no injury, and the public was not 
deceived into believing that the goods were produced by plaintiff. Side-by-side advertisements 
were offered as proof of palming off by defendant but it was noted that defendant was not 
responsible for the placement of advertisement by customers of both parties. 614 


600.4 Crass or Goons 


Even though plaintiff did not engage in the sale of hosiery, women’s cosmetics are closely 
related to women’s hosiery and plaintiff was entitled to protection. 58 


Although defendant, registrant of umpa, which previously had been used only on dark 
ranch mink pelts, registered its mark before EMBA for mink pelts, plaintiff, empa, claims that it 
was first to use its mark on mutation mink, that is, any shade of pelt other than dark ranch 
mink, 315 


If plaintiff's products are so good that mere mention of the mark will induce purchase 
of unrelated articles, plaintiff must suffer the price of virtue. 392 


The court affirmed the District Court’s findings that plaintiff was using the mark LAND 
O'LAKES in innocence of the rights of the defendant and that the goods were noncompetitive. 614 


The plaintiff was found to have used the mark WALLACE at least since 1933 for prescription 
goods including preparations for appetite control and to have registered it under Illinois 
statutes, and the defendant to have used the identical mark continuously since about 1920 in 
conjunction with physical exercises and related products such as weight reducing exercise 
instructions recorded with musical accompaniment, reducing breads, wafers, and sweat shirts. 

615 


A registered trademark is afforded protection not only against competitive use, but also 
against use on related goods where the goods or ill repute of one is heaped upon the other. 821 
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600.4a Confusion 


The marks were found to be arbitrary and in no way descriptive as applied to the goods, 
and further, plaintiff left unrebutted the suggestion that 2ND DEBUT could easily be mistaken 
by a consumer for an additional or related product marketed by the manufacturer of LE DEBUT. 
Refusal to register affirmed. 1004 


600.4b No Confusion 


Plaintiff’s champagne DOM PERIGNON was vintage and very expensive, never mass-produced, 
while defendant’s champagne PIERRE PERIGNON clearly indicated by its label that it was a N. Y. 
State Champagne fermented in the bottle. 130 


While the tools of both opposer and applicant were found to be hand tools broadly 
capable of performing the same function, in fact it was found that applicant’s tool BENDIT is a 
“simple gadget” designed for the do-it-yourself market, while opposer’s tool BENDIX is designed 
for use by technically trained individuals. 626 


600.5 Basis or RELIEF 


Applying the tests of trademark infringement, the court held as a matter of law, that the 
only similarity between the marks CON-FORM-CHAIR and FORM-FIT was in the word ForM, and 
that defendant’s claim to exclusive use of the mark could not be allowed, since it would embody 
all the uses of Form and Fit for chairs and other related things. Such a monopoly was not 
contemplated by trademark laws. The court found no infringement. 930 


600.51 Appearance 
600.51a Confusion 


The court granted an injunction to plaintiffs against defendants’ use of SARNOFF on vodka 
since it found that the words were similar in sound and appearance and that such a colorable 
imitation of plaintiffs’ mark sMIRNOFF would be likely to cause confusion. 61 


District Court’s decision to enjoin defendants’ use of the mark ARCWELL for reconditioned 
crankshafts was affirmed. The Court considered defendants’ intentions in using the mark 
on defendants’ product which was indistinguishable in appearance from plaintiffs’. Defendants 
knew that plaintiffs’ mark ARCPLATED was in use and intended to capture plaintiffs’ customers. 
The letters arc are descriptive of the arcwelding process by which worn parts are built up to be 
remachined to standard size, but after considering defendants’ motives, the Court found that 
confusion was likely. Even though no great confusion resulted, the Court was justified in 
finding a likelihood of confusion where the junior’s intention to confuse was apparent. 228 


600.51b No Confusion 


The court found that while the marks FAMILY CIRCLE and FAMILY CIRCLE ASSOCIATES, INC. 
were identical in spelling, they were “written” so that their similarity was not marked. The 
court further found that there was no studied imitation either in appearance or in suggestion 
and that the defendant acted in good faith with no actual intention to mislead. 612 

600.52 Sound 
600.52a Confusion 


See also 600.5la. 
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600.53 Meaning 
600.53b No Confusion 


The court agreed with the Board below that BeNpiT had a highly suggestive meaning in 
connection with applicant’s goods which the surname BENDIX Jacked. Under these circumstances, 
the finding of absence of confusion and dismissal of the opposition were affirmed. 626 


600.55 Channels of Trade 


The court found that although there was little likelihood of confusion if the products were 
distributed through different channels as they were, there might be some confusion if plaintiff 
changed its method of selling through specialty jobbers for auto shops to selling its additive 
from shelves of paint stores. 129 


The court rejected any likelihood of confusion arising from the relationship between 
FAMILY CIRCLE and FAMILY CIRCLE ASSOCIATES, INC., the magazine and food, wearing apparel, 
etc. by virtue of advertisements of those products in the magazine, noting that the value of the 
mark, if any, as to particular articles was lost because of the wide variety of articles sold in 
department stores. 612 


Plaintiff agreed that it was unaware of defendant’s use because the markets were different. 
821 


600.55a Confusion 
See also 500.58. 59 


The marks 2ND DEBUT, and LE DEBUT and LE DEBUT NOIR were used on goods of the same 
character which might well be displayed side-by-side in the same stores. 1004 


600.55b No Confusion 


Defendants use “HOLLOWAY’s Fried Chicken Specialists” for restaurant services on an inter- 
state highway in Texas and advertise on the highway, via signs, and locally in the town of 
Fort Worth. Plaintiffs operate a large chain of restaurants, but generally only their cafeterias 
are called HOLLOWAY HOUSE and that name is not used by them in Texas. 468 


The products of the respective parties were sold through different channels of trade and in 
different markets which, together with the fact of long concurrent use without evidence of 
actual confusion among physicians or pharmacists, persuaded the court to conclude that 
plaintiff suffered no injury. 615 


600.6 Marks oF THIRD PartTIES 


See also 600.1b. 


600.7 Surveys 


The court permitted plaintiff to introduce evidence of a survey designed to show the likeli- 
hood of customer confusion. It stated that the manner in which it was conducted—leading 
questions, improper tabulations, etc——would affect the weight of the evidence not its admis- 
sibility. It then found the survey entirely unconvincing, stating that close analysis revealed very 
little confusion. Moreover, many of those interviewed were not boat owners and so were 
unfamiliar with defendant’s excellent products. Persons buying expensive items like boats 
exercise a good deal of care. 392 


See also 500.74. 612 
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700. EFFECT OF REGISTRATION 
700.1 In GENERAL 


Although there were minor differences between the registered mark and that sought to be 
registered, the Board considered them exactly the same, thereby entitling applicant to the 
presumptions afforded by registration. 138 


Applicant cannot base its claims for right to registration on use in Belgium since use of a 
mark in Belguim does not create rights in the United States. 142 


The fact that applicant has a Puerto Rican registration is no more determinative of 
applicant’s right to registration under the Act of 1946, than any other state registration. 241 


Ruled that prior registrant was entitled to a registration covering the rest of the country. 
When Coastal proved prior use in its five-state area, Dust-A-Way’s rights were restricted, but 
only to the extent of the valid prior adverse use. The first holder of unrestricted federal rights 
should retain these rights to the maximum geographical extent. To say that if another party 
had acted first, the registrant would not or might not have any federal rights, is to state a 
truism, but to deny the facts. The fact here is that Dust-A-Way registered its mark first. 
“Whatever rights accrue to a registrant should not be summarily cut off in the absence of 
misuse. .. . To ‘evacuate’ an area in which the product covered by a valid federal registration 
has not actually been used, is completely against the spirit and intent of the Trademark Act, 
and would be unduly restrictive. . . . Because the Trademark Act is intended to encourage 
registration, and to provide nationwide registration and notice, the holder of a valid federal 
registration is entitled to a registration of the widest geographical scope consistent with the 
prior established rights of others.” 325 


The validity of a registration may be attacked collaterally in an infringement suit. 389 


See also 400.55. 474 


Opposer had the right to rely as it did on its registrations presumed to be valid and 
entitled to Section 7(b) presumptions. 627 


Both patent and trademark registrations may subsist at the same time, and rights in the 
registrations are not lost on expiration of the patent. Trademark rights or rights under the 
law of unfair competition do not extend the patent monopoly. 809 

See also 600.4. 821 


The appellate court refused to reverse the finding that plaintiffs’ trademark was invalid, 
holding that while registrations of a trademark is prima facie evidence of validity giving rise 
to a rebuttal presumption, it nevertheless may be attacked collaterally. 822 


700.2 PRINCIPAL REGISTER Article: 581 


Where opposer’s registrations were iound subsisting, the Board held opposer as the owner 
thereof is entitled to the presumptions afforded such registrations by statute, viz., opposer’s 
ownership of the marks, the validity of the registrations and opposer’s exclusive right to use 
the marks in commerce in connection with the goods recited in the registrations. O44 


See also 300.35. 834 


700.21 Constructive Notice 
See also 300.33e. 139 


When, however, Dust-A-Way obtained a federal registration, the registration was prima 
facie evidence of its right to use the mark in commerce throughout the United States and 
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its territories, subject, of course, to any prior rights established by others prior to notice. 
326 


But, plaintiff had constructive notice of defendant’s registration when plaintiff resumed 
post-war sales and made a search incident to application in 1954. 821 


Applicant’s supplemental registration, unlike a principal registration, does not constitute 
constructive notice of applicant’s claim of right in the mark. 935 


700.22 Evidence 


Applicant cannot claim any rights on a prior U. S. Patent Office registration which expired, 
as an expired registration does not constitute evidence of any presently existing rights. 142 


700.23 Incontestability 
See also 500.76c. 130 


Descriptiveness is not a ground for cancellation of a registered mark which has become 
incontestable. 242 


Argued that the Commissioner should not have allowed an incontestable mark to be 
contested in an interference action. 470 


The court based its holding of technical trademark infringement upon a finding that 
plaintiff’s registration was incontestable and rejected the defendants’ argument that since it 
had adopted and continuously used TraveLopce since prior to the plaintiff’s registration, sub- 
section (b)(5) of Section 1115 of Title 15 USC provided a defense to the incontestability 
claim, as well as defendants’ further contention that Section 1065 excepted from the scope 
of incontestability a mark infringing “a valid right acquired under the law of any State or 
Territory by use of a mark or trade name continuing from a date prior to the date of the 
publication * * *.” The court held that although Section 1065. may declare the conditions 
under which the mark becomes incontestable, Section 1115 declares the effect of incontestability 
and accordingly held that the defendants can rely upon prior use only if they can show such 
use was without knowledge of plaintiff’s mark. 616 


See also 300.31. 640 
See also 200.59. 836 


700.4 SUPPLEMENTAL REGISTER 
See also 200.17. 641 


Since the matter is utilitarian, it is not subject to registration even on the Supplemental 
Register. 849 


The Examiner refused registration on the ground that the overall configuration of the 
goods, as distinguished from the configuration of a part of the goods, does not constitute proper 
subject matter for registration on the Supplemental Register as defined in Section 23. The 
court however held that Section 23 contains no limitation restricting the configuration of the 
goods to a particular part or feature of the article. Further it held that applicant’s mark need 
not be a trademark in order to be restricted on the Supplemental Register, as long as it is 
capable of distinguishing applicant’s goods from those of others, that is to say, as long as it 
could be a principal registration if it had acquired secondary meaning. 933 
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750. OWNERSHIP OF TRADEMARK RIGHTS Article: 792 
750.1 IN GENERAL 
See also 500.46d. 61 


Respondent claimed that there was no trademark use by petitioner since the directory 
has ATA in its title and is copyrighted by ata. The Board ruled, however, that both the contract 
and the efforts petitioner had made to publicize itself as publisher of the directory were 
sufficient to qualify petitioner as prior user. 324 


The fact that applicant was the first and only one to use this designation could not give 
any proprietary rights therein, in view of its obvious significance and manner of use by 
applicant. 475 


Refusal to register affirmed, since applicant, exclusive United States distributor, was not 
the owner of ECKHOFF for smoked and cured meats, but the Danish producer was. 638 


Trademarks are separate and distinct from patents; rights accruing from one are not 
dependent upon or conditioned by the other; the exclusive use of patents is limited while 
trademarks may be extended in perpetuity. 809 


Plaintiff had only sold a few cases of champagne in the United States prior to the war. 
This use was held not enough to reserve the unregistered mark for the plaintiff for all time. 
Defendant began using its mark in 1939, being unaware of plaintiff’s earlier use. 821 


The court found for defendants, stating that plaintiff as mere exclusive seller in the 
United States of products made abroad and marked there with defendants’ manufacturer’s 
trademark was not entitled to register the mark as its own. Plaintiff was found not to be an 
agent or assignee of the mark. It distinguished those situations and cases, such as the 
Scandinavia Belting case, in which the exclusive right to use the trademark in the United 
States had been granted to the distributor, from the instant situation in which there had been 
no assignment of the mark to plaintiff, but merely a sales agreement terminable by the foreign 
manufacturer if sales were not to his satisfaction. 827 


The court found that neither defendant nor its predecessor had ever been divested of its 
ownership of the common law right to the trademark TILLAMOOK in connection with the 
marketing of cheese, that plaintiff held the registered trademark as trustee for defendant 
and its members, and that the defendant had not committed any acts which jeopardized plaintiff's 
privilege to use the registered mark TILLAMOOK. On one hand since plaintiff held the right 
to use the mark for its members only with the consent of defendant and other members, the 


plaintiff lost the right to use the trademark to the exclusion of defendant’s use for its cheese. 
1006 


750.2 ABANDONMENT 


The Board disregarded Mannington’s assertion that Sears had abandoned its mark, noting 
that the mark was continuously advertised in newspapers and trade directories during the 
period in question. 63 


Defendant’s reliance on its licensees quality control may be deemed the taking of 
reasonable measures to protect the quality of the goods and is not abandonment of its trade- 
mark. In this case, one Jones, defendant’s licensee, had handled the quality of the goods for 
forty years to the apparent satisfaction of the parties. 134 


Applicant was first incorporated in 1948 under the name Dust-Tex Corp., but later 
abandoned the use of the mark DuUST-TEX by cessation of business for three years. The corpora- 
tion was again reinstated in 1956. Applicant therefore, can assert no rights in the mark on its 
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own behalf prior to 1956, which time is after the time opposer first used the mark DUSTCHEK 
in 1950. 136 


Plaintiff's withdrawal from the American market during the war did not constitute 
abandonment. 921 


Rejecting the defense of abandonment, the court held that the combined use in joint 
advertising of HERITAGE-HENREDON was not such a use of HERITAGE as to constitute abandonment 
where Heritage at the time of commencement of the combined use had been a successful 
manufacturer for ten years and established on a nationwide market, while Henredon had just 
commenced business activity and in view of the further fact that during the period of use of 
the combined name plaintiff had employed HERITAGE alone upon furniture units ranging in 
number from 100 to 10,000 primarily for the purposes of protecting its trademark rights 
in the name but also to fill trade demand. The court also rejected defendants’ contention that 
a 1956 change in the design of the script in which the mark HERITAGE was presented constituted 
an abandonment of the prior use of the form and of the mark HERITAGE. 826 


Petition for cancellation dismissed. The burden of showing abandonment of registered 
marks rests upon petitioner, not respondent. The Board found there was no proof that re- 
spondent had discontinued use of oH NUTS! as a mark for candy. Further, although respondent 
had admitted discontinuance of OH HENRY’S LITTLE BROTHER, the Board found that no prima 
facie or actual abandonment had been shown. 934 


750.3 ASSIGNMENT 


Applicant asserted use since 1933, but opposer showed use on greeting cards since 1923. 
Opposer also introduced a registration of HALLMARK for note paper issued in 1915 and assigned 
to opposer, but applicant contended that the assignment was a mere paper assignment because 
opposer had used an intermediary to obtain the registration. The intermediary, immediately 
thereafter, had assigned to Hallmark. The Board rejected the contention pointing out that 
use of intermediaries in the purchase of trademark rights is common and does not detract from 
the validity of the subsequent assignment. 231 


The Board ruled, however, that Oakford had a right to assign the tea and coffee part 
of its business, including trademarks, to one concern and the canned goods portion to another. 
233 


When he transferred the entire business of the second proprietorship to the corporation, 
title to the trademark was properly transferred. An assignment in writing was not necessary 
to pass his common law rights in the trademark from one company to the other. The corpora- 
tion continued the business of the second individual proprietorship and is entitled to rely on 
the first date of use of the first individual proprietorship. Opposition dismissed. 323 


The original owner of the mark was the first user of the mark, but he relinquished to the 
junior party whatever rights he possessed in the mark reserving to himself only the right 
to sell. Junior party was entitled to registration. 403 


It ruled that although defendants clearly had the right to use DUTCHER-WILLIAMS, the 
name DUTCHER alone had not been sold to them. 622 


Upon the foregoing showing the Board held that opposer had not sustained its burden of 
establishing first use of Novi for racing cars by itself or a predecessor in interest, noting as 
well-settled that “one does not acquire title to the good will including the trademarks of a 
business by the mere acquisition, whether through foreclosure of a mortgage or otherwise, 
of title to the physical assets of said business.” The Board found that opposer’s predecessor 
acquired nothing more than the physical assets, it being significant that the agreement did 
not even purport to transfer the mark Nov1. 638 
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In August 1957 the defendant recorded in the Patent Office the assignment of the earlier 
registration acquired in June of 1953. The purchase was found to be prior to the cancellation 
and held by the court to have occurred at a time when the assignor was in possession of its 
statutory and common law rights to IMPERIAL. The assignment was recorded prior to the 
cancellation. It affirmed the District Court’s holding that as a matter of law there was no 
legal requirement to record the assignment. except as protection against subsequent bona fide 
purchasers for value and since the plaintiff did not claim this status, the assignment statute 
had no pertinency. 825 


The Board reaffirmed that ownership of the trademark registration constitutes prima facie 
evidence of ownership and use, and stated that this rule applies equally to the assignee of 
the registration. 837 


Opposer’s assertion that applicant had failed to establish sales by its predecessor prior 
to applicant’s acquisition by assignment of registration of BUCKINGHAM for wines was without 
merit. The instrument (assignment) transferring title to applicant was held prima facie a 
valid assignment of the registration and therefore it was not incumbent upon applicant to 
show use by its predecessor at the time of the execution thereof. 840 


750.4 LicENSES Article: 251 


The F.T.C. ordered petitioner to cease and desist from using or authorizing others to use 
WALTHAM in connection with clocks or other products unless the public is warned by a state- 
ment immediately in connection therewith that the product is not manufactured by the Waltham, 
Massachusetts company. The court affirmed the order. It pointed out that the fact that the 
ads were placed by Time Industries, petitioner’s licensee, did not remove the onus from 
petitioner especially since petitioner did nothing for many months after it started to receive 
complaints. 57 


See also 750.2. 134 


However, applicant attempted to rely on the prior use of its licensor which use was con- 
tinuous from 1936. Applicant entered into the licensing agreement in 1959, but as a mere 
licensee applicant was not entitled to registration since applicant was not the owner of the 
mark. Further, applicant could not rely on licensor’s prior rights since any use of the mark 
inures to the benefit of the registrant licensor only, which was not a party to the proceeding. 136 


Where licensor coupled a valid trademark with required use of a specific machine, patented 
or not, such agreement could be enforced, and the defendants required to pay for the benefits 
they received under a contract voluntarily entered into, which was not tainted by illegality. 
The trademark owner, licensor, has the duty to control circumstances under which the mark is 
used, and to supervise the nature and quality of the product. The defendants could have 
ceased operation after the expiration of the patent, but they chose to continue operation, and 
the trademark owners, who had every right to insist on the use of the machine together with 
the trademark, were entitled to royalties. The requirement of the tie-in protected defendants 
from competition, but also prevented plaintiffs from contracting the use of the trademark to 
others in the area. 395 


Held that this was primarily a contract action, governed by the terms of the license 
contracts, not by the ordinary rules of trademarks and unfair competition. By becoming 
plaintiff’s licensee, defendant had willingly introduced plaintiff's mark into its own area, while 
agreeing that the mark would belong to plaintiff. Defendant’s use, therefore, as a distributor 
had inured to plaintiffs benefit. Under the contract, plaintiff had the right to continue using 
its Esso marks in this area and, on termination, defendant was under the contractual duty to 
take whatever steps were necessary to avoid confusion with its own STANDARD OIL, so, and 
Kyso marks and it had not done so. 467 
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Since the value of a trademark depends solely on the public image it conveys, the trade- 
mark owner must exercise controls to assure himself that the trademark is not shown in a 
derogatory light. The sale of trademark owner’s secret formula ice cream mix surely can be 
tied to the mark under which ice cream is sold. A trademark owner must exercise control 
over the nature and quality of the goods in order to protect his good will in the mark. Carvel 
was entitled to insist on products in which it had confidence, since the success of the enterprise 
required distinctive flavoring of uniform quality. Trademark licensing agreements requiring 
the sole use of the trademarked item have withstood attack under the antitrust laws where 
deemed reasonably necessary to protect the good will interest of the trademark owner, and 
such agreements certainly are not unlawful per se under the antitrust laws. In the context 
of the entire Carvel franchise system the requirement that no non-Carvel products be sold at 
the retail level is reasonably necessary for the protection of Carvel’s good will. 545 


Defendant had licensed one, Jones, to distribute goods not produced by defendant, but 
marked LAND O'LAKES in Baltimore, Maryland, over which plaintiff claimed that the defendant 
did not exercise quality control. The District Court’s findings that the defendant’s license was 
not a mere naked license was not erroneous. Defendant’s reliance on Jones’s control over the 
quality of the products was sufficient. There were no complaints about the quality of the goods 
for forty years. 614 


The court found that plaintiff’s cancellation of its license to Royal Tops was for good 
cause, it having been shown that the defendant failed after repeated requests by plaintiff 
properly to mark the top cartons with an appropriate notice, indicating that the trademark 
yo-yo is owned by the plaintiff. 618 


It further held that these rights could be exclusively licensed in the same manner as other 
property rights, analogizing the legal principles to those applicable to an artist’s exclusive 
rights in musical and similar compositions, citing the Metropolitan Opera Association v. 
Wagner-Nichols Recorder Corporation case. The court also noted that the protection afforded 
by the decision would expire at the end of the two-year period during which the Fair is 
to be open, recognizing that thereafter such buildings and exhibits as may remain may well 
pass into the public domain and be available for photographing and other forms of copying. 

624 


This desicion involves the construction of a bottling license contract that stated “this 
Appointment cannot be transferred by the Bottler to another Bottler in said territory” without 
the prior written approval of the licensor, Pepsi-Cola Company. The court rejected the 
licensor’s contention that a fair interpretation of the language would be to forbid any assign- 
ment without prior consent. The court found it significant that an Exclusive Fountain Syrup 
Appointment, granted at the same time, used different and stronger language, i.e., “That this 
Appointment cannot be transferred by the Bottler” without prior written consent. It con- 
cluded that the different language in the two simultaneous agreements implied that separate 
meanings attached to each of these two clauses. 829 


Both parties agreed that in 1959 they had entered into an oral argument under which 
plaintiff was given exclusive right to use the name BEACON HILL in its trade areas, specifically, 
New York, Washington D.C. and San Francisco. In return for this exclusive right, plaintiff 
was expected to, and did, spend considerable time and effort in advertising and exploiting the 
BEACON HILL name, “at all times holding it out as exclusively its own.” Defendant Kaplan 
had similar agreements with other stores in other parts of the country. It found no evidence 
to support the contention that the contract was terminable by either party at will, and found 
it unlikely that plaintiff would have entered into such an arrangement, and expended money on 
a trademark that could be taken from it so abruptly. It ruled that there were various factual 
issues concerning various sections of the Lanham Act including Section 5 (related companies). 

831 
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750.5 RicHt TO REGISTER 
See also 300.24. 
See also 750.1. 
See also 300.21. 
See also 750.1. 
See also 200.57A. 


800. OTHER STATUTES 
800.1 ANTITRUST Articles: 251, 372, 511 


The appellants based their antitrust claim on the grounds that Johnson has registered 
multiple marks for wax products; spent millions in advertising, had millions in sales, and 
was bringing infringement suits “based on colorable similarity rather than exact identity.” 
The court summarily rejected this contention stating: “All of these acts ... are up to this 
date lawful acts, and constitute the sort of aggresive competition and promotion that antitrust 
law seeks to protect, particularly within the limits of lawful monopolies granted by Congress 
‘in its wisdom.’ ” 311 


Protection of the good will of a trademark in compelling circumstances may justify an 
otherwise invalid tying agreement. Antitrust laws do not require the licensor of a trademark 
to allow a licensee to use licensor’s trademark on other products unrelated to those sold under 
the mark, nor do they prevent a trademark owner from establishing a chain of outlets with a 
uniform appearance, and a licensing agreement requiring sole use of trademarked items where 
the protection of the good will of the trademark is at stake where it is in the public interest 
that products sold under the trademark should be subject to control of the trademark owner. 
And he was free to enter into agreements with suppliers, not allowing them to deal directly 
with the dealers, but only with the trademark owner himself. Agreements not to deal are 
only illegal when affected by competing enterprises. Here Carvel, the trademark owner, was 
not in competition with its supplier. Tying arrangements differ per se from such violations 
as price fixing, in that the protection of good will may justify their use. In this case, Carvel’s 
license of a package of trademarks, design patents and patented machine was held not to be 
illegal, since, in the first place, the patented item cannot be considered a tying product unless 
it is the focus of the arrangement, that is, that which motivates the purchaser to agree to give 
up some freedom of choice. Here the patented items were not the motivating force, but rather 
the CARVEL trademark was the motivating force. 545 


800.2 CopyRrIGHTS Articles: 12, 413, 865 


The court found the label copyright valid, adopting the “liberal” rule of what constitutes 
copyrightable matter. 310 


800.3 FEDERAL TRADE CoMMISSION Article: 500 


The court stated that the owner of a trademark or trade name may not use, nor permit 
the use of, such trademark or trade name in a manner designed to deceive the public, and that 
those who put into the hands of others the means by which they may mislead the public, are them- 
selves guilty of a violation of Section 5 of the Federal Trade Commission Act. The court 
indicated that it might not have issued quite as broad an order, but adhered to the principle 
that the primary responsibility for framing such orders rests with the Commission which has . 
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special competence. Moreover “the Commission may require affirmative disclosure to prevent 


future deception, and may fashion orders broad enough to close all roads to the prohibited goal.” 
57 


800.5 PATENTS Articles: 413, 573, 581 


See also 500.47. 217 
See also 500.47. 225 


Trademarks are separate and distinct from patents; rights accruing from one are not 
dependent upon or conditioned by the other; the exclusive use of patents is limited while trade- 
marks may be extended in perpetuity. Further, there is no provision of patent law, statutory 
or otherwise, that guarantees to any one an absolute right to copy the subject matter of any 
expired patent. : 809 


Sears, Roebuck & Co. v. Stiffel Co., 140 USPQ 524.(54 TMR 217) (1964), was. held 
not to be a bar to the application of state law, even though the federally registered trademark 
be invalid for descriptiveness. While the court interpreted the Sears, Roebuck case as holding 
that states cannot, merely under the guise of regulating unfair competition, grant what in 
effect is patent protection, it nevertheless understood that decision as not prohibiting states 
from protecting businesses in the use of their trademarks, by preventing others from imitating 
such marks and thereby misleading purchasers. 823 


The Board stated that since the District Court of New Jersey had found the applicant’s 
design patents valid, it would be improper for the Board to rule as to whether or not they 
are new and exclusive with applicant. 853 


Summary judgment was granted to plaintiff, holding that defendant’s patents were invalid. 
930 


800.6 Strate STATUTES 


Further the court held that even if the defendants’ interpretation of the law was correct, 
the defendants in fact had not acquired any rights under the laws of Alabama. 617 


In Louisiana “use” means that the mark is placed on the goods which are sold or distributed 
in the state. 619 


The court settled as a matter of law that a party depending upon the Federal Patent Laws, 
cannot under common law state right or statutory state right recover for unfair competition. 
Defendant, therefore, could not recover on a counterclaim based upon copying of an invalid 
patent or interference with defendant’s customers. 930 


800.61 In General 
See also 500.47. ; 229 
See also 700.1. 241 


In this special proceeding under Sec. 964 of the New York Penal Law petitioner sought 
a permanent injunction without trial against respondents’ use of the name RED DEVIL or any 
figure of a devil in connection with their paint brush business. 623 


See also 800.5. 823 
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800.63 Dilution Articles: 184, 590, 596 


Other third party registrations were immaterial in law and did not excuse the infringement 
and under the California dilution statute, the mark REMINGTON was protected even against use 
on noncompetitive goods, since the use tended to dilute and reduce the value of plaintiff’s good 
will. 390 


The requirements of the Massachusetts anti-dilution statute were satisfied. The first re- 
quirement was satisfied, in that the plaintiff’s trade name or mark was of a distinctive quality 
and had acquired a distinct secondary meaning among the public who purchase jewelry, china, 
and silverware, etc. The second, that there was reasonable probability that defendant, even in 
absence of competition with plaintiff, by use of the name may detract from plaintiff’s reputation. 
Besides satisfying the statute on the above two points, there was actual confusion on the part 
of the public. 1005 


800.8 Taxes 


Legal Expenses incurred in instituting and pressing to settlement an infringement action 
may not be treated as deductible expenses by trademark owner under Section 162(a) of the 
Internal Revenue Code of 1954; such expenses are regarded as capital expenditures since the 
purpose of the expenditures was to increase the value of the trademark to secure owner's 
property. The alternative claim of petitioner that it should be permitted to treat expenses as a 
deferred trademark expenditure under Section 177 was rejected by the court since petitioner had 
failed to make an election within the time period fixed by statute. 609 


800.9 MISCELLANEOUS Articles: 492, 525 


The fact that the Ohio Secretary of State granted a corporate charter to defendant is no 
defense to plaintiff’s action and in no way limits or inhibits plaintiff’s right to legal protection 
of its trademark CYCLONE and trade name CYCLONE FENCE. 621 


850. PROPOSED LEGISLATION Articles: 435, 731, 883, 897 


900. FOREIGN LAW — Articles: 1, 37, 50, 75, 80, 102, 108, 117, 149, 160, 200, 
280, 291, 333, 382, 446, 449, 535, 
599, 602, 906, 915, 941, 984, 989 


1000. ARTICLES—MISCELLANEOUS Articles : 287, 487, 792 








